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Statement of the Case. 


to the remaining patents the court found against the 
plaintiff. (Rec., 1 to 5.) 

Another suit on the same patents was brought by 
appellant several years ago against appellee in the 
District of Massachusetts. After a considerable 


amount of testimony was taken in that ease the pres¬ 
ent suit was instituted in the District of Columbia, 
and the evidence taken in the Massachusetts case 
was stipulated into the present record. (Hoc., 75- 
76.) (Some of the evidence so stipulated related to 
Felt Patent Xo. 465255, but that patent had expired 
before the present suit was instituted in the court 
below, and consequently is to he disregarded.) Fur¬ 
ther evidence was introduced on both sides in the 


present suit. 

The present controversy is thus limited to three 
patents, No. 568021, No. 628176 and No. 661121. 

Of these the most important is the Felt Tabulator 
Patent No. 628176, and to it we shall devote most 
of this brief. The controversy mainly centers on the 
issue of “abandonment”, to which the opinion (Rec., 
2-4) of his Honor, Judge Anderson, on this patent 
was confined, and as to which we have assigned spe¬ 
cific error. (Rec., 6.) 

As to each of the two other patents, the contro¬ 
versy is on certain simple issues of novelty and in¬ 
fringement. 
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THE FELT TABULATOR PATENT 

No. 628176. 

This patent will be found at pp. 1767 to 1777 of 
the “Patent Exhibits” volumes of the Record. 

The specification of said patent, in its opening 1 
paragraph, sets forth that: 

“This invention relates to the construction of 
calculating-machines adapted to both add num¬ 
bers and to print or tabulate the numbers as 
they are added, together with the sums of the 
numbers. My endeavor therein has been to 
adapt such machines to use with paper in sheet 
or short-length form as distinguished from roll 
or continuous-length paper; also, to permit the 
printing upon the paper of a plurality of col¬ 
umns or vertical rows of numbers by providing 
it with a laterally-shifting paper-carriage and 
with mechanism adapted also to feed the paper 
vertically at each printing operation;” 

and then also mentions a couple of other features 
that are ancillary but not here in controversy,— 
the present controversy being limited to the feature 
of providing an adding machine with a laterally 
movable paper-carriage adapted to handle wide 
sheets of paper and to print and add thereon a plu¬ 
rality of parallel columns of numbers,—instead of 
just printing a single column of numbers on a long, 
narrow continuous roll of paper. 

The claims of this patent 628176 that are here 
sued upon are Nos. 1, 2 and 4, and read as follows: 

“1. The combination with the printing 
mechanism adapted to print two or more char¬ 
acters side by side, of a laterally-movable paper- 
carriage, devices for feeding the paper long¬ 
itudinally mounted in said carriage, and auto¬ 
matic mechanism acting in any position of the 
carriage to actuate said feeding devices in the 
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line-spacing* movements, substantially as speci¬ 
fied. 

“2. The combination with a series of type ar¬ 
ranged to print side by side, devices for im¬ 
pressing* the paper upon the type, a laterally 
movable paper-carriage adapted to position the 
paper for the different columns, feed-rolls for 
moving* the paper longitudinally past the type, 
and means for actuating said rolls, substantially 
as specified.” 

“4. The tabulating-machine having* in com¬ 
bination a laterally-movable paper-carriage, 
means for feeding the paper vertically in any 
position of the carriage, and mechanism for 
shifting the carriage laterally the width of a 
column-space, substantially as specified.” 

As to this patent the Answer made the usual aver¬ 
ments of non-infringement, want of novelty and want 
of invention, and the usual mere general denial of 
the averment of the bill that the invention had not 
l>een in prior public use or on sale for the statutory 
two years. And the Answer specifically averred that 
the invention was ”abandoned to the public prior to 
the application” for the patent. (Rec.. 64.) 

Only the charge of abandonment was referred to 
and sustained in the Opinion of the lower court. 

In a prior suit (later referred to herein) on this 
patent, against another defendant, liis Honor, Judge 
Kohlsaat, of the Seventh Circuit, specifically over¬ 
ruled all of these defenses affecting validity, and the 
Court of Appeals of that Circuit, in an opinion by 
former Judge Grosscup, reversed only as to the de¬ 
fense of abandonment. But in the suit at bar now, 
a new record is presented as to this matter of aban¬ 
donment and many material facts are shown on 
which the record in the prior suit, by reason of am¬ 
biguity of the pleadings therein (as we shall later 
state), was merely silent. 
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Defendant's Admissions of Infringement. 


Defendant Admits Infringement. 

Both of the defendant’s experts, Mr. McFarland 
and Mr. Browne, admit that the defendant’s ma¬ 
chine infringes the above claim 1. Mr. Browne savs 
(Rec., 362): 

“Defendant’s machine lias the subject-matter 
of claim 1 of the Felt patent (628176) in suit.” 

and Mr. McFarland testifies likewise, as follows 
(Rec., 234): 

“Q. 43. Do you agree with Mr. Felt that 

there exists in defendant’s machine the elements 
of claim 1 of patent 628176? 

“A. I do. This claim reads as follows: 
[quoting said claim 1 in full]. 

“Mr. Felt has correctly identified the mech¬ 
anism of the claim in defendant’s machine.” 

And the testimony.of Mr. Felt, the patentee, so re¬ 
ferred to and approved will be found at Rec., 125- 
131. 


As to claim 2 of said patent 628176, defendant’s 
witnesses contend that defendant does not infringe 
eca ^e, tlie\ say, the defendant’s machine does 
not have “devices for impressing the paper upon 
the type” but instead has devices for impressing the 
type upon the paper. We contend that this is a mere 
quibbling distinction without a difference, like put¬ 
ting the latch upon the gate-post instead of upon 
the gate, and does not avoid the substance of claim 
2; and that as a matter of fact the subject-matter 
of claim 2 is just the same as that of the admittedly 
infringed claim 1, except that claim 2 specifies that 
the line-spacing feeding devices shall be of the spe¬ 


cific character of “feed-rolls ”,—and as it cannot be 
denied that the line-spacing devices in defendant’s 
machine are of the character of feed-rolls, defend¬ 
ant obviously infringes claim 2 also. 





Defendant's Admissions of Infringement. 
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As to claim 4, of said patent 628176, defendant’s 
expert witness, Mr. McFarland, admits that defend¬ 
ant infringes. Mr. McFarland testifies as follows 
(Kec., 235-236): 

“y. 45. Do you agree with Mr. Felt that the 
elements of claim 4 of the patent 628176 exist 
in defendant’s machine? 

“A. 1 do. This claim reads as follows: 

[quoting said claim 4 in full]. 

“Mr. Felt has correctly identified the mech- 
anism of this claim in the defendant’s ma¬ 
chine. ’ ’ 


And the testimony of Mr. Felt thus referred to 

* 

and approved by defendant’s expert is to be found 
in Kec., 133-137, under the heading “As to Claim 4 
of Patent No. 628176.” But although defendant’s 
expert Mr. McFarland thus admits that said claim 4 
is infringed, the other one of defendant’s above- 
named witnesses, Mr. Browne, contends that claim 
4 is not infringed, because of a certain interpreta¬ 
tion he gives to the phrase “mechanism for shifting 
the carriage laterally the width of a column-space”, 
contending that this" phrase does not describe de¬ 
fendant’s machine because, while the machine does 
have mechanism for definitely positioning the paper- 
carriage at successive column-space intervals, such 
mechanism does not do the whole work of moving 
the carriage laterally, although it does automatically 
cause the carriage to center definitely at each coi- 
umn-position without any effort on the part of the 
operator except pushing the carriage sidewise. But 
we think that Mr. Browne’s interpretation is much 
strained (as will he fairly apparent, for instance, 
from his testimony on the matter on cross-examina¬ 
tion at X-Q’s 34-54, Kec., 417-423). We believe the 
conclusive preponderance of the evidence is with the 
agreement between plaintiff’s expert Mr. Felt and 
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defendant’s own expert Mr. McFarland, above cited, 
that claim 4 is clearly infringed. 

Thus there is no dispute whatever that the broad 
and most important claim 1 of patent 628176 is in¬ 
fringed. And we think there can he no serious ques¬ 
tion that the more specific claims 2 and 4 are also 
infringed, as we have just indicated. 

The court below found the claims invalid on the 
ground that Felt “abandoned the patenting” of this 
invention, hut sustained none other of the defend¬ 
ant’s contentions thereon. 

As to the Plain Patentability of the Tabulator 
Invention of the Patent 628176 over the 
Prior Art. 

The inventor of the Tabulator here in controversy, 

Mr. Dorr E. Felt, was the first to make a successful, 

operative keyboard adding machine of anv kind 
(Rec., 1024, 1026, 1215-1222); he was also the first 

to make a successful, operative keyboard adding ma¬ 
chine that would print, on a ribbon or tape of paper 
fed from a roll, a list of the numbers that are added, 
—being the machine known as the “ Roll-paper Comp- 
tograph;” and he was also the first to make a suc¬ 
cessful, operative keyboard adding machine that 
would print parallel columns of the numbers added, 
on a wide sheet of paper—being the machine known 
as the Tabulator, the invention here in controversy. 
Felt’s Comptometer and Roll-Paper Comptograph. 

Mr. Felt was the inventor of the well-known com¬ 
puting machine called the “Comptometer,” which 
has gone extensively into use all over the world. 
This is a machine provided with a keyboard consist¬ 
ing of several columns of keys representing in each 
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Even though the Burroughs roll-paper machine thus 

put out in 1892, in so far as the printing mechanism, 

copied from the previous Felt patent, is concerned, 

was not defective, yet the machines in other respects 

(as to their adding mechanism) were so completely 

defective and inoperative that for this reason they 

%/ 

were all called in some time in 1894 and destroyed or 

•/ 

replaced by other forms, and it was not until 1895 
that the Burroughs roll-paper machine in a prac¬ 
tically operative form got upon the market, which 
was not until Felt had been on the market for years 
with a perfectly operative roll-paper adding and list¬ 
ing machine. 

Years later Pike also made and patented a tab¬ 
ulator adding-machine, but the American Arith¬ 
mometer Company (now the Burroughs Company), 
which owned the Pike patent, took a license under 
the Felt Tabulator patent here sued upon. 

The defendant’s machines are all long subse¬ 
quent to the Pike machines, and long subsequent to 
the issue of the patent sued upon. 


Felt’s Tabulator Adding Machine of 1890. 


As above stated, in 1889 Mr. Felt had developed, 
in his “Boll-paper Comptographs”, the first adding- 
machines that had a practical printing-mechanism. 

It was necessary that an adding-machine should 
have “side-by-side” printing-mechanism, in which 
there are a gang of side-by-side type-members, one 
for every denominational order of any number, and 
each such type-member bearing the nine digits and a 
zero,—so that when any number is added and 


printed, all the figures in the number can be printed 
without moving the paper laterally, and then the 
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paper can be longitudinally moved to another line- 
space and another number printed directly under 
the first (units under units, tens under tens, hun¬ 
dreds under hundreds, and so forth). And thus an 
entire column of numbers of any size can be printed 
without any lateral shifting or repositioning of the 
paper,—in contrast with the 44 coincident’’ manner 
of printing that obtains in typewriters, in which the 
striking position of each type coincides with that 
of all the other types, and the paper must be shifted 
laterally for every figure printed and repositioned 
for every new number. But, as we have said, the 
4 4 side-by-side ’ 9 printing-mechanism of adding-ma¬ 
chines did not become practical until Mr. Felt had 
developed in his Roll-paper Comptograph, the mul¬ 
tiple individual type-hammer principle (a sepa¬ 
rately controlled type-liammer for each of the side- 
by-side denominational type-members), which is a 
principle since adopted by aU other printing adding- 
machines. (Rec., 412-413.) The side-by-side ham¬ 
mers may strike either simultaneously or succes¬ 
sively, but are generally timed to strike in quick 
succession. (This fact that side-by-side printing 
may be either simultaneous or successive is empha¬ 
sized in the patent sued upon by the circumstance 
that its claim 1 was amended by striking out the 
words “simultaneously and’’ before the words 
“side-by-side.” While type-writer or 44 coincident” 
printing is successive, it is not 4 4 side-by-side ”; but 
44 side-by-side” or adding-machine printing may be 
either simultaneous or successive, and is generally 
the latter, as just stated.) 

Thus when, in 1889, Mr. Felt undertook to invent 
a tabulator adding-macliine, to add and print paral¬ 
lel columns of numbers upon a wide sheet of paper 
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instead of a single column of numbers on a continu¬ 
ous roll of narrow strip-paper, the only practical 
printing adding-machine in existence was his own 
Roll-paper Comptograph (Rec., 414)—for that was 
the only adding-machine having a practical “ side- 
by-side ” printing-mechanism, and “side-by-side” 
printing-mechanism was essential to an adding-ma¬ 
chine (and is an essential (dement of the claims 
here sued upon). 


One of his “Roll-paper Comptographs,” identical 
with the one in evidence, was therefore the machine 
that, in 1889, Mr. Felt undertook to reorganize to 
produce the Tabulator invention, his work being 
completed early in 1890 in the production of the 
full-sized and perfectly operative Tabulator adding- 
machine in evidence as “Felt’s 1890 Model”, which 
is the actual reduction to practice of the Tabulator 
invention of the patent claims sued upon. (It is 
called a “model” onlv in the sense that manufactur- 
ers apply the term “factory model” to a full-sized 
working machine made as a sample from which to 
manufacture, and is not at all a “model” in the nar¬ 
rower sense sometimes technically meant in the Pat- 
ent Office.) 


The defendant called the professional patent ex¬ 
pert witness, Mr. Browne, who undertook to argue 
on the record that it required no invention for Mr. 
Felt to reorganize the “Roll-Paper Comptograph” 
into tin* “Tabulator Comptograph ”, and that the in¬ 
vention in controversy amounts to nothing but put¬ 
ting a typewriter carriage on an adding-machine— 
like pasting a postage stamp on a letter. On the con¬ 
trary, instead of being any mere simple sticking to¬ 
gether of two ready-prepared devices, it plainly 
appears from the record that what Mr. Felt did was 
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rather more like shooting a cannon-ball through a 
clock without disorganizing the clock. This is plain 
enough upon merely examining and comparing the 
two exhibit machines in evidence, the “Roll-paper 
Comptograph’’ and “Felt’s 1890 Model.” Mr. 
Felt’s own account of the task involved in the reor¬ 
ganizing of mechanism to produce the Tabulator 
machine, is set out better in his own words than we 
can summarize it, and will be found in part at pp. 
1142 to 1150 of the Record. And a still further re¬ 
view of what was involved in this reorganization of 
mechanism, to produce the Tabulator machine, is 
set forth at pp. 823 to 846 of the Record, in the de¬ 
position of the Plaintiff’s rebuttal witness, Mr. Jo¬ 
seph A. V. Turck, who, in marked contrast with the 
merely theoretical “patent expert” witness Mr. 
Browne, is a man of the highest practical experience 
in the adding-machine art and has spent the better 
part of his life exclusively in practical work upon and 
manufacture of adding-machines and their mechan¬ 
ism, and who therefore has a proper and fair appre¬ 
ciation of the mechanical difficulties involved in such 
reorganization of mechanism. 

The weakness of the contention of the defendant’s 
witness Mr. Browne as to the alleged 1 ‘ simplicity ’ ’ of 
the matter, will be sufficiently apparent upon a per¬ 
usal of a few pages of the cross-examination of said 
witness Browne,—particularly X-Q’s 17 to 31, (Rec., 
411 to 416). 

It is to be noted that on this cross-examination 
Mr. Browne is forced to admit that at the time Mr. 
Felt made the invention of the Tabulator, in 1890, 
the only known adding-machine having a practical 
printing mechanism was Mr. Felt’s own roll-paper 
Comptograph, and so the problem of making the 
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The Census Office Episode. 

The tabulating adding-machine having the wide 
frame paper carriage above described, and which 
embodies the invention here in controversy, was 
especially designed by Felt for the United States 
Census Office. It is called the Census Office Ma¬ 
chine in the book containing the account of the time 
of the workmen on it. Felt had built the machine* 
hoping to have it adopted by that office and hoping 
to get an order from the Superintendent of the Cen¬ 
sus to build a number of the machines. 

Early in February, 1890, Felt took this machine 
to Washington, and obtained permission to exhibit 
it to the officials of the Census Bureau. And it was 
taken to that office and fried by some of the em¬ 
ployes. The machine gave satisfaction to the men 
who tried it and a favorable report was made. But 
the Superintendent of the Census, because of lack 
of an appropriation, did not give any order for the 
building of machines, and Felt did not believe be 
would be able to get Congress to make an appro¬ 
priation for this specific object, and, therefore, 
brought the machine home to Chicago without ac¬ 
complishing anything with it. (Bee., 997-999, 1223- 
1226.) 

The Delay in Patenting. 

After an interval of eight years of poverty, ill¬ 
ness, unsuccessful attempts to secure capital for the 
manufacture and marketing of the machine, Felt 
filed his application for a patent on May 31st, 1898 , 
and it was issued to him July 4th, 1899. Meanwhile, 
and on April :20th, 1897, a patent, No. 580863, bad 
been issued to one Hiett, which described but did 
not claim the subject-matter of Felt’s invention; 
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and on December 21st, 1897, a patent, No. 595864, 
which also described but did not claim Felt’s inven¬ 
tion, and was limited to claiming only a new species 
of said generic invention, bad been issued to one 
Pike. The Hiett patent was owned by the Universal 
Adding Machine Co., now absorbed by the Bur- 
roughs Adding Machine Co., and the Pike patent is 
owned by the latter company, which—though thus 
the owner of both the Hiett and Pike patents—has 
taken a license under the Felt patent sued upon. 

The evidence, which we shall analyze in detail, 
shows clearlv and affirmativelv that Felt’s inven- 
tion was never abandoned or concealed. 

Direct Testimony of Felt’s Intention. 

Felt testified that he never had any intention of 
abandoning his invention, that he regarded it as 
embodying the coming type of adding and listing- 
machine, though he considered that, to be at its best, 
a wide paper machine would have to have something 
to prevent the operator from running the sheet of 
paper clear out by inadvertence, and also something 
to return the paper quickly to its starting point 
(Bee., 1009-1010). 

There is not only nothing in the record to over¬ 
come Felt’s testimony as to his intent, but it is sup¬ 
ported by a multitude of circumstances testified to 
by him and fully corroborated bv other evidence 
largely documentary. 

In order to get a proper perspective on what Felt 
actually did with his invention between 1890 and 
1898 it is necessary to consider his business rela¬ 
tions during that period, particularly the domina¬ 
tion over him of Bobert Tarrant, who furnished 
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every penny Felt spent during those eight years , 
and who declined to permit any money to be spent 
on the 1890 machine. 

Felt’s Business Relations Between the Date of 

the Invention and the Application for the 

Patent in Suit. 

Prior to 1889 Felt had been in partnership with 
Tarrant and one lie Berard. The business of the 
partnership was the manufacture of the Compto¬ 
meter invented bv Felt. Tarrant advanced money 

• % 

to the partnership until, in 1889, its debt to him 
amounted to from $12,000 to $14,000 (Rec., 991). In 
that year the Felt Tarrant Co. was organized and 
Felt acquired 9/16 of its stock, Tarrant 6/16 and 
De Berard 1/16 (Rec., 990). The indebtedness of 
the partnership to Tarrant was assumed by the 
partners according to their respective interests 
(Rec., 991). Felt’s share of this debt to Tarrant 
was $6,856.20 (Rec., 992). 

When the Felt & Tarrant Co. was organized it 
had no money (Rec., 1059-1060). The stock of the 
company was all issued in payment for special tools, 
adding machines, parts of adding machines and the 
patents owned by the old Felt & Tarrant partner¬ 
ship (Rec., 1023). While Tarrant was a minority 
stockholder in the company he furnished all the 
money that it used to run its business. No one else 
put in a penny (Rec., 990-991-1003). Tie paid all 
the bills with his personal checks , provided it credit 
for supplies, and furnished it room in his factory 
and tools for its use in manufacturing machines 
(id.). For a long period of years the business lost 
money. Prior to the formation of the corporation 
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the mere cost of selling the machines exceeded the 
total receipts of the partnership (Rec., 1025). It 
appears that the corporation did not fare much bet¬ 
ter. By February, 1893, it owed Tarrant $12,799, 
and this debt increased year by year until it reached 
$38,000. Between February, 1897, and February, 
1898, it was reduced by $3,000, and in the five years 
following 1898 the debt was entirely wiped out. Up 
to 1898 the gross sales of the corporation about 
equalled in each year the company’s debt to Tar¬ 
rant (Rec., 991-992). While the debt was accumu¬ 
lating the assets were increased only by special 
tools, dies, jigs and adding machines worth not to 
exceed $21,000, so that the first eight or ten years 
of the company’s business netted a loss of $10,000 
(Rec., 1026). While the company made a little 
money on the Comptometer prior to 1898, it made no 
money whatever on the Comptograph (which was 
the machine to which the wide frame invention was 
adapted), until 1898, the year in which Felt filed his 
application for his patent (Rec., 1225). 

It is thus apparent that Tarrant, though only a 
minority stockholder in the Felt & Tarrant Com¬ 
pany, entirely controlled Felt and the development 
of his inventions, and that Felt, being without 
money, as we will hereinafter show, and unable to 
secure any, was bound to submit to Tarrant’s views 
as to what should be done with the 1890 invention. 
This is not only obviously the fact, but Felt consid¬ 
ered himself bound to strict compliance with al! 
Tarrant’s wishes and prejudices (Rec., 1006). 

When Felt returned from the Census office in 
1890 Tarrant, disappointed that no order for build¬ 
ing such machines had been procured from the Cen¬ 
sus Office, thereafter treated the subject of the wide 



20 


Facts Xegat icing Abandonment. 


paper machine with contempt, and told Felt that lie 

must not do anything more with it, and that all their 

time and money must he devoted entirely to the ma- 

• • 

chines they then had on the market (Rec., 1003), the 
Comptometer and the Roll-Paper (’omptograph. 

I)e Berard, who was secretary of the Felt & Tar¬ 
rant Co., testified that Tarrant’s objection to the 
pushing and developing of the 1890 machine was 
positive (Rec., 1220). Tarrant regarded Felt as a 
mere inventor with no business judgment (Rec., 
1003). His attitude is clearly shown by Felt’s tes¬ 
timony on cross-examination, as follows (Rec., 1042- 
1044): 

“Owing to Mr. Tarrant’s attitude and the 
fact that he constantly reiterated the statement 
that 1 mustn’t fuss with any distinctly new type 
of machine, but must confine all niv efforts ab¬ 
solutely to those we then had on the market, and 
the fact that the company was terribly hard up 
for money even to carry on the little business 
it did have, and was heavily in debt to Mr. Tar¬ 
rant and that frequently when things didn’t go 
to please him, he made the threat in so 
words that he would throw the whole business 
out of the building, 1 did not dare do anything 
openly with the wide paper model,—which he al¬ 
ways complained was not necessary—that what 
we had on the market was good enough. So T 
had to confine my efforts entirely to improving 
the main features of the adding and printing 
mechanism which could be employed in both 
machines and work these improvements in one 
after another on each succeeding lot of machines 
gotten out, and in that way do what I could to 
develop the main body of the machine. Even 
when this bell mechanism was put on the 1^890 
model, so that Mr. Tarrant would not know it T 
went to the bookkeeper and asked him to 
charge it to work on Comptometers and he did 
so. Our necessities for money were so great 
during all those years that most of the work on 
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Comptograplis liad to be done almost by hand 
and in all cases by the use of very simple tools, 
which in the light of my subsequent experience, 
and the kind of tools which I now use in the 
manufacture of the Comptometer would hardly 
be considered special tools at all, and the proc¬ 
ess ot using them would be called manufactur¬ 
ing machines by hand. * * * Practically all that 
1 could do was to develop my machine the l>est I 
could under the adverse circumstances under 
" liich 1 was laboring, as against the day when 
I could get money enough to put it on the mar¬ 
ket in a profitable way. The wide paper ma¬ 
chine was always my * ideal of what a listing 
machine should be, and to F. W. DeBerard, our 
lirst New York agent, I used to talk about it a 
great deal. I used to talk about it to Mr. Tar¬ 
rant’s help, thinking if I could convince them, 
. could convince him. I used to talk about 
it to A. J. DeBerard, our present New York 
agent, since the first of 1893 or 1894, and only 
J ^ was telling me about it, how 
when he was here at the World’s Fair in Chi¬ 
cago 1 said to him that this was the boss ma¬ 
chine and referred to the 1890 model. If I did 
very much, which on the face of it came to Mr. 
Tarrant’s notice, and appeared to be any steps 
taken toward getting ready for the manufac¬ 
ture of this wide paper machine, he would have 
just simply discharged the men working on my 
work, so tliat T couldn’t do anything except seil 
the machines already made, and his one particu¬ 
lar hobby always has been to ‘make what you’ve 
got. It’s good enough;’ and he has a number of 
stories which he tells to illustrate the point. I 
don’t blame Mr. Tarrant a particle for his atti¬ 
tude. He wasn’t in touch with the manufacture 
and selling of adding machines as T was. He 
couldn’t see the future of it nor realize the ne¬ 
cessities of the business. 1 couldn’t part with him, 

1 ^ ^ tli n g, including years of work, and 

he at the same time would have lost a great deal 
if he had shut down on the business on account 
f ny msis tin g on carrying out my ideas, so I 
had to stick it through the best 1 could. T knew 
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that Mr. Tarrant’s friends thought that all the 
money that he was putting in the adding ma¬ 
chine business was being wasted and I don’t 
wonder that lie worried and was at times arbi¬ 
trary.” 

Felt’s Poverty. 

The cost of tin* patent in suit was actually $539.00, 
and Felt never had that much money until long after 
the patent was applied for (Fee. 1009). AVI len the 
patent was taken out it was paid for, as were all of 
Felt’s other patents, by the Felt & Tarrant Co. (Rec. 
1059-1060), that is, by Tarrant’s personal check 
(Rec., 991 and 1059.) 

Felt testified that if he had been able to secure 
money to put the machine on the market he would 
have put it on in 1890, and improved it gradually 
(R. 1020); but he not only had no money of his own, 
but was unable to secure any from outside sources 
(Rec. 1001, 1003, 1004, 1020). 

Felt’s income consisted entirely of his salary from 
the Felt & Tarrant Co., and certain small additional 
advances, averaging about $80 per year, that the 
company made him for the living expenses of him¬ 
self and family. After January 15, 1891, he had a 
family to support, and up to 1896 was unable to 
live on his salary which ranged from $18 a week 
in 1891, to $30 a week in 1898 (Rec., 993). The 
company loaned him $35.00 in January 1892, and 
further amounts from year to year until in 1896 
his debt to the company had increased to $372, at 
which point it remained stationary until 1898 (Rec. 
993). Meanwhile Felt had given to Tarrant his 
note for over $6,800 to secure his share of the old 
partnership debt, and this note, with accrued inter¬ 
est, amounted in January, 1898, just before the pat- 
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(*nt in suit was applied for, to $9,600, when it was 
settled by the transfer of some of Felt’s stock to 
Tan ant (B. 992). belt does not say specifically 
that he was entirely dependent on his salary and 
what he borrowed from the company, but no other 
conclusion can be gathered from his evidence, and 
De Berard, who was secretary of Felt’s Company 
and al\va\ s intimately associated with him and with 
Tarrant, says that Felt had no other source of in¬ 
come (Bee. 1225). 

Felt’s Ill Health. 

^ «/ in debt and unsuccessfully try¬ 
ing to bring up a tamily on a meager salary, which 
had to be eked out by the small loans above men¬ 
tioned, but was ill very much of the time during* the 
interval between 1890 and 1898. Beferring to this 
period he testified as follows: 

4 ‘ 1 was more or less ill practically all of that 
time. In 1894, after several years of very se¬ 
vere headaches, I had spells of dizziness or un¬ 
consciousness, when I would be taken suddenly 
dizzy and everything would turn black and I 
would be unconscious and collapse completelv 
limp for some minutes at a time. I took a short 
rest in the summer of ’94, which, while it didn’t 
help me much, served to tide me over, and then 
for two or three years, whenever I found by my 
condition that a breakdown was approaching T 
would have to desist from concentrated thought. 
During this time I walked to and from the fac¬ 
tory, two or three miles, rain, snow or shine, 
e ei ^ la\, as T thought this benefited me some¬ 
what. During the years ’94, ’95 and ’96 I was 
troubled with insomnia to an extreme degree, 
sometimes I wouldn’t sleep but a few hours in a 
whole week and often not a minute for two or 
three days in succession. When I would al¬ 
most fall asleep I would he aroused hv a flash 
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of light in the head which was so exceedingly 
distressing that at times I was even afraid to 
try to go to sleep. The physician said that it 
was due to congestion of the capillary blood 
vessels of the brain. 1 had extreme headaches 
during all of that period, practicallv dailv.” 
(Rec. 1020, 1021.) 


Felt’s Duties and Labors. 


Notwithstanding the poor condition of his health, 
his duties at the Felt & Tarrant Co. required him to 
do part of the sales soliciting and all of the other 
work of the company, except the physical work of 
making the machines and looking after the accounts 
(R. 1020), besides the invention and reduction to 
practice of various inventions in improvements of 
the Comptometer and the Roll-paper Comptograph. 
Tarrant made no particular objection to improve¬ 
ments in machines the company then had on the 
market (R. 1013), that is, tin* Comptometer, which 
was not a printing machine, and the Roll-paper 
(’omptograph. 


Felt’s Problem. 

The problem that faced Mr. Felt in view of his 
own poverty, the lack of resources of the Felt & 
Tarrant Co. and its subjection to the adverse will 
of Tarrant, was to find outside capital with which 
to put the broad frame machine on the market. Felt 
thought at that time that $75,000 (Rec. 1001) would 
have been sufficient, but the Comptograph Company, 
plaintiff in this suit, actually invested $700,000 in its 
plant and equipment for the manufacture of the 
broad frame machine alone (Rec. 1214 and 1227). 
ft is common knowledge that the adding machine is 
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a device of marvelous complexity and that enormous 
equipment is required to make it. Ln making the 
broad frame carriage alone, without reference to 
any other part of the machine, 1189 different kinds of 
operations are required. (R. 1048). Mr. Wyeth tes¬ 
tified that it actually cost the Comptograph Co. 
$7870.00 to make the tools for the manufacture of 
the wide carriage itself (Rec. 1214). Wenger, of the 
Burroughs Co., says that the tools for the Burroughs 
broad frame carriage alone cost $10,000. Doughty, 
another witness for the Burroughs, estimated that 
the tools for the Burroughs broad frame alone cost 
$12,000. He made what he called a rough estimate 
that the tools for the broad frame carriage of the 
Felt 1890 machine could be built for from $3,000 to 


$4,000 (R. 607-608); but he made this estimate with¬ 
out taking the machine apart (Rec. 634-636), and 
without taking into consideration the numerous 


changes required in the roll paper comptograph for 
the application of the wide frame carriage (Rec. 633- 
634). To make the machines singly, by hand, would 
have required in each case an expenditure of more 
money than the machine could possibly be sold for 


(R. 1177). The 1890 machine cost over $1,000 to 
build, not counting Felt’s time (R. 1062). It was 
paid for by the Felt & Tarrant Company (Rec., 
1062); that is, as above shown, by Tarrant. The 
manufacture and sale of the machine in quantities, 


by tools, would have required enormous capital be¬ 
cause of the peculiar method of selling adding ma¬ 


chines, which requires that the machines be put on 
trial for long periods of time. The Burroughs Add¬ 
ing Machine Co. in 1908 had about $700,000 invested 
in trial and substitute machines (Rec. 520). 


Felt tried for many years, beginning in 1890, but 
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without success, to get outsiders to put money in 
the business. Among the persons whom he tried to 
interest were Mr. Charles Dickinson, of The Albert 
Dickinson Company, seed merchants (Rec. 1001- 
1003-1004). llis negotiations with Mr. Dickinson 
continued through the years 1801, 1892, 1893 and 
1894. (Rec. 1004.) Felt never succeeded in get¬ 
ting* any capital to put into the 1890 type of machine 
(Rec. 1001). 


What Felt Actually Did with the 1890 Ma¬ 
chine. 


In many of the cases involving the question of 
abandonment it appeared that the inventor broke 
up or destroyed his machine, and this has been a 
material element in the determination of them. 
But the 1890 machine was never broken up, it is 
still in existence, still a practical operative ma¬ 
chine, capable of doing the work for which it was 
originally designed, and is one of the physical ex¬ 
hibits in this case and will speak for itself. 


Shortly after Felt’s return from the Census Of¬ 
fice in 1890 he had the machine photographed. Sev¬ 
eral prints were made; he gave out some of these to 
people whom he thought might l>e interested, but 
preserved one copy until he made his application 
for the patent in suit, and it was sent with his appli¬ 
cation to the Patent Office (R. 1113). 


Before he went to Washington he permitted re¬ 
porters of flic* Chicago Tribune to see the machine 
in operation, and to print an article about it, because 
he thought Ik* had a device that would attract atten¬ 
tion (R. 1006). He showed the machine to num¬ 
bers of people all through tin* years from 1890 up to 
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the time the patent was applied for in 1898 (R. 
1005). He showed it to F. W. DeBerard, among 
others, in 1893 (R. 1072-1078); to Mr. Oscar W. 
Bond, a patent solicitor, in 1894 (R. 1078); to Roger 
B. McMullen in 1894 (R. 1119-1120); to 3. M. Faith- 
orn about August 1895 (R. 1113 and 1123); to Mi. 
Mundav and to Mr. Hvarts, his own patent solicit¬ 
ors, in the winter of 1894-1895 (R. 1006-1007). 

In the summer or fall of 1891 he had a prospectus 
printed describing the Felt & 1 arrant machines. In 
it reference was made to the 1890 machine, in pait 

as follows (R. 1003-4-5): 

“We make a Comptograph which takes in a 
sheet of paper fifteen inches wide, and has a 
spacing lever for feeding both sideivays and up 
and down. This form will be used largely for 
statistical work, census tabulation, and for com¬ 
puting election returns, and on certain hinds of 
office work. We have a working model of it, and 
expect soon to make th<• necessary tools for 
manufacturing them in quantities. I he follow- 
ing is a reduced facsimile of one made on the 
model we now have/ 

Several hundred copies of the prospectus were 
printed and nearly all were distributed during the 
years 1891, 1892, 1893, 1894 (R. 1005); copies were 
sent to all purchasers of Comptometers and Comp- 
tographs. (R. 1003.) 

In 1892 the machine had become dirty and I elt 
cleaned it (Rec. 1073). 

In a pamphlet printed late in 1891 or early in 
1892 (R. 1091) advertising the Comptometer and 
Roll-Paper Comptograph there was a paragraph de¬ 
voted to the 1890 machine (R. 1087). The pamphlet 

contained the following statement: 

4 ‘We make a Comptograph which takes in a 
sheet of paper fifteen inches wide and has a 
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spacing lever for feeding both sideways and up 
and down. This form will be used largely for 
statistical work, census tabulation and for com¬ 
puting election returns, and on certain kinds of 
office work. If interested in it, send for special 
circular which more fully describes it. The fol¬ 
lowing table is a reduced fac-simile of one madr¬ 
on the model we now have.” 

Following this statement was a five column table 
showing work done on the 1890 machine. About the 
same time a circular was printed pertaining par¬ 
ticularly to the wide frame machine and showing a 
sample of its work and asking for orders to build 
them (R. 1087, 1196, 1197, 1198, 1199). The circular 
described the machine in glowing terms. After de¬ 
scribing the machine at length the circular stated: 

“It is not necessary to point out the advant¬ 
ages of this machine; they are too apparent to 
need repeating. All the advantages which the 
( omptograph has over the old way of doing 
work this machine has, besides several which do 
not obtain with the (7omptograph. 

“We do not cany these machines in stock , 
only making them when ordered * * * This 

machine is designed and made in the highest 
style ot the art, it is a beautiful piece of work. 
A photograph can be furnished to anyone who 
has work to do for which it is adapted.” 


in addition to tin* prospectus, hundreds of which 
were sent out, a few of the pamphlets were mailed, 
but no inquiries for tin* broad frame machine re¬ 
sulted; consequently but few of the circulars were 
mailed (R. 1088-1120-1122). 


Felt sent out the prospectuses in tin* hope that if 
any orders resulted Tarrant could be persuaded to 
furnish the funds to build the machines (Rec. 1089). 


Because of Tarrant’s insistence that the company 
stick to the machines it was then marketing, and be- 
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cause no doubt of the fact that hand made machines 
cost much more to make than they could possibly be 
sold for, Felt, although he made great effort to get 
outside money to enable him to manufacture the 
wide frame machine (R. 1001, 1003-1004), made 
little effort to get orders for the machine, though 
the circulars, prospectus and pamphlet showed a wil¬ 
lingness to build them if ordered. In a letter writ¬ 
ten to C. F. Dean, Union National Bank, Pittsburgh, 
Felt, speaking for the Felt and Tarrant Company, 
wrote April 8, 1893, as follows (R. 1122): 

“Mr. J. M. Russell of your city requests us 
to send a circular of our tabulating machine 
and we enclose one herewith. 

“We have not pushed this machine any; but 
have made one complete which works to a per¬ 
fection in all respects. We are going on 
the principle of introducing one thing at 
a time, and the Comptometer, having an 
unlimited field, we introduce that first. The 
fac simile of tabulating machine work is not 
nearly as good as we can do now since we have 
learned how to make a Comptograph of any 
kind print in good alignment. 

“Should you order one of these machines we 
can assure you that it will fully meet your expec¬ 
tations and will be made in the very best style 
of art, and we will guarantee it for three years 
just the same as we do all our manufactures.” 

A copy of the circular was enclosed with the fore¬ 
going letter, but no order resulted. Felt, in writ¬ 
ing the foregoing letter, which was signed “Felt 
& Tarrant Manufacturing Co., D. E. Felt,” plainly 
expressed the attitude of the company. The com¬ 
pany was not pushing the machine. It was as it 
stated going on the principle of introducing one 
thing at a time. The circular expressed Felt’s views 
as an inventor; the letter expressed the policy of 
the Felt & Tarrant Co. 
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The same policy of tli<‘ company, imposed by Tar¬ 
rant’s attitude, prevented the (‘xhibition of the 1890 
machine at the World’s Fair. They exhibited to 
sell tin* machines they had manufactured. Felt’s 
view was that the 1890 machine would have over¬ 
shadowed the old type of machines, and since they 
were not in a position to sell that, he thought there 
would he no sales at all if they showed a wide frame 
machine tliev couldn’t deliver. Before the Ameri- 
can Arithmometer Company (now Burroughs Com¬ 
pany) got out its wide frame machine it thought, as 
its letters show, that the wide frame machine would 
supplant the roll paper machines (Bee., 756), and 
that even mentioning the possibility of a broad frame 
machine would result in delaying sales of the old 
models (Bee., 763). So apparently Felt is confirmed 
in his belief that the 1890 machine if shown at the 
World’s Fair would have overshadowed the old ma¬ 
chines, and prevented their sale. Adding machines 
could be sold only after a trial. Trials usually lasted 
from two months to a year, and consequently a large 
stock of machines was required (Bee., 1102). Not 
over one per cent, of machines, except on repeat 
orders, are sold even today without being put on 
trial for a considerable time (Bee., 1103). 


Tn 1894 Boger B. McMullen, of Chicago, called at 
the Felt & Tarrant office at the request of Timothy 
Eaton & Co., of Toronto, Canada, and Felt then 
showed McMullen the 1890 machine and wrote Ea¬ 
ton & Co. about it March 20th, 1894 (B. 1119-1120) 
enclosing a copy of the circular relating to the broad 
frame or 1890 machine, and said the company could 
make one for $ 750 . 00 . The letter shows that Mr. 
McMullen had inquired “as to a machine for filling 
out the sheets” on which to list and add purchase 
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checks Felt said in his letter that the company’s 
“Comptograph Tabulating Machine” (that is, the 
wide frame machine of 1890) (R. 1114) “fills the bib 
in every particular The letter proceeded to say 
that the work cou(d he done on their regular Compto- 
graph, that is, a narrow frame machine (using a roll 
paper), and the strips pasted on sheets, hut that 
Felt thought that for the work Eaton & To. wanted, 
he saw no occasion for listing, that is, printing, the 
figures and totals, and that he accordingly recom¬ 
mended not a Comptograph, either of the broad 
frame or roll paper type, but a Comptometer, which 
did no printing and only indicated the totals. He 
said: “All the machines are perfect in all respects , 
and possess every convenience that could be desired, 
and are exceedingly durable and convenient to ma¬ 
nipulate.” 

Defendant laid great stress on this letter in the 

court below, because Felt thought Eaton’s work of 

adding purchase checks did not require a machine 

that printed the figures, and that a Comptometer, a 

non-printing machine, was therefore adequate. 

Everybody knows that the non-listing machine has a 
•/ » 

field of its own, and a very wide one, and Felt merely 
stated his honest opinion that for the work of Eaton 
& Co. the Comptometer was what they needed. The 
letter does not show that Felt did not consider his 
1890 machine a valuable device. The circular which 
expressed his views about the machine of 1890 vas 
enclosed with the letter to Eaton & Co., and shows 
that Felt’s conception of the field for his 1890 ma¬ 
chine was “in statistical work, computing election 
returns etc.” but that it could “be used advantage¬ 
ously in the accounting of railroads and other large 
concerns.” (R. 1197.) 
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Oil October Oth, 1894, (Roc., 1183) lie wrote con¬ 
cerning the machine: 

“ It looks rather scrubby, but works quite well, 
except it does not print the answers * * *. 

As far as T have used it the additions have been 
accurate, but I would not bet on them. It illus¬ 
trates the idea of wide paper in first class shape, 
for that part of it is good. I would make it so 
that it is still easier to get the paper in next time, 
but it is good as it is. The items have to be 
struck from right to left * * * O ne llse d to 
the Comptograph has to practice on it a little 
Ca ^ use it without forgetting and 
making mistakes. I believe the chances of sell¬ 
ing are good if you show this machine to them, 
for it handles the wide paper in good shape.’’ 

When examined as to what he meant when he said 
he would not bet on the additions, he said he mav 
have had in mind he would not bet on use by an op¬ 
erator who was accustomed to a Comptograph (in 
which, as then made, the keys could be touched either 
from right to left or left to right) (Rec., 1185), or to 
the fact that the adding mechanism was four years 
and nine months old, and necessarily more or less 
gummed up (Rec., 1186). 

On November 3rd, 1894, Felt wrote: (Rec., 1183) 

“Of course this is just an old, rusty and rough 
model for use in the shop, and never intended 
as a finished machine.” 

Notwithstanding the fact that the machine was old 
and rusty, and intended only for use in the shop, 
Felt knew it to be practical and operative, and that 
finished machines like it could be manufactured and 
a three year guaranty furnished, as the letter of 
Nov. 7th, 1894, above quoted, shows. 
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The 1890 Machine teas carefully preserved. 

After the return from Washington, the machine 
was kept in Tarrant’s office. At first it was'in no 
fixed place in that office, sometimes it was on one 
desk and sometimes on another. As Felt testifies 
“It would be left right where we got through show¬ 
ing it.” (Rec., 1068.) 

After a time it was put in a cupboard from which 
it was taken out by Felt from time to time in order 
to exhibit it. (Rec., 1072). It was shown to num¬ 
bers of people through the years following 1890. (id.) 
Late in 1893 or early in 1894, it was taken out of the 
cupboard which was in the Tarrant shop (Rec., 
1069), and was carried down to the second floor 
(Rec., 1073) which contained the office (Rec., 1072), 
and was then kept part of the time on top of a safe 
(Rec., 1075), which stood immediately to the right 
of the entrance door, and the rest of the time in a 
glass case which stood 011 a cupboard about as high 
as a man’s shoulder, and to the left of the entrance 
door (Rec., 1075). The glass case was like an ordi¬ 
nary cigar case and the machine could not be readily 
examined while in the case and of course had to be 
taken out to be operated (Rec., 1077). In its brief 
in the court below defendant stated that while the 
machine was in this shoulder high glass case it could 
not be seen (brief 40). The only warrant for the 
statement is the testimony above noted that the ma¬ 
chine could not be readily examined and operated 
without being taken out of the case. 

When, as we shall later detail, a sheet-end warn¬ 
ing-bell was put on the 1890 machine, in Feb¬ 
ruary or March 1897 (Rec., 1079 and 1189 to 1196), 
the machine was taken upstairs (Rec., 1079) and re- 
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mained there until Felt began work on the drawings 
for the patent ( Rec., 1083), wliieli was about the mid¬ 
dle of 1807 (Ree., 1038, 1030, 1125), only three or 
four months after the warning hell was put on the 
machine. 


There is no evidence whatever that 


at any time 


the machine was secreted or kept from examination 
of any one who might in any way he interested. I he 
evidence on the contrary is that Kelt showed the ma¬ 
chine almost constantly with a view to either getting 
orders to build individual machines like the 1800 ma¬ 
chine or to induce some capitalist to put money in 
it so that the 1800 machine might he manufactured 


and marketed. 


The 1800 Machine sent to Boston late in 1804. 

About the end of 1804, on November 7, (Rec., 1125) 
(only about two years and a half before he started 
to prepare the drawings for his patent application) 
Felt shipped the 1800 machine to Arthur J. De Be- 
rard, the company's New York agent, who wanted 
to show the machine to the Provident Institute for 
Savings of Boston (Rec., 1110). The machine was 
returned November 22,1804 (Rec., 1125-6, 1176). No 
order was received as a result of the shipment (Rec., 
1176). Prior to the shipment of the machine to Bos¬ 
ton, and in August, 1804, Felt offered to build a 
tabulating machine for this Provident Savings Bank 
for $500.00 (Rec., 1170-1181), which was less than 
half of what the 1800 machine had cost, and $250.00 
less than the price theretofore specified in the pros¬ 
pectuses and letters. The 1800 machine cost over 
$1,000. to build, not counting Felt's time (Rec., 1062). 
In connection with the offer to build a wide frame 
machine for the Provident Savings Bank Felt wrote 
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to Felt & Tarrant’s agent at Boston saying that the 
company would build a tabulator if the Bank would 
specify definitely what it required. The letter set 
out certain specifications of the machine, and offered 
to guarantee it for a period of three years. The 
original shipping-book entry for this shipping of the 
machine in November 1894 is in evidence (Rec., 
1126). 


The figure of $750.00, and even $500.00, that Felt 
was obliged to quote, because of his lack of manufac¬ 
turing equipment to build machines like the hand¬ 
made 1890 machine, was so much greater than the 
price at which roll-paper machines were selling that 
it was commercially prohibitive. This, in itself, suf- 
ficientlv accounts for Felt’s inabilitv to get orders 
to build machines. 


Felt became fearful that delay might cause him to 
lose his right to patent, and his counsel assured 
him that only tiro years ’ prior use would bar his 
application. 

In the winter of 1894 and 1895 Felt inquired of 
his patent attorneys whether he was losing any 
rights by his delay in filing the application for patent 
on the 1890 machine. He says he made this inquiry 
because he could not afford to spend the money to 
patent the machine at that time and in view of Mr. 
Tarrant’s attitude and his relation to the affairs of 
the business, which required strict compliance with 
all of Tarrant’s wishes and prejudices. (Rec., 1006- 
1007.) It will be recalled in this connection that Felt 
himself at this time was thousands of dollars in debt 
to Tarrant and that he had no resources but his mea¬ 
ger salary and the trifling allowances by way of loans 
from the company, that Tarrant was paying all the 



Farts Negativing Abandonment. 


36 


hills of the company with his personal checks and 
that therefore neither Felt nor the* Company could 
possibly have raised the money, to pay the $539.00 
needed for tin* patent, without Tarrant 's consent and 
check-hook, and that Tarrant wouldn’t spend a penny 
on the 1890 machine. It was in this situation that 
Felt consulted Mr. Fvarts and Mr. Munday as to 
what danger lie was running bv the delay in filing 
an application. Mr. Munday stated that an inventor 
was allowed two years after the invention came into 
public use in which to apply for a patent (Rec., 1007). 
This of course must have reassured Felt, because he 
knew that his machine 4 had never been in public use, 
and also that no broad frame machine had been put 
upon the market. The advice justified him in be¬ 
lieving, rightly, that all that was necessary for him 
to do was to be sure to tile his application within two 
years after any outsider succeeded in getting the de¬ 
vice in public use. 


Ancillary derices invented by Felt. 


Between 1890 and 1890 Felt invented and patented 
several other devices applicable to both roll-paper 
and wide frame machines. lie was able to patent 
these devices because Tarrant did not object to work 
on improvements that could be used on the roll-paper 
machine that was then on the market (Rec., 1013). 
They all tended to make more valuable and saleable 


the tabulator machine that is the subject of the pat¬ 
ent in suit. But he did not patent anything that was 
usable in a roll-paper machine. 



None of his patents intervening 1890 and his ap¬ 
plication for the patent sued upon shows any machine 
whatever that could embody th<‘ Tabulator invention 
without complete reorganization. Thus Judge An 
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derson is simply in error as to mechanical facts 
when he says, in his opinion (Rec., 3-4) that 
“Felt patented every other adding machine im¬ 
provement devised by him except this one, and 
he might have included it in any one of the six 
patents that he took out in the meantime. M On 
the contrary, none of those patents could have 
claimed the Tabulator invention without an entire 
reorganizing of the machines shown in them, con¬ 
verting them from what they are into what they are 
not—the wholly different machine shown in the Tab¬ 
ulator patent. This can be seen by inspection of 
the patents themselves in the Recordand it will 
also be noted that every one of the twenty-odd claims 
ot the Tabulator patent is directed to features usa¬ 
ble only in the wide sheet-paper machine and not in 
the roll-paper machine (Rec., 1013), shown in the 
other patents. The patent on the reorganized ma¬ 
chine, shown in the Tabulator patent, cost $539, as 
we have said. 

Between February, 1890, and November 11, 1890, 
at which latter date Mr. Felt filed his application for 
the patent No. 465,255 (Rec., 410), Felt made the 
in\ entions set forth in said patent. The invention 
shown in this patent was a mechanism performing 
the printing ot the answers by simply pressing a 
plunger so that said printing became automatic. 
Anothei invention m this patent was the changing 
ot the machine from a key operated to a lever oper¬ 
ated one. Another was an improvement in the can¬ 
celing mechanism. And another was a device for 
use in the performance of subtraction. (Rec 1012- 
1013.) 

Prior to September 10, 1894, at which date Mr. 
Felt filed his application for the patent No. 568,020, 
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(Rec., 622), Felt made the inventions shown in said 
patent, all applicable to the Roll-paper Comptograph 
as well as the tabulator. These inventions consisted 
in providing mechanism such that the machine might 
he operated by touching the keys in either direction 
instead of being obliged to touch them always in one 
direction as in the 1890 machine. Also in a means 
of improving canceling. (Rec., 1014.) 

Prior to June 14, 1895, at which date Felt filed 
his application for the patent No. 568,021 (Rec., 

642), he made the inventions shown in his said patent 
all applicable to the Roll-paper Comptograph as well 
as to the tabulator. These inventions relate to an im¬ 
portant reorganization of the machine so tar as the 
convenience of use of the adding and computing 
mechanism is concerned, and also to a refinement 
of the printing hammers. (Rec., 1014-1015.) 


Prior to April 3, 1896, at which date Felt filed his 
application for patent No. 578,919 (Rec., 676), he 
made the inventions shown in said patent. These 


inventions relate to the 


ink-ribbon warning device ap¬ 


plicable to both the Roll-paper Comptograph and to 
the tabulator, and also subsequently applied in prin¬ 


ciple to the tabulator as a sheet-end control or warn 


ing device. (Rec., 1015-1016.) 


Prior to April 28, 1897, at which date Felt filed 
his application for patent Xo. 590,972, he made the 
invention shown in said patent (Rec., 1/19). I his 
was a small device for duplicating the printing im¬ 
pression so that tin* Roll-paper Comptograph could 
print an impression on a copy-strip under the orig¬ 
inal strip of paper,—and the patent also says that 
this could be applied in printing on “sheets” of 


paper. 
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Prior to May 2, 1898, at which date Felt tiled his 
application for patent No. 661,121 (Rec., 830), he 
made the inventions shown in said patent, all ap¬ 
plicable to the Roll-paper Comptograph as well as 
to the tabulator. (Rec., 1016-1017.) These inventions 
were submitted to his patent solicitor by Mr. Felt 
at the same time as those shown in the patent in suit 
and the tw T o applications were prepared with sub¬ 
stantial identity as to time. The inventions relate 
to a number of features, some being matters of orig¬ 
inal function and some being matters of refinement 
on former functions. 

Also prior to his application for the patent No. 
628,176 here in suit, Mr. Felt made the additional 
ancillary inventions shown in that patent, the same 
being, in addition to the Tabulator features shown 
in the 1890 machine, chiefly the automatic paper 
return and a means for warning the operator when 
the end of the sheet approached the printing line 
and hereinbefore explained. 

As to the sheet-end learning device applied to the 

1890 Machine early in 1897. 

In 1896 Felt invented a device for warning the 
operator when the ink-ribbon was nearly unwound 
from either spool. This invention, like the others, 
was applicable to both roll paper and wide frame 
machines, and he applied for a patent on it April 3, 
1896 (Rec., 1008). This resulted in patent No. 578,- 
919 (Rec., 676), above mentioned. The applica¬ 
tion of this device to the ink-ribbon gave Felt 
the idea of a device for warning the operator when 
the sheet of paper in the broad frame machine, that 
is the machine of 1890, was nearly fed out of the ma¬ 
chine, and this device was manifestlv of value onlv 

* . * 
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in connection with the broad frame machine, and 
could not be used on a machine using' merely a roll 
of paper; that is, it could not be used on any machine 
not containing the improvement shown in the patent 
in suit (Rec., 1008). Felt at once perfected this de 
vice and had a mechanic attach it to the 1890 ma¬ 
chine. This work, Felt testified, was put on during 
the pendency of the application for the patent on the 
ink-ribbon warning device, which was filed April •>, 

1896, and issued March 16, 1897 (Rec., 1008, 1079, 
1080 and 1081). The workman, Ziehm, who actually 
attached tin* device* to the machine, says that the work 
took about two weeks, and that it was done, as near 
as he could recollect, between February 10, 1897, and 
April 13, 1897 (Rec., 1191). Upon cross and re-direct 
examination it clearly developed that the work was 
done either between February 10 and February 25, 

1897, or between March 26 and April 13, 1897 (Rec., 
1191-1196). 

This sheet-end warning device* was described in 
the patent in suit (Rec,, 1040), but was not claimed, 
because a locking device, which was better, had been 
substituted, and the locking device, which prevented 
the sheet from being run out of the machine, was 
claimed in an application for another patent filed 
November 19, 1900 (Re(*., 1041-1047). 1 he sheet end 

warning device is not now attached to the 1890 ma¬ 
chine, though the point at which it was attached is 
still evident. The device became* unsoldered and was 
lost for a while and was afterwards found in an old 


desk (Rec., 1065). 

The significance of tin* attachment of the sheet- 
end warning device is that it was attached to the 
1890 machine as late as 1897 and before Felt knew 
that anyone else was working on a broad frame ma- 
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chine, and before the issuance of the Hiett patent, 
on April 20, 1897; and it shows conclusively that up 
to that time Felt had no intention of abandoning his 
invention and that he was not stirred to activity by 
the appearance of the Hiett patent. Felt first saw 
the Hiett patent about two weeks after its issuance; 
but he never saw a machine built under the Hiett 


patent and never heard of any such machine being in 
existence (Rec.. 1092-1093), and the record fails to 


show that anv such machine as is described in the 


Hiett patent was ever constructed. 


In fact, if it 


were material, we could show that the machine of 


the Hiett patent is practically inoperative. 


When the sheet-end warning device was affixed to 
to the 1890 machine Felt believed himself to lx* the 
sole occupant of the field (Rec., 1009). The record 
indicates that up to January 1898 the Hiett people 
had not yet perfected a model machine and had not 
commenced to make tools. 1 he American Aiitli- 
mometer Company, now the Burroughs ( ompan\, 
wrote at that time to one of its agents that it would 


be at least two years before the Hiett machine was 
on the market, and that then it would not be a suc¬ 


cess unless radically changed (Rec., 702). The Hiett 


patent described but did not claim the broad frame 
(Rec., 427). A sufficient, and the probable reason 
for this is that the Tribune article of 1890 had ad¬ 


vised the world that Felt had invented a broad frame 


machine, and Hiett no doubt knew this and realized 
that he was not the inventor of the broad frame, 


and consequently did not claim it. 


The Pike patent was applied for July 9, 1897, and 
was issued December 21, 1897, about five months be¬ 
fore Felt applied for his patent (Rec., 237); but Felt 
did not see the Pike patent or know of its existence 
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until it was cited as a reference on his application 
tor the patent in suit (Rec., 1093). The reason for 
this was that instead of being entitled as an improve¬ 
ment in adding machines, it was entitled “Printing 
Attachment for Calculating Machines,” and was 
probably indexed under the letter P in the Scientific 
American list (Rec., 1094). When Mr. Felt filed his 
application lie had never heard of a Pike machine 
or any other broad frame machine except his own 
(Rec., 1094). The American Arithmometer Com¬ 
pany, which owned the Pike patent, had already 
made a few imperfect broad frame Pike machines 
by hand, probably six or seven. (Rec., 540, 541, 
o/fi, 5< /-580, 549.) ()ne of them had been put 

into use in Chicago in August, 1897 (Rec., 524, 
528, 566), one in St. Louis July 29th, 1897 (Rec., 
568), one in Washington in January, 1898, (Rec., 
'>65); but the Arithmometer Company was keep¬ 
ing its broad frame machine very quiet, because 
it was not m a position to manufacture and 
believed, as its letters to its agents in the record 
show, that the wide frame machine, when brought 
out, would supplant the roll paper machine (Rec., 
756), and that even the mentioning of the possibility 
of a broad frame would result in delaying the sale of 
the old models (Rec.,763). It consequently advised 
its agents not to mention the broad frame machine at 
all until the company was ready to bring them out. 
This advice was given as late as January 1898 (Rec., 
763). The first regularly manufactured broad frame 
Pike machine was manufactured in July 1898 ( Rec., 
535-583), a month and a half after the application 
of Felt was filed. It is not surprising therefore that 
Felt had neither seen the Pike patent nor heard of 
any of the American Arithmometer Company's 
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broad frame machines prior to the application for 
his patent. Meanwhile, and about the middle of 
1897, that is, shortly after the attachment of the 
sheet-end warning device, Felt started work on the 
drawings of his 1890 machine for the purpose of 
submitting them to his patent solicitor (Rec., 1038, 
1039, 1125). He worked at the drawings off and on 
for at least six months (Rec., 1038, 1039, 1125). 

It may be noted in passing that the wide frame 
carriages of all of the six or seven hand made Pike 
machines, which were put out before the Felt appli¬ 
cation, have been destroyed by the Burroughs Co. 
(Rec., 513, 666 to 673.) The last of these wide car¬ 
riages was destroyed by the Burroughs Company 
after the Comptograph Company began its suit 
against the Universal Company and after the Bur¬ 
roughs Company had itself started suit on the Pike 
patent, which it owned, against the Pike Co. (Rec., 
493, 672, 673.) Omnia praesumuntur contra spolia- 
torem. 

Some time prior to January 29, 1898, Felt left the 
1890 machine at the office of his patent solicitor for 
the purpose of having an application for a patent 
therefor prepared (Rec., 1010, 1123, 1124). The 
work of making the drawings was carried on by the 
draughtsman of the patent solicitor through several 
months, so that the application for the patent in suit 
was not filed until the 31st day of May, 1898. The 
time occupied in making his preliminary drawings 
is not surprising in view of the complexity of the 
invention and the great pressure of other duties upon 
Felt shown by the record (Rec., 1020), and also when 
it is considered that the patent drawings involved 
the designing incident to combining with the 1890 
machine the ancillary devices that had been found 
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applicable to extending its usefulness and range of 
capabilities. As an illustration (which happens to 
be in the Record) of the time the preparation of such 
a patent application may require in tin* ordinary 
course, it may be noted that the drawings for the 
Pike patent were sent to his solicitor on April 5, 
189/, with instructions to prepare an application for 
a patent (Ree., 441), and though he had been urged 
to act with haste (Rec., 448) the application for the 
Pike patent was not filed until July 9, 1897 (Rec., 
455),—which is a period only one month less than 

« ^ 11 c record to have elapsed 
between the time Felt’s patent solicitors were or¬ 
dered to prepare his application for the patent in 
suit (Rec., 1010, 1123, 1124) and the filing of the ap¬ 
plication on May 31st, 1898. 

M hen Felt began his work on the drawings, the 
middle or latter part of 1897, the business of Felt & 
Tarrant Company was beginning to make 
money. Consequently Mr. Tarrant was less ar¬ 
bitrary, and Felt was then for the first time in a 
position to do somewhat as he pleased without run¬ 
ning the danger of having the business ruined or at 
least greatly injured through lack of funds to carry 
it on (Rec., 1011). Its debt to Tarrant was still 
over $33,000. on February 1st, 1898 (Rec., 991); but 
the tide had begun to turn. 


CORROBORATION OF FELT. 


k elt s own testimony, which goes into 
tail and is itself convincingly circumstanti 


great de¬ 
al, is cor¬ 


roborated, on the question of reduction to practice, 
by the 1890 machine itself, by the prospectuses, cir¬ 
culars and pamphlets, by the letters offering to build 
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and sell machines like the 1890 machine, by the Trib- 
une article, and by the testimony of De Berard who 
went with Felt to Washington in 1890, and who tes¬ 
tified that the machine found favor with the Census 
Office officials and that lack of a Congressional ap¬ 
propriation caused the failure of the mission (Rec. 
1224). De Berard also corroborated Felt as to his 
salary and indebtedness, and testified that Felt had 
no other income (Rec. 1225), and as to Tarrant’s 
opposition to the 1890 machine (Rec. 1220). Ziehm 
corroborated Felt as to the attachment of the sheet- 
end warning device to the 1890 machine in the spring 
of 1897 (Rec. 1188 to 1190). Felt furnished in his 
testimony the names of a large number of persons 
with whom he had dealings with reference to the 
1890 machine: Mr. Mundav and Mr. Evarts, also 
Mr. Bond, patent solicitors, Curtis, a draughtsman, 
Charles Dickinson, a capitalist, and numerous oth¬ 
ers. All except Tarrant, who was aged and died 
within a vear after Felt testified, were available 
when defendant’s testimony was taken, but defend¬ 
ant probably investigated and apparently was sat¬ 
isfied that it could not discredit Felt’s story, and 
called none of them, though the burden was on the 
defendant , as we shall show, to prove abandonment 

clearly or bevond a reasonable doubt. While of 
• « 

course the burden was on Felt to show reduction to 
practice prior to Hiett’s application, the burden 
shifted to defendant when reduction to practice was 
proved. 


Application for Patent 628,17b on the Tabulator 
shows all improvements made by Felt between 
1890 and 1898. 

Felt was asked the following question: 

1 ‘When you came to apply for this patent on 
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the wide frame machine or tabulator, did you 
include in the application the best mode in which 
you had contemplated applying the principle of 
that invention, or did von withhold anything 
(Rec., 1111.) 

He answered as follows: 

“Yes I did put it in the very best form then 
known to me; / included in it the 1890 machine 
and added to it every improvement that I had 
made since, and it represented a great deal of 
study, as to the best form to give it, both prior 
to the making of the 1890 machine and during 
all the years thereafter until the patent was ap¬ 
plied for, and although 1 did, after the patent 
was applied for, go back in some cases and adopt 
the form shown in the 1890 model, rather than 
the form shown in the patent in regard to some 
details, this was because 1 had concluded that 
the original form was the best.” (Rec., 1111 
and 1112). 

Felt was also asked which one of his patents shows 
the construction and operation of the ley-board and 
addiny mechanism in his 1890 machine and an¬ 
swered that it was patent No. 441233 (Rec., 1112). 
He further testified that the adding and printing 
mechanism disclosed in that patent, was in most re¬ 
spects like the complainant’s Exhibit Roll Paper 
Comptograph (Rec., 1141). From this testimony de¬ 
fendant’s counsel drew the erroneous conclusion and 
stated in their brief in the court below (page 43), 
that Felt did not illustrate his broad-frame invention 
in connection with his intervening improvements, but 
only upon the maehne of his patent No. 441233. 
"Whatever might be the importance of the conclusion, 
if true, it is manifestly not supported by the record. 
The patent fi2817fi not only shows a side-by-side 
printing mechanism having the multiple individual 
tvpe-hammers that were in his patent 441233 and his 
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1890 Machine (as we have previously stated), but 
also shows the ancillary improvements that he had 
made, as we have outlined, in the interval we have 
reviewed. 

Opinion of Judge Anderson as to Tabulator 

Patent 628176. 

The court below decided no question on this pat¬ 
ent except that of abandonment. His Honor, Judge 
Anderson was apparently of the opinion that even 
if Felt “did everything in his power to get the same 
(his invention) “into public use/ 7 he must never¬ 
theless be deemed as a matter of law to have aban¬ 
doned “the patenting of the invention," because of 
his “inaction/' not as to the invention, but 
“in the matter of applying for a patent/' In 
other words, the court below decided that as 
a matter of law, and without reference to an invent¬ 
or’s actual intention, his diligence, or the pressure 
of overwhelming circumstances, mere delay in ap¬ 
plying for a patent until another has made the in¬ 
vention and secured a patent, makes irresistible “the 
legal conclusion ” that the earlier inventor is, “in 
law, treated as having abandoned the invention to 
the public 

The court’s conclusion was apparently based on a 
misapprehension of the true scope of the opinion of 
this court in Bechman v. Wood, 15 App. D. C. 484, 

_ ail interference case in which the reduction to 

practice was constructive instead of actual, and in 
which the question was as to introduction of new 
matter in an application already filed. (Luger v. 
Ihotcniny, 21 App. 0. 0., at p. 206.) The case at 
bar is rather within the precedent of such cases 
as McBrrty v. Cook, 16 App. T>. C. 133 (infra). 
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We take it that counsel for appellee under¬ 
stood that the Bechman case, which has been the 
subject of much comment in later cases, had no bear¬ 
ing on any proposition involved in tins case, for it 
was not adverted to in the briefs in the court below; 
but the learned judge relied upon it to establish the 
proposition ( wholly inapplicable where the prior re¬ 
duction to practice was actual) that the first in¬ 
ventor is not entitled to his broad claim unless he 
has "advanced it before the arrival of the other 
party <>n the field of invention . ” (Judge Ander¬ 
son’s opinion. Hec., 4). 

AS TO THE OTHER PATENTS, NOS. 568021 
AND 661121, SUED UPON. 

The lower court, in his opinion, did not discuss 
any of the purely mechanical matters that are the 

onlv matters in controversv as to these other two 

• • 

adding-machine patents sued upon,—No. 568021 as 
to.the mechanism for “carrying tens” in adding, 
and No. 661121 as to hammer mechanism for print¬ 
ing in adding. The court remarked that the de¬ 
fendant had tiro “experts” against our one , 
and that we took no rebuttal proofs,—and 
so Ihe “weight of the evidence” was with the 
defendant. We contend that the force of the expert 
testimonv as to mere mechanical construction de- 
pends rather upon its reasonableness than upon the 
number of “experts” on each side, and that we were 
under no obligation to take “rebuttal” proofs as to 
mere “expert” testimony that was obviously and 
on its face insufficient to controvert our prima facie. 
In the chapters of our Brief of Argument that are 
directed to these other two patents we state the 
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claims and subject-matter in controversy and point 
out the relatively simple reasons the claims are 
plainly valid and infringed. This discussion will be 
found at the end of the Brief of Argument, follow¬ 
ing the further discussion of the Tabulator patent 
to which our attention is mainlv directed. 
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Errors It (lied Upon. 


ERRORS RELIED UPON. 


1. The court erred in entering a decree for the 
defendant. 


2. The court erred in entering a decree dismissing 
the bill of complaint herein for want of equity. 


3. The court erred in not entering a decree for 
the plaintiff as prayed in the bill. 


4. The con»rt erred in ordering, adjudging and 
decreeing that claims 1, 2 and 4 of the Letters Patent 

628,176 sued upon, are invalid. 


5. The court erred in not ordering, adjudging 
and decreeing that claim 1 of said Letters Patent 

628,176 is valid and infringed, as charged in the bill. 


6. The court erred in not ordering, adjudging 
and decreeing that claim 2 of said Letters Patent 

628,176 is valid and infringed, as charged in the bill. 


7. The court erred in not ordering, adjudging 
and decreeing that claim 4 of said Letters Patent 

628,176 is valid and infringed, as charged in the bill. 

8. The court erred in not ordering, adjudging 
and decreeing that the plaintiff have the relief 
prayed in the bill, for an injunction and accounting, 
as to said claims 1, 2 and 4, and each of them, of said 
Letters Patent 628,176. 


9. The court erred in holding that the invention 
set forth in said claims 1, 2 and 4 of Letters Patent 
628,176, or any of them, had been in any manner 
abandoned. 


10. The court erred in ordering, adjudging and 
decreeing that claims 47, 48, 49 and 52 of the Letters 
Patent 568,021 sued upon, or any of them, were in¬ 
valid and not infringed. 
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11. The court erred in not ordering, adjudging 
and decreeing that said claims 47, 48, 49 and 52 of 
the Letters Patent 568,021 sued upon, were valid and 
infringed as charged in the bill. 

12. The court erred in not ordering, adjudging 
and decreeing that the plaintiff have the relief 
prayed in tlie bill, for an injunction and accounting, 
as to said claims 47, 48, 49 and 52, and each of them, 
of said Letters Patent 568,021. 

13. The court erred in ordering, adjudging and 
decreeing that claims 37, 38, 39 and 40 of the Letters 
Patent 661,121, sued upon, or any of them, were in¬ 
valid and not infringed. 

14. The court erred in not ordering, adjudging 
and decreeing that said claims 37, 38, 39 and 40 of 
the Letters Patent 661,121 sued upon, were valid 
and infringed as charged in the bill. 

15. The court erred in not ordering, adjudging 
and decreeing that the plaintiff have the relief 
prayed in the bill, for an injunction and accounting, 
as to said claims 37, 38, 39 and 40, and each of them, 
of said Letters Patent 661,121. 

16. The court erred in ordering, adjudging and 
decreeing that the defendant recover of the plaintiff 
any costs in this suit. 

17. The court erred in not entering a decree for 
the plaintiff, for an injunction and accounting and 
costs against the defendant. 
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BRIEF OF ARGUMENT. 


We shall here first consider, under several heads, 
the matters that have been outlined in the Statement 
of the Case as to the Felt Tabulator patent (128171) 
sued upon. 

PRIOR LITIGATION ON FELT PATENT 

628176. 

In a suit that this appellant brought against Uni¬ 
versal Adding Machine Co., charging infringement 
of these same claims 1, 2 and 4 of said patent 
628176, Judge Kohlsaat, in the United States Cir¬ 
cuit Court at Chicago, sustained the claims and held 
them valid and infringed (Comptograph Co. v. Uni¬ 
versal Co., 142 Fed. Hep. 539-545). In that suit the 
defendant contended that the patent was void: 

1. For want of patentable invention. 

2. For want of noveltv. 

% 

3. Because of constructive abandonment 
claimed to have resulted from an alleged putting 
of the invention in use and on sale in the Cen¬ 
sus office in 1890. 

4. Because of constructive abandonment 
claimed to have resulted from the publication 
of the Tribune article in 1890. 

5. Because the delay in filing the application 
worked an abandonment of the invention. 

Judge Kohlsaat discussed each of these defenses, 
in the decision just cited, and severally overruled 
all of them. And on appeal to the Circuit Court of 
Appeals for the Seventh Circuit, the upper court 
did not dissent from any of Judge Kohlsaat’s rul¬ 
ings on these several defenses, except the ruling as 
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to alleged abandonment of the invention. On this 
last named ground alone the lower court was re¬ 
versed, the Court of Appeals holding ( Universal 
Adding Machine Company v. Comptograph Com¬ 
pany, 146 Fed., 981, at page 984), that one of two 
things seemed plain: “Either the mechanism of 
1890 * * * was a mere experiment, inoperative 

and impractical, and as such supplanted by the Hiett 
patent coming some six years later, or else for the 
purposes of the broad claims allowed, the mechan¬ 
ism of 1890 was operative and practical and there¬ 
fore abandoned through the eight years of inaction 
that followed. ” 

The holding of the Circuit Court of Appeals, as 
to Felt’s supposed “eight years of inaction” result¬ 
ed from the fact that the record in that suit was 
silent as to what Felt did with the invention during 
the eight years between his making of it in 1890 
and his application for his patent in 1898. We had 
considered that the peculiar pleadings in the de¬ 
fendant’s amended answer in that case did not raise 
the issue of actual abandonment or give any occa¬ 
sion for showing the actual history of the invention 
between 1890 and 1898. Whether right or wrong in 
our view of the issue actually raised by the plead¬ 
ings in that case, the material fact is that the record 
in that case, by mere silence, indicated “eight years 
of inaction” between the making and the patenting 
of the invention,—while, on the contrary, the record 
in the case at bar goes fully into the actual historv 
of the invention from 1890 to 1898 and shows con¬ 
clusively that instead of “inaction” there was full 
diligence throughout those eight years. In short, 
the patent comes before this court, in the case at 
bar, on a new record, a record that supplies and 
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remedies the omission that was found in the prior 
record in the case against the Universal Co. 

In the case at bar, the present defendant, Adder 
Machine Uo., does not plead that the Felt 1890 ma¬ 
chine was an abandoned experiment. The only de¬ 
fense of forfeiture or abandonment that the present 
defendant appears to contend for is alleged aban¬ 
donment to the public—which we shall show is un¬ 
tenable. 

The circumstances of the Universal Co. case were 
the following: In that case, the defendant, the Uni¬ 
versal Co., had set up in its answer two certain pat¬ 
ents, the Hiett patent No. 580803, of April 20, 1897, 
and the Pike patent No. 595864 of December 21, 
1897, each of which purported to show, but neither 
of which claimed, the subject-matter of the Felt pat¬ 
ent 628176 sued upon. Neither the Hiett patent nor 
the Pike patent was early enough to he a bar to 
the Felt patent on the ground of two years prior 
patenting or publication, because both the Hiett 
patent and the Pike patent were issued much less 
than two years before the filing date (May 31, 1898) 
of the Felt patent. But in order that the disclosure 
in the drawings of either this Hiett patent or this 
Pike patent might not be held to show prior inven¬ 
tion of the subject-matter, it was necessary that Mr. 
Felt should not rest his own date of invention on 
the filing date of his patent application, but should 
show the actual fact that he made and completed 
the invention prior to both Hiett and Pike,—and he 
did show, in the Universal Co. case, that he made 
and completed the invention in 1890, and in 1890 
tested his first hand made machine in the Census 
Office at Washington, and then and there offered to 
manufacture other machines like it for the use of 
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the Census Office, and also at that time, in 1890, 
had an article printed in the Chicago Sunday Trib¬ 
une about the purpose and outside appearance of 
this first machine, but without disclosing its details 
of mechanism. After these facts, establishing the 
early date of the Felt invention, were shown, and 
our proofs had been closed, the defendant, the Uni¬ 
versal Co., amended its answer and alleged that such 
facts showed that the Felt patent was barred by 
prior public use of the invention by Mr. Felt him¬ 
self in 1890, and prior putting of it on sale by Mr. 
Felt himself in 1890. and by prior publication of 
it in the Chicago Tribune in 1890, and also alleging 
abandonment in view of such prior public use and 
putting on sale and publication. We understood this 
amendment of the answer as being a pleading of 
the constructive abandonment that results from 
prior public use or putting on sale or publication 
back of the two years statutory limit. And as 
we did not consider that anything Mr. Felt had done 
in 1890 constituted public use or putting on sale or 
publication of the invention, we saw no occasion for 
reopening the record of testimony, which had al¬ 
ready been closed. So we let the record stand where 
it was when the defendant amended its answer, and 
went to trial. And we found ourselves apparently 
right, for Judge Koldsaat sustained all our conten¬ 
tions. 

Then an appeal was taken to the Circuit Court of 
Appeals, and shortly before that appeal was reach¬ 
ed for hearing, a unique thing happened,a third 
party, our own licensee, the Burroughs Adding Ma¬ 
chine Company, injected itself into the case and filed 
a brief “amicus curiae” attacking the patent and 
insisting that the invention had been abandoned 
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through inaction and alleged intervening rights 
rather than by any prior use, or putting on sale or 
publication. 

Thus, while the actual defendant, the Universal 
Co., had been contending that Felt had done too 
much with the invention, this new third party to 
the controversy, the Burroughs Uo., was insisting 
he had done too little. 


This unexpected attack from our own licensee, the 

Burroughs Co., under the guise of a friend of the 

court, came about in the following manner: Some 

vears before, the American Arithmometer Co., pre- 
• 

decessor in business and assignor of the Burroughs 
Co., bad accepted from us a license under this wide- 
carriage feature of the Tabulator patent (>2817(i, 
and in the license contract had agreed to pay us 


certain royalties. It was in the effort to avoid the 
payment of these royalties that the Burroughs bo., 


by its brief amicus curiae, opened tire upon our rear. 

9 / 

The whole emphasis ol this ** amicus curiae brief 
of the Burroughs Co. was an insistence that abso¬ 
lutely nothing had been done by Mr. Pelt with this 
invention from the time he made it in 1890 until he 
applied for his patent in 1898, and that the whole 
period was actually ‘‘eight years of inaction , a con¬ 
tention that was absolutely untrue in fact but that 
could be plausibly made, because we had not shown 
the hist or v of the invention intervening the time 
of its completion in 1890 and the application for 
patent in 1898. 


When this contention was presented to the Court 
of Appeals we were compelled to do the best we 
could by urging that some excuse for the eight years’ 
delay might be found in the fact that during that 
time Felt, in the course of continuing the manufac- 
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ture of the Roll-paper Comptographs had from time 
to time made various improvements in printing and 
adding mechanism which were also adaptable to the 
wide paper machine, and had subsequently been in¬ 
corporated in the application for the patent on that 
machine, and we argued that he might be considered 
to have the right to wait until all these ancillary im¬ 
provements had been completed before he tried to 
obtain a patent for the wide-paper machine. But 
this argument as to these ancillary improvements, 
which, though useful in, were not necessary to the 
wide paper machine, was regarded by the Court of 
Appeals as insufficient to negative the inference of 
abandonment resulting from eight years unexplained 
delay in the filing of the application. 

It remains to note that as a sequel to the above 
described conduct of our licensee, the Burroughs 
Co.,—conduct that we think we justly regarded as 
mere mercenary disloyalty to their licensor—we 
brought two suits against the Burroughs ( o., charg¬ 
ing in the first that they had repudiated their li¬ 
cense and had become mere infringers, and, in the 
second, asking that the court should end the license 
contract by rescinding it for breach. In that liti¬ 
gation against the Burroughs Co. we introduced full 
evidence as to the history of the Felt invention dur¬ 
ing the alleged “eight years of inaction.” But the 
courts found that although the Burroughs Co. had 
in fact attacked their licensor's patent when they 
intervened in the I niversal case as a “friend of the 
court,” nevertheless the license contract had not 
actually been broken or terminated by the filing of 
the brief attacking the patent. But in this further 
litigation between this appellant and the Burroughs 
Co. (which is reported in Comptograph Co. v. Bur- 
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roughs Co., 175 Fed. Rep. 787-799, and 183 Fed. Rep. 
321-326), the renunciation of the license contract was 
the sole matter considered by the courts, and the 
decisions did not go into or in any manner discuss 
the merits or validity of the patent or the force or 
effect of the new evidence we had adduced as to the 
t ^ (31 1 elt ’s invention during the alleged ‘‘eight 
years of inaction.” 


Appellee stated in its brief in the court below 
(Brief 27) that the Court of Appeals held in the 
Burroughs cases, 183 Fed., 321, that the “new evi¬ 
dence was no different from that in the previous 
case” (the Fniversal case). The statement, if true, 
would be of some consequence, because that new 
evidence has been introduced into the present Rec¬ 
ord by stipulation. (Bee., 77, 1228-1229.) But the 
Court of Appeals’ Opinion fails to support defend¬ 
ant’s statement. The Burroughs cases involved 
only the question whether the Burroughs Co. had 
by its conduct forfeited or renounced its license. 
The evidence that Felt had not abandoned his in¬ 
vention was introduced merely to show that the 
Burroughs ( o. in stating positively in its brief in 
the Universal case that Felt did nothing with his 
invention in the eight years following its reduc¬ 
tion to practice, stated what it either knew to he 
untrue or could easily have discovered was untrue, 
and that its wilful or reckless disregard of the 
truth and of its licensor’s rights justified recis- 
sion of the license. 


The Court of Appeals, adverting to its decision in 
the Universal case, said, page 321 and 322 supra: 
“The correctness of that decision is not in¬ 


volved in this case; 7ior is any evidence brought 
into this case that was not in that case, except 
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as it may bear upon the question of whether the 
license agreement of January 20 th, 1904, had 
been renounced , repudiated or forfeited by the 
conduct of appellee and its counsel in that case, 
as contended for now by appellant.” 

It is obvious that the court did not intend to say, 
and did not say, and could not have said without 
stultifying itself, that the evidence on the question 
of abandonment was the same in the Universal case 
as in the suit against the Burroughs Co. to rescind 
the license, because the record in the Universal case 
showed nothing whatever of Felt’s circumstances, 
his attempts to exploit the 1890 machine, his pov¬ 
erty, his sickness, the adverse attitude of Tarrant 
to the 3890 machine, the domination by Tarrant of 
Felt’s activities, all of which were shown in the rec¬ 
ord in the Burroughs cases, and, as above stated, 
are inducted into this record by stipulation. 


After the close of the Universal Co. case the Uni¬ 
versal Company procured a “reissue” of their Hiett 
patent with our claims inserted in it, and then sued 
us to cancel our patent; but this suit failed, the 
court holding that the Hiett “reissue” was void. 
This litigation on the Hiett “reissue” is reported 
as Unirersal Co. v. Comptograpli Co., 161 Fed. Bep. 
305, and is of interest here only because Judge 
Kohlsaat found that the evidence was insufficient to 
show an abandoned experiment. 


Appellee urged in the court below that Judge 
Kohlsaat decided that Felt had abandoned his in¬ 
vention (Defendant’s brief below, 30, 31). But he 
decided no such thing. He quoted the alternative 
finding of the Court of Appeals in the Universal 
case to the effect that either the machine of 1890 
was an abandoned experiment, or that the ma¬ 
chine was operative and practical and the invention 
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abandoned through eight years of inaction, and then 
said that if either horn of that dilemma was es¬ 
tablished it must he that which declared that the 


machine, though practical and operative, was aban¬ 
doned through inaction, as the evidence “utterly fails 
to show an abandoned experiment,” and that the for¬ 
mer adjudication was binding on tin* parties. In 
other words, he held that the Universal case made 


the question of the invalidity of the Felt patent res 
judicata between Uomptograph Co. and Universal 
Adding Machine Company; that as between the the¬ 
ory of abandoned experiment and abandonment of 
the invention the latter would have to be adopted 
since the former could not; that the abandonment 
(found not as a matter ol fact but by force of the 
doctrine of res judicata) was to the public and there¬ 
fore invalidated the subsequent lliett patent. 


Pelt's Affidavit in the Application for the Patent 
62817(3. 


()n page _6 of its brief in the court below the 
defendant stated that the allowance of the lliett re¬ 
issue (held void in the suit last above reviewed) 
was based upon Felt's deception in the application 
for the patent in suit. The facts on this point are 
as follows: When felt’s application was rejected 


on the Pike patent, which had been applied for 
long subsequent to the actual date of Felt’s inven¬ 


tion, it became necessary for Felt to carry the date 
of his invention back of the date of the application 
for the Pike patent, and in view of the prior filing 
of the Hiett patent, which was not cited bv the Pat¬ 
ent Office, felt decided to show that his invention 


antedated the filing date of lliett as well as Pike. 
Under Rule 75 of the Patent Office Rules of Practice 
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an applicant is not required to give the actual date 
of his invention in the affidavit carrying the date 
hack of a patent cited in rejection. It is enough if 
he shows his date is before the filing date of the 
prior applicant. The reason of this is plain, and 
is one of caution in the interest of the inventor. Tt 
is true that in the case of Mr. Felt there was no 
reason for secrecy as to his date, since he had made 
it public long before in the Chicago Tribune ar¬ 
ticle, but it is such a well settled practice among 
patent solicitors, and is so well founded, that every 

patent solicitor would have done from habit exactly 

%> 

what Mr. Evarts did in drawing the Felt affidavit. 
Instead of setting out the precise date of Felt’s in¬ 
vention, he averred that it was made many months 
prior to the Hiett application. The reason why the 
patent solicitor withholds the exact date of his 
client’s invention in such cases is well stated by 
Mr. William H. Dvrenforth of the Chicago bar, who 
testified as to it in another case. His testimony is 
not quoted here as evidence, but simply as a logical 
statement of the reason for the practice. Mr. Dyren- 
forth said: 

1 he general reason is one based on proper 
caution, in the interest of a client, to avoid the 
definite statement of a date with reference to 
the completion of an invention of which unfair 
advantage may he taken, more particularly in 
possible controversies that may arise in the 
Patent Office. A specific instance would be an 
interference proceeding, in which the only 
question involved is that of priority of invention 
as between two or more pending applications 
for patents for the same invention. For the 
purposes of instituting such a proceeding, the 
contemporaneous applicants must each file in 
the Patent Office, on a given date, a preliminary 
statement, in which each applicant sets forth. 
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among other requirements, the date of complet¬ 
ing his invention. While these dates set up in 
a preliminary statement are in no sense evi¬ 
dence, the applicant commits himself to them 
and cannot go back of them in his testimony. 
Suppose, by way of example, Mr. Felt had 
definitely stated in the affidavit under consid¬ 
eration the date of completing his invention, 
and that the claim or claims setting forth the 
invention in his application had subsequently 
been involved in an interference proceeding de¬ 
clared by the Patent Office. The opposing ap¬ 
plicant to Mr. Felt could have had access to the 
affidavit, before filing his preliminary state¬ 
ment, and from it would have learned the defi¬ 
nite date upon which Mr. Felt had completed 
his invention, to the disadvantage of Mr. Felt, 
and possibly to his irreparable detriment, with 
consequent advantage to the opposing party had 
he seen fit to avail himself of it. 

‘‘I may state, while I am about it, another in¬ 
stance to show the impropriety and indiscre¬ 
tion on the part of a solicitor in permitting his 
client to definitely state the date of completing 
his invention under the circumstances in ques¬ 
tion. Such an affidavit becomes part of the rec¬ 
ord of the application which is freely accessible 
to the public after issue of the patent; and any 
one ascertaining from it the definite date of 
completion of the invention forming the subject 
of a patent might be placed in a position to use 
it to the disadvantage of the owner of the pat¬ 
ent.’ ’ 

The effort of Felt’s counsel in drawing the affi¬ 
davit was to guard, not against TTiett or Pike, but 
against subsequent applicants who, after the issue 
of Felt’s patent, would have access to his affidavit. 
They would thus be able to determine the date of 
invention alleged. To avoid stating a date more 
specifically than the Patent Office required the affi¬ 
davit was drawn with a general rather than a speci¬ 
fic statement of the date of Felt’s invention. 
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When Hiett made his application for his reissue 
he claimed that his delay was justified because he 
had been deceived by Mr. Felt’s affidavit; that if 
Felt had stated in his affidavit that he had made the 
invention in 1890 instead of saying many months 
prior to the filing of the Hiett application, he, Hiett, 
would have been more diligent in applying for his 
reissue. Iliett’s application for a reissue was re¬ 
jected by the primary examiner and by the Exam¬ 
iners in Chief, but was allowed bv Commissioner 
Moore who thought Hiett\s delay was sufficiently ex- 
* c\ 1 ^ ged misapprehension of Hiett as 

to the date of the Felt invention; Ex parte Hiett, 
Commissioner’s Dec. 1907, p. 33. But these facts 
were not considered sufficient by Judge Kohlsaat 
to give any validity to the Hiett Reissue, and he held, 
as above shown, that the Hiett Reissue was void be¬ 
cause of the prior reduction of Felt’s invention to 
practice. 


Outline of Further Discussion of Tabulator 

Patent 628176. 

We have reviewed the pertinent facts in some 
detail in the Statement of the Case, and in the last 
preceding pages we reviewed the prior litigation in¬ 
volving the patent. We shall now more particularly 
discuss the following propositions: 

A. That the invention was actually reduced 
to practice in 1890. 

B. That the invention was not abandoned. 

B-l. Because mere lapse of time, how¬ 
ever protracted, between the reduction to 
practice and the application does not con¬ 
stitute abandonment. 

B-2. Because after a reduction to prac¬ 
tice the law, in the absence of concealment 
of the invention, or unless diligence is nee- 
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essary to prevent the bar of two years pub¬ 
lic use or sale, does not require diligence of 
the inventor in applying for a patent. 

B-3. Because abandonment is a question 
of intention, and must be proved as a mat¬ 
ter of fact, clearly or beyond a reasonable 
doubt, and cannot be deduced from mere 

delay. 

•> 

B-4. Because Felt as a matter of fact 
never abandoned bis invention. 

C. That there was no concealment or sup¬ 
pression of the invention within the rule of 
Mason v. Hepburn. 

D. That Felt was not barred by estoppel. 

K. That the decision of the Court of Appeals 
in the Universal case is not res judicata. 

F. That since material facts proved in the 
ease at bar were not in evidence or passed upon 
by the Court of Appeals for the Seventh Cir¬ 
cuit, no principle of comity requires this court 
to follow the ruling cf that court. 

G. That the decision of the court below was 
based upon a misapprehension of the law. 

IT. That the invention was not in public use 
or on sale more than two years before the ap¬ 
plication. 

I. That the patent is for an invention of 
high order, and is infringed by the defendant’s 
machine. 

And we shall in conclusion submit that the decree 
as to this patent should lie reversed. 

A. 

The 1890 Machine V/as an Actual Reduction 

to Practice. 

Tt is universally held that a trial of a substantial, 
full sized machine, which proves the capacity of 
the machine to effect what its inventor designs, can¬ 
not be regarded as a mere experiment, but is a re- 
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(luction to practice. The Felt machine of 1890 was 
and is a full sized machine, strong and substan¬ 
tially built out of the same metal as is used in the 
manufacture of adding machines. It completely 
demonstrated the invention. The machine was de¬ 
signed to add and print several columns of figures 
on a wide sheet of paper. That it accomplished this 
cannot be denied. It was not the last word in the 
adding machine art. If this were necessary to a 
reduction to practice, few first machines of any 
value would survive the test. It was said in Mer- 
genthaler Linotype Co. v. Press Pub. Co., 57 Fed. 
Rep. 506: 

“It would certainly be a novel doctrine to 
deny to an inventor the fruits of a broad in¬ 
vention because the machine which first em¬ 
bodied it was rudimentary in character and 
failed to do as good work as improved ma¬ 
chines made subsequently. None of the great 
inventions could survive such a test. Ten years 
after the invention of Howe, the machine first 
made by him would hardly have satisfied the 
least exacting sewing woman. The Dodds and 
Stephenson locomotive would, only a short time 
after its construction, have been discarded as 
behind the age by the savages of Tasmania. The 
telephone of Bell is not the perfected telephone 
of commerce, the Morse telegraph is looked upon 
today as an interesting antique. And yet, it 
would be an unheard of proposition to withhold 
from these illustrious men the credit they de- 
serve because their machines were crude at first 
and were improved afterwards.” 

As distinguishing a perfected invention from an 
abandoned experiment the following extract from 
an opinion by the learned Judge Sprague is valu¬ 
able: 

“By being perfected in the eye of the law, it 
is not meant that it should be carried to a point 
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where there could not be any subsequent im- 
pr ovement—that it should have been then as 
good as it possibly could be made, as a practica¬ 
ble machine, but that the invention should be 
completed so far as to he of some practical util¬ 
ity. It need not he of any high degree—if it is 
of any practical utility—although of a low de¬ 
gree—and lias been completed so as to be of 
practical utility, and considered as completed, 
then it is said to he perfected in the eye of the 
law.” 

Johnson v. Root, 1 Fish. Pat. Fas. 351. 


The 1890 machine was a rough, hand-made ma¬ 
chine. In that sense it was not a finished machine. 
It did not have some of the improvements that Felt 
saw, even in 1890, could be added to advantage. 
Prior to the trip to Washington it had not been 
tested in actual practice. In that sense, and in that 
sense only, it was an experimental machine. It sur¬ 
vived the test, and the heads of departments who 
saw it tested in the Census Office approved it. No 
one there criticised it adversely. No one but Felt 
himself saw any chance of improvement. He saw 
that some added functions would be desirable. (Rec., 
1002.) But the test was nevertheless mechanically 
successful. The experimental machine was demon¬ 
strated to be a practical, operative machine. Both 
Felt and De Berard testified that it was lack of an 
appropriation that caused the failure to secure an 
order (Rec., 1003, 1224). Felt adds that the consent 
of a committee of the senate* on Census was nec¬ 


essary (Rec., 1003), and De Berard testified that the 
Census Office had recently spent a large amount of 
money for electrical enumerating machines, and 
therefore could not get further appropriations for 
Felt’s tabulating machine (Rec., 1224). The ma¬ 
chine printed and added the columns but did not 
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print the totals. The result was indicated on a 
reading line, and if a record of it was desired it had 
to be printed by touching the keys. There was no 
automatic column shifting device; there was no 
warning bell or other device to prevent a careless 
operator from running the sheet out of the machine 
when the bottom was reached, and thus let the ma¬ 
chine print on air instead of on paper. Inventions 
covering all of these points were afterwards made, 
and devices incorporating them are found in the wide 
frame machines of today; but they are not essential 
to a practical machine of the broad frame type. With¬ 
out these improvements there was a vast advance 
over the old roll paper machines. Something entirely 
new and useful in the art had been conceived and 
demonstrated. That Tarrant was unable to see it 
is unimportant. Many another great invention has 
been received with incredulity. Pelt knew that the 
demonstration was mechanically a success, and evi- 
denced his belief not only in the mechanical suc¬ 
cess of the machine, but in its commercial possi¬ 
bilities, by the prospectuses and pamphlets describ¬ 
ing the machine which he brought out in 1891 and 
1892, and in which he offered to build, for $750 each, 
machines like the 1890 machine. He evidenced his 
faith in it again by letters (Rec., 1122, 1179) in 
which he offered in 1893 and 1894 to build and sell 
machines like the 1890 machine. The machine was 
rough and rusty and scrubby, and was intended, as 
Felt says, not as a finished machine, ready for sale, 
but as a shop model, perfect in mechanical construc¬ 
tion, and which any good mechanic could copy, and 
in copying produce a manufactured article that 
would answer the requirements of the trade. In the 
foregoing sense only, and not in legal significance. 
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was the machine a model. It was not a “small imi¬ 
tation of the real tiling.’’ It was not made of card- 
hoard or other perishable material. It was, and is 
today, after twenty-three years, a real, operative 
device. The evidence offered in Universal Adeline) 
Machine Co. v. Comptoyraph Co., 161 Fed. 365, led 
Judge Koldsaat to say that the testimony “utterly 
fails to show" that tin' 1.81)0 machine was “an aban¬ 
doned experiment.*' This decision was subsequent 
to the decision of the ( ourt of Appeals in the Uni¬ 
versal case. 


Corroboration of Felt. 

In the preceding statement of facts we have shown 
that Felt was corroborated hv undisputed evidence 
as to conception and reduction to practice, as to 
the opposition of Tarrant to the 1890 machine and 
as to Felt’s debts and poverty. There is no conflict 
in the evidence on any point. There is not a sylla¬ 
ble of testimony in the Record tending to impeach 
Mr. Felt in any way. He is uncorroborated, but 
uncontradicted, on a few collateral points; hut the 
rule requiring corroboration does not extend to facts 
and circumstances having no connection with con¬ 
ception and redaction to practice and which are 
readily susceptible of rebuttal testimony. 

Kitchen v. Smith, 39 App. D. C. 500. 

All the testimony relating to conception, reduc¬ 
tion to practice and negativing abandonment was in¬ 
ducted into the record from the Burroughs case un¬ 
der stipulation dated April 6, 1910 (Ree., 77 and 78). 
On the same day it was stipulated that defendant 
might put in such further proofs as it chose (Roe., 
76). But the defendant failed to avail itself of the 
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privilege and did not offer any testimony contro¬ 
verting the testimony of Felt or De Berard or 
Ziehm or Wyeth, or affecting the force of plain¬ 
tiff’s documentary evidence as to the 1890 machine. 


B. 


The Felt Tabulator Invention Was Never 

Abandoned. 

We shall discuss this under several sub-heads, 
designated in our preceding outline as sub-divisions 
of the above general topic. 


B-l. 

Mere Lapse of Time, However Protracted, 
Does Not Constitute Abandonment. 

It has been repeatedly decided by the courts that 
under Section 4886 of the Revised Statutes aban¬ 
donment cannot be predicated upon delay alone, no 
matter how many years may have elapsed between 
the reduction to practice and the tiling of the ap¬ 
plication. 

Lederer v. Walker, 39 App. D. C. 122. 

Hill v. Dunklee, 12 Fed. Cases (C. C. D. C.) 
Xo. 6489. 

Heath v. Hildreth , 11 Fed. Cas. (C. C. D. 
C.) Xo. 6309. 

Ide v. Trorlicht, etc., Co., 115 Fed. 137. 

Russell, etc., Mfg. Co. v. Mallorif, 10 Blatchf. 
(U. S.) 140. 

U. S. Electric Lighting Co. v. Consolidated 
Electric Light Co., 33 Fed. 869. 

Colgate v. Western Union Telegraph Co., 
6 Fed. Cases 2995. 

Allen v. Blunt, 2 Wood & M. 121. 
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Wood v. Cleveland Rolling Mill Co., 4 Fish. 

Pat. Cas. 550. 

Ma son v. Hepburn, 13 App. D. C. 86. 

Section 4886 makes no requirements as to dili¬ 
gence other than that the application must he made 
before two years have elapsed after the invention 
has been patented to another, described in a print¬ 
ed application or put in public use or on sale. Courts 
have no right to impose diligence not prescribed 
by the statute. The Supreme Court said, in United 
States v. Bell Telephone Co., 167 U. S., pages 246 
and 247 (a case involving the Berliner patent), that 
a party pursuing a strictly legal remedy cannot be 
“adjudged in the wrong if he acts within the time 
allowed and pursues the method prescribed by the 
statute. If the statute gives him five years within 
which to bring an action on a note he cannot be de¬ 
nied relief simply because he waits four years and 
eleven months. * * * A party seeking a right 

under the patent statutes may avail himself of all 
their provisions, and the courts may not deny him 
the benefit of a single one. These are questions not 
of natural, but of purely statutory right.” 

In the Paper Bag Patent Case, 210 II. S. 405, the 
court reiterated the doctrine of the Bell case, and 
stated that an inventor had tin* right to insist upon 
all the advantages that the statute promised him. 
The court said in that case, page 423, concerning the 
inventor’s rights: 

“The source of the rights is, of course, the 
law and we are admonished at the outset that 
we must look for the policy of the statute, not 
in matters outside of it—not to circumstances 
of expediency and to supposed purposes not ex¬ 
pressed by the words. The patent law is the 
execution of a policy having its first expression 
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m the constitution, and it may be supposed that 
all that is deemed necessary to accomplish and 
safeguard it must have been stated and provided 
for.” 

So in Crown Cork & Seal Co. v. Aluminum Stop¬ 
per Co., 108 Fed. 8-15, the rule was laid down that 
the courts cannot exact of inventors anv degree of 

diligence other than compliance with the statutorv 

•/ 

provisions and official regulations. 


THE ONLY BEARING OF A LONG DELAY AFTER AN ALLEGED 
REDUCTION TO PRACTICE IS ON THE WEIGHT TO BE 
GIVEN TO THE TESTIMONY' THAT THE CLAIMED REDUC¬ 
TION \\ AS IN FACT AN ACTUAL REDUCTION TO PRACTICE. 

This court said in Esty v. Newton, 14 App. D C 
50: 

“1 he importance of mere delay whilst the 
inventor is engaged in the prosecution of other 
improvements in the same art is in its weight— 
more or less great, according to the explana¬ 
tory circumstances—in determining whether 
the attempted reduction to practice of the de¬ 
vice amounted to an actual demonstration of its 
practical efficacy and utility or fell short there¬ 
of, and rendered it nothing more than an aban¬ 
doned experiment. ’ ’ 

The same rule was announced in Seeberger v. Rus¬ 
sell, 26 App. I). C. 344. 

In McBerty v. Cook, 16 App. D. 0. 33, this court 
said that the bearing of delay is on the determina¬ 
tion of the question whether there has been a reduc¬ 
tion to practice and that it will be given weight 
where that question is not otherwise clear. The 
court there declined to consider the question of de¬ 
lay because the evidence showed an actual reduction 
to practice. 
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B-2. 

After Reduction to Practice the law does not 
require the inventor to exercise diligence in 
applying for a patent or in manufacturing the 
device for public use. if he does not conceal his 
invention or unless the invention is in use or 
on sale. 

In the case at bar whatever lack of diligence oc- 
cured, if any, is confined to the period subsequent 
to Felt’s reduction to practice in 1890. Section 4920 
requires diligence of the first inventor in reduction 
to practice as against a subsequent inventor who 
conceives the same invention and actually reduces 
to practice or files his application. But it has been 
repeatedly held by this court that Section 4920 
makes no requirement of diligence after reduction 
to practice. 

Yates v. Huson, 8 App. 1). C. 93. 

Henderson v. Gilpin, 39 App. F. C. 428. 

Rolfe v. Hoffman, 26 id. 340. 

In Oliver v. Felbi , 20 App. 1). C. 261, this court 
said: 

“The diligence required of an inventor is 
diligence rather in the reduction to practice 
than in application to the Patent Office or in 
manufacturing his devices for public use.” 

To the same effect: 

Daggett v. Kaufman, 33 id. 455. 

Lederer v. Walker , 39 id. 122. 

In the latter case where there was a delay of four 

years between conception and reduction to practice, 
« 

and it was urged that the first inventor was barred 
by his negligence and laches as against the subse- 
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quent inventor who had first filed his application, 
this court, speaking through Chief Justice Shepard, 
of the contention says: 

“Counsel cite many decisions in support of 
their contention. Some of these, relating to 
laches in making actual or constructive reduc¬ 
tion to practice after the complete conception of 
an invention, have no bearing on this contro¬ 
versy, because reduction had been made before 
the independent, rival inventor entered the 
field. * # *” 

“None of the cases cited support the doctrine 
that mere delay in applying for a patent, after 
actual reduction to practice, will necessarily 
subordinate the first inventor’s right to one 
who, in the mean time, has applied for a patent 
for the same invention. * * *” 

In view of the foregoing it is apparent that Felt’s 
delay was inconsequent, since there was an actual 
reduction to practice in 1890, unless, under Section 
4880, there were two years prior use or sale or unless 

he abandoned the invention, or unless he is barred by 

* •/ 

the application of the doctrine of concealment , as 
enunciated by this court in Mason v. Hepburn, 13 
App. D. C. 80, and other cases. 


B-3. 

Abandonment is a question of intention and 
must be proved as a matter of fact clearly or 
beyond a reasonable doubt and can not be de¬ 
duced from mere delay. 

The Statute (Sec. 4880) says abandonment must 
be “proved.” 

That abandonment cannot exist in the absence of 
an intention upon the part of the inventor to aban¬ 
don his invention, and that such intention must be 
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proved clearly or beyond a reasonable doubt by the 
words or the acts of the inventor, is settled law. 

Saunders v. Miller, 33 App. 1). C. 45(i. 

Jones v. Seivall, 3 Cliff. 590. 

M oiver v. Du ell , 15 App. 1). C. 144. 

Victor Talking Machine v. American 
Graphophone Co., 140 Fed. 800. 

Mast, Foos ({’ Co. v. Dempster Mill Mfq. 
Co., 82 Fed. 327. 

McCormick v. Seymour, 2 Blatchf. 240. 

The evidence of abandonment is not permitted to 
rest upon doubtful or controverted inferences. 

Victor Talking Machine Co. v. American 
Graphophone Co., supra. 

Every reasonable doubt must be resolved in favor 
of the patent and against the theory of abandon¬ 
ment. 

Croicn Cork & Seal Co. v. Aluminum Stop¬ 
per Co., 108 Fed. 850. 

Mast, Foos & Co. v. Dempster, supra. 

McCormick v. Seymour, supra. 

Victor Talking Machine Co. v. Duplex 
Phonograph Co., 177 Fed. 248. 

In hie v. Trorlicht, etc., Co., 115 Fed. 137 (C. C. 
A.), it was held that as tin* acts of Congress gave 
the inventor the right to apply for and obtain a 
patent upon his invention at any time after he con¬ 
ceived it, provided only it had not been in use or on 
sale for more than two years prior to bis applica¬ 
tion, and provided it is not proved to have been 
abandoned, clear evidence\ of an intention of the in¬ 
ventor to dedicate his invention to the public is in¬ 
dispensable to prove abandonment. To the same ef¬ 
fect are Saunders v. Miller, 33 App. D. C. 45b, and 
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Computing Scale Co. v. Automatic Scale Co., 26 
App. D. C. 238. 

Abandonment cannot be proved by laches and is 
not a conclusion of law, as held by the court below, 
but is a matter of fact to be proved. 

American Bell Telephone Co. v. U. S., 68 
Fed. 542-552. 

American Hide do Leather Co. v. A. M. T. 
& M. Co., Fed. Cases No. 302. 

Victor Talking Machine Co. v. Duplex 
Phonograph Co., supra. 

B-4. 

Felt as a Matter of Fact Never Abandoned 
His Invention. 

There is not only no proof beyond a reasonable 
doubt that Felt intended to abandon his invention, 
but there is not a scintilla of evidence to support 
such a contention. He did not break up his 1890 
machine, and throw it aside and neglect it for a long 
period of years as did the inventor in Bowleg v. 
Mason, 2 American Law Times Repts. 106, but on 
the contrary carefully preserved it throughout the 
years that intervened between the reduction to prac¬ 
tice and the application. There can be no contro- 
versy on the record that after Felt returned to Chi- 
cago from Washington he had photographs made 
of the machine, one of which he preserved and filed 
in the Patent Office, and that he issued prospectuses, 
pamphlets and circulars describing the machine and 
offering to build machines like it. It cannot be con¬ 
troverted that in 1893 and 1894 he wrote letters of¬ 
fering to build machines like the 1890 machine, nor 
that he was engaged throughout the eight years in 
making inventions that tended to increase the value 
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of the 1890 machine as well as the roll paper ma¬ 
chine, and that immediately prior to the issuance of 
the Hiett patent he was engaged in the construction 
of a device, the sheet end warning device, that was 
applicable only to the 1890 machine. Under those* 
circumstances excuses of poverty, sickness, inability 
to secure* financial assistance are unnecessary, 
though they are fully shown by the record, to prove 
affirmatively that Felt did not abandon his inven¬ 
tion. These elements are important in this case 
merely as explanatory of the delay in filing the ap¬ 
plication, and because of their bearing on the ques¬ 
tion of estoppel. 

A case very similar on this point to the case at 
bar is McBerty v. Cook, 16 App. I). C. 133, which 
affirmed the decision of the Uommissioner in an in¬ 
terference suit. From the Commissioner’s decision, 
67 Manuscript Dec., 123, decided May 12, 1899, 
and being Xo. 18629, it appears that Commissioner 
Ihiell found that Cook’s invention was made and 
reduced to practice in the fall of 1891, and that his 
application for tin* patent was not filed until July 
29, 1896; that in tin* meantime, and in June, 1893, 
McBerty conceived the invention and reduced it to 
practice the following month, that he filed his ap¬ 
plication May 3, 1894, more than two years before 
the filing ot Cook’s application, that a patent was 
issued to McBerty on August 13, 1895, nearly a year 
before Cook’s application. The device of Cook and 
McBerty were generieally tin* same. In passing on 
the question of abandonment the Commissioner 
said: 

“It is therefore necessary to consider wheth¬ 
er Cook, by his delay in filing his application 
Jul. — ^ i89^ ), nearly a year and a half 
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after the grant of McBerty’s patent, lias lost 
his right to a patent. 

“The testimony shows that in January, 1892, 
the Central Union Telegraph Company entered 
into a contract with Cook by which he was re¬ 
quired to submit all his inventions to said com¬ 
pany, which had the right to acquire or refuse 
any of said inventions. If the company ac¬ 
cepted an invention, Cook was to do everything 
toward patenting it and was to assign it to the 
company, which was to pay the expense of ob¬ 
taining the patent. Under this contract Cook 
submitted the invention in issue to this com¬ 
pany on July 12, 1892. It was accepted by the 
company on November 7, 1892, but nothing was 
done by the company for some time toward hav¬ 
ing the invention patented. On July 31, 1893, 
the general manager of the company wrote to 
its solicitor about the matter. Sometime after 
this the letter accepting this invention was with¬ 
drawn by the company and Cook was advised 
that it was necessary for him to re-submit all 
his inventions. On January 7, 1895, he again 
submitted the invention in controversv to the 
company, and on January 28, 1895, it declined 
to accept the invention. On July 29, 1896, Cook 
filed this application. 

“This evidence, it seems to me, rebuts any 
assumption that Cook abandoned or neglected 
his invention, and takes this case outside of the 
decision of Mason v. Hepburn , 84 O. G. 147, and 
cases therein cited, and also the case of Davis 
v. Forsyth , 87 O. G. 516. ” 

Cook, like Felt, was apparently dependent upon a 
third party for the filing of his application. Cook 
was released from his contract with the Central 
Union Telephone Company a year and a half before 
he filed his application. There was no showing of 
illness, poverty or other duties, yet the commis¬ 
sioner held that no abandonment was shown, and 
that Cook was entitled to patent over the' iider e * 
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ing inventor. Five years, instead of eight, as in the 
ease at bar, intervened between the reduction to 
practice and the application, but the principle is 
• tli e same in both cases. When the case 
came to this court on appeal the question of aban¬ 
donment was disposed of as follows (lb App. D. C. 
133): 

“ In our opinion the delay of Cook in applying 
for a patent or in making commercial use of his 
invention was not such as to indicate an inten¬ 
tion to suppress or conceal his invention from 
the public that would subordinate his right to 
that of McBerty, who promptly applied for and 
obtained a patent. It is not necessary to detail 
the evidence explanatory of the delay. That has 
been done in a satisfactory manner in the deci¬ 
sion of the Commissioner. ” 

rhe original inventor was allowed a patent in an 
interference proceeding, though he was the junior 
applicant, in Saunders v. Miller , 33 App. D. C. 45b, 
where there was a delay of three years and a half in 
filing application. The court held that as there had 
been an actual reduction to practice by the first in¬ 
ventor, the invention belonged either to him or to 
the public, that abandonment is never presumed, 
that every presumption is against it, and that it 
must be established by clear and convincing proof, 
and that the record failed to show that the original 
inventor had abandoned his invention. 

In Rolfe v. Hoffman, 2b App. D. C. 33b, where it 
was found that Rolfe conceived and disclosed his 
invention in 1901, and filed his application in De¬ 
cember, 1903, the court held that he was entitled to 
his invention over the senior applicant who had filed 
in January, 1903. Tt was found that the fact that 
Rolfe had submitted certain exhibits to his patent 
attorney, with whom they were left to be patented 
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in their turn, and the fact that Rolfe had talked 
more or less about his invention with others and 
had preserved the exhibits, negatived any idea of 
the abandonment of the invention. The court said 
that it was unnecessary to determine whether Rolfe 
was as diligent as lie should have been had he been 
onlv the first to conceive and disclose and not the 
first to reduce to practice. 

In Lederer v. Walker, 39 App. R. C. 122, there 
was a delay of four years between Walker’s reduc¬ 
tion to practice and his application. Meanwhile an¬ 
other inventor applied for a patent. Walker had 
disclosed his invention to two people shortly after 
his reduction to practice. His excuse was that he 
had difficulty in making certain chemicals used in 
connection with his invention, but he secured a ship¬ 
ment of the chemicals about a year before his appli¬ 
cation. It was held that he was not barred. 

Coffee v. Guerrant , 3 App. R. C. 49 7, was a case 
of abandoned application. The application was filed 
in 1883. The next year the inventor died, and his 
application became abandoned for failure of prose¬ 
cution. His widow revived the application, but it 
had become abandoned in 1889. In 1890 she filed a 
new application and patent was granted. Meanwhile 
two patents had beeii applied for by other persons 
on the same device. Excuses of poverty, sickness, 
refusal of third parties to advance money and at¬ 
tempts to perfect the invention mechanically were 
held sufficient to negative abandonment, though 
seven years had intervened between the filing of the 
original application and the filing of the application 
upon which the patent issued. 

Poverty and inability to secure assistance fiorn 
others were held sufficient to negative abandonment 
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for a period of two years in Brown v. Blood, 22 App. 
I). C. 210, where another patent on the same inven 
tion had been applied for prior to the application 
of the original inventor. 

In Bolfe v. Kaisliny , 32 App. I). C. 582, a delay of 
four years , between reduction to practice and appli¬ 
cation, was held sufficiently accounted for, because 
the inventor appeared to have realized the value of 
his invention, to have discussed it freelv with oth- 
ers, and to have endeavored to interest men of 
means to exploit it. Meanwhile two other inventors 
bad applied for patents on the same device, but the 
original inventor was allowed the patent. 

Ten years delay was held sufficientlv accounted 
for in the case of In re Mattullath , 38 App. D. C. 
497. 


There the application was originally filed in 1900. 
The inventor died in 1902. In 1903 the inventor’s 
former solicitors filed an amendment which the Pat¬ 
ent Office refused to consider owing to the revoca¬ 
tion of attorneys’ authority by the death of the in¬ 
ventor. In 1903 the application was entered as 
abandoned. Seven years later the widow filed a 
petition to revive. Meanwhile others had entered 


the field and obtained patents. This court, speaking 
through Mr. Justice Shepard, said: 


“The Commissioner was in error, we think, 
in saying that the presumption is conclusive 
against the existence of acceptable excuse for 
delay under the circumstances, on the ground 


that ‘to hold otherwise would be to encourage 
those who had slept upon their rights while oth¬ 
ers struggled on to success, to now enter the 


field and wrest from them the fruits of their 


labors.’ The purpose and policy of the patent 
law are to give the patent to the first inventor. 
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unless he lias by his own fault subordinated his 
right to a more diligent inventor.” 

Although Section 4894 provides that applications 
may be reinstated where delay was “unavoidable,” 
the court held that the poverty and ignorance of the 
widow were sufficient to make the delav unavoidable* 
under a proper construction of the section. The 
court held that she had not slept upon her rights. 

In Rose v. Clifford , 31 App. D. C. 195, there was 
cl ^ o f 11ree years between reduction to practice 
and application. Meanwhile two other inventors 
had filed applications for patents on similar inven¬ 
tions. Mr. Justice Van Orsdell, giving the opinion 
of the court, said: 

“It is well settled that after reduction to 
practice of an invention a mere delay of the 
inventor in applying for the patent, in the ab¬ 
sence of concealment, abandonment or suppres¬ 
sion, will not prevent the inventor from getting 
a patent based upon priority of invention.” 

It was held that as the inventor had not concealed, 
abandoned or suppressed his invention, he was en¬ 
titled to a patent over the intervening applicants. 

A delay of fourteen years in filing an application 
was held insufficient to bar the first inventor in 
Dieckman v. Brune, 37 App. D. C. 399. Dieekman 
failed to reduce to practice during the fourteen 
years intervening between his conception and the 
filing of his application, and, under Section 4920, 
was wholly lacking in diligence. Before the appli¬ 
cation of Dieckman, Brune had reduced his inven¬ 
tion to practice but concealed his invention, intend¬ 
ing to secure the benefits of the invention through 
secrecy instead of through the Patent Office. This 
court held that Dieckman was entitled to an award 
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of priority, having resumed diligence by filing his 
application before the application of Brune, who 
had been guiltv of deliberate concealment. It was 
properly stated, inasmuch as Dieckman had not re¬ 
duced his invention to practice, that Brune would 
have been entitled to the patent had he filed his ap¬ 
plication during the period of I Heckman’s long de¬ 
lay. But this ruling was founded upon the require¬ 
ment of diligence contained in Section 4920, and has 
no bearing on the case at bar, where there was a 
reduction to practice by Felt before the filing of the 
application of Iliett. 

The reduced circumstances of the inventor was 
held sufficient to give color to the delay of three 
years by the original inventor in Cushman v. Par¬ 
ham , 9 O. G. 1108. (Doolittle Commissioner.) There 
was an intervening application by another inventor, 
but the Commissioner held that there was nothing in 
the case that warranted the finding of abandonment. 

A case very similar to the case at bar is MeNeeti; 
v. Williames, 90 Fed. 978, decided by the (fircuit Court 
of Appeals for the Third Circuit. There was a de¬ 
lay of ten years between the reduction to practice 
and the filing of the application. The inventor, Wil¬ 
liames, in November, 1871, or prior thereto, con¬ 
ceived the invention and embodied his conception in 


the apparatus, which, though crude, disclosed the 
subject-matter. Application for letters patent was 
not made until 1881, and tin* patent was issued in 


1882. Four years before Williames’ application a 


patent had been issued in England to Reid Billin- 


ton for a similar invention. 


The case was a suit for 


infringement brought hv Williames against one Me- 

Neelv. It had been twice held that the broad claims 
« 

of Williames’ patent had been anticipated by the 
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English patent, first, in WiUiames v. Barnard, 41 
Fed. 358, and then by the District Court in the case 
from which the appeal was taken. The Court of Ap¬ 
peals said, page 98b, discussing Williames’ ten years 
delay: 

“That others received the invention with in¬ 
credulity and ridicule was no fault of his. He 
never abandoned ins invention, nor do we find 
such laches on his part as to deprive him of his 
fruits. He was a poor man and was ill for a 
long time. He unaided was without means to 
construct his apparatus on such a scale as would 
demonstrate its merit. Those to whom lie ap¬ 
plied for its introduction turned a deaf ear to 
him. In the face of discouragement, and with 
reasonable diligence in view of his circum¬ 
stances, he persisted in his efforts until they 
were finally crowned with success. We must 
therefore hold that the Reid & Billinton ap¬ 
paratus did not anticipate any of the claims of 
the patent in suit.” 

The foregoing case and some others herein cited 
would support Felt’s patent, even if the 1890 ma¬ 
chine had not been a reduction to practice, because 
they have applied the rule of diligence, properly ap¬ 
plicable only to inventions not reduced to practice, 

and have held manv vears of delav sufficientlv ex- 

%/ %/ %, • 

plained by excuses not so good as Felt’s. 

A delay of four and one-liaif years was held not 
to constitute abandonment, in Sprague v. Adriance , 
22 Fed. Cases, No. 13248. The court said: 

“Abandonment itself is a fart and not a con¬ 
clusion of positive law, statutory or common, 
arising from any prescribed state of facts. The 
lapse of time between the invention and the ap¬ 
plication was four years and a half, and large, 
but there was no fixed limit within which the 
application must he made; it was not so great 
as in many cases where patents have been up- 
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held, and the straightened and other circum¬ 
stances of the inventor were such that, although 
it was some and <|iiite strong evidence in itself 
of an abandonment, it is explained away, and 
taken all together the evidence not onlv fails to 
show any abandonment in fact , but on the con- 
trarv, shows satisfactorily that he cherished 

•'7 • 

and carefully kept his invention to himself, away 
from the public to himself. ” 

In Babcock v. Bcgencr, (Circuit Court District of 
Columbia), 2 Federal Cases Xo. (i98, the inventor had 
made a complete model of his invention in 1853. The 
patent was not applied for till 1859, six gears later. 
In the meantime another inventor had taken out a 
patent on the invention, and the device had been 
in public use eleven months prior to the application 
bv the first inventor. It was held that merely with- 
holding an invention from the public can never 
amount to an abandonment, and that the delay mere¬ 
ly increased the difficulty of proving actual priority. 

Webster v. Near Brunswick Carpet Co., (U. S. C. 
C. N. •!.), 5 O. (i. 522, involved a delay of inventor of 
five gears in filing his application, during which an¬ 
other inventor filed an application for a patent on 
the improvement. The court said: 

“The delay of Webster in taking out his pat¬ 
ent after he had completed his invention seems 
to be satisfactorily explained. Under the cir¬ 
cumstances it was not unreasonable. It is the 
old story of poor inventors patiently waiting at 
the door of rich capitalists. The Bigelow pat¬ 
ent was about expiring, and Webster’s new wire 
motions could only be used in union with some 
of the patented ingredients of the Bigelow 
loom. As he was unable to make an arrange¬ 
ment with tin* Higgins, who were licensees of 
Bigelow, in regard to the adoption of his im¬ 
provements, and as he could not get others, like 
Weaver or Beattie to unite with him from fear 
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of suits for infringements, lie was obliged to 
wait, either for the death of the Bigelow patent, 
or until the heart of capital should relent, in 
order to give his invention to the world under 
circumstances that might afford him some com¬ 
pensation tor his years of thought and unrequit¬ 
ed effort.” 


A delay of twenty years was involved in the case 
ol Jones v. Sewall, 3 Cliff. U. S. 563. The record 
showed that the inventor discovered and suceessfullv 
reduced to practice a process for canning corn in 
1842 (opinion, page 579); that he made a number of 
experiments thereafter, but did not make an appli¬ 
cation for his patent until 1853, that is, until eleven 
years after he had reduced his invention to prac¬ 
tice. The Patent Office in 1853 refused to issue a pat¬ 
ent, and the inventor did nothing further for nine 
years, when he made his second application. The 
court said, page 590: 


“Abandonment or dedication of an invention 
to the public, being in the nature of a forfeiture 
of a right, is not favored in law, and Mr. Justice 
Nel son decided that such a defense could not be 
sustained, unless the acts of the party involved 
for the purpose were corroborated by some dec¬ 
laration manifesting such an intention; but it is 
not necessary to apply that rule in this case, as 

the evidence fails to disclose either anv act or 

%/ 

declaration to support the theory.” 


On page 592, the court said: 

“Xo one but the inventor is competent to 
abandon his invention to the public. His acts 
and declarations, if explicit, are sufficient for 
the purpose, or he may accomplish the same end 
by continued acquiescence in the nets of others , 
of which it appears lie has knowledge; but the 
proof of knowledge and acquiescence must be 
beyond all reasonable doubt, as every presump¬ 
tion is the other way,” citing McCormick v. Sey¬ 
mour, Federal Cases No 8726. 
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A very remarkable case is found in Colgate v. 
Western Union Telegraph Co., (C. C. S. D. N. Y), 6 
Federal Cases, Xo. 2995. It appears from the opinion 
that an inventor named Simpson claimed conception 
and the making of a model in 1847. He applied for 
a patent in 1849, but his application was rejected. 
In 1851 lie withdrew his patent fee, all the models, 
drawings, etc., from the Patent Office. The case thus 
remained until 1858, when lie withdrew his original 
specifications for the purpose of renewing his ap¬ 
plication. This was nine gears after his original ap¬ 
plication had been rejected. It was held by the Pat¬ 
ent Office that he had abandoned his invention to 
the public during the interval between 1851, when 
he withdrew his fee, models and drawings, and 1858, 
when lie filed his new application. It appeared that 
for years prior to 1858 the public journals contained 
a record of the invention, and that the invention or 
process was used by the public during that time. 
Sul jsequently a board of three persons in the Patent 
Office examined tin* application and reported that 
the applicant had abandoned the invention. This 
finding was confirmed by the Commissioner on ap¬ 
peal, and in turn by a Judge of the Circuit 
Court of the District of Columbia in 1861. Five 


years later, and in 1866, Simpson, filed a new ap¬ 
plication, on which a patent was issued in 1867, 
twenty gears after tin* making of Simpson’s first 
model, and eighteen gears after his first application. 
As to the period between 1849 and 1858, the Circuit 
Court for the Southern District of New York found 
that there was no evidence of any affirmative aban- 
donment, and that the inventor was poor during all 
that period, that after 1858 the inventor’s efforts to 
procure the allowance of his claims were continuous 
and persistent, and that no laches could be imputed 


Tabulator Invention Never Abandoned. 87 


to him during that period. In the course of its opin¬ 
ion the court distinguished Consolidated Fruit Jar 
Co. v. II right, 94 U. S. 92, and said that the inven¬ 
tion involved in the Wright case was completed in 
1859, and that no application was made until 1868, 
and that the court had held the invention was aban¬ 
doned, because no sufficient reason for the delay was 
given; that there was in that case no proof of want 
of pecuniary means, and that there was proof of 
public use by the public for more than two years 
before the application. The court said that the Con¬ 
solidated Fruit Jar case was unlike that of Simpson, 
and that his patent was valid. 


The invention involved in Celluloid Manufacturing 
Co. v. Crofoot, 24 Fed. 796, was demonstrated to 
the satisfaction of the inventor in 1852, although 
there were some things yet to be done to make it 
commercially available. He did not make his ap¬ 
plication for a patent until 1860, ten years after he 
had begun experiments and eight years after he had 
considered it fully demonstrated. The application 
was rejected by the Patent Office in 1861 and the pat¬ 
ent was not issued until 1867. Letters Patent had 
been issued to an English inventor in 1856, four 
years before the application in question. For the 
delay following the rejection of the application in 
1861 the court found sufficient excuse in the poverty 
of the inventor, bis insanity for a period between 
1861 and 1862, and in the subsequent efforts to se¬ 
cure the issuance of his patent. No excuse other than 
poverty was shown for the delay of eight years prior 
to the filing of the application y yet the court held 
that no circumstances had been brought into the case 
to show any intention of abandonment, and that the 
patent was valid. 
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In Crown Cork <f Seal Co. v. Aluminum Stopper 1 

Co., (C. C. A., 4th Circuit), 108 Fed. 845, it ap¬ 
peared that the inventor began experiments upon a 
device in 1870, that the experiments apparently were 
not successful, and that the device was laid aside 
and put on a shelf. It did not appear that any fur¬ 
ther experiments were made. Nothing was done 
with the invention until 1885, nine /tears later. There 
were no intervening rights. The court stated the 
general rule that abandonment must be clearly 
proved and that all doubts must be resolved in fa¬ 
vor of the patent. As to the evidence the court 
said: 

“Whether modification of the device in other 

ways was contemplated, or whether Painter, 

who was then a poor man, could not give the 

time necessary to perfect his invention, being 

engaged in developing his other patents, which 

have since proved valuable, is left to conjecture. 

Whatever mav have been the cause or causes of 

%> 

delay there is an entire absence of proof, either 
that he abandoned the hope of success or that he 
intended to abandon the invention to the public. 

His assistant was directed to ‘lay all parts and 
tools on the shelf until after a while.’ ” 

Upon this slender evidence the court found that 
there was an intention to resume experiments after 1 

a while, and that there was no abandonment. The 
court said bv wav of dictum that the case would be 
presented in a different aspect if another inventor i 

had entered the field, induced by the supposed aban¬ 
donment and misled by the delay. This dictum is 
sound, both because there was no reduction to prac¬ 
tice and because it mav fairlv be inferred that the 
invention was concealed and suppressed by the in¬ 
ventor. The dictum has of course no application to 
a case like the present where the invention had been 
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reduced to practice, and, therefore, no diligence was 
required, and where there was no suppression or con¬ 
cealment of the invention. 


A delay of sixteen years was held not to invalidate 
a patent in Wood v. Cleveland Rolling Mill Co., 4 
Fish. Patent Cases, 550. A model of the invention 
involved in that case was made in 1855. Applica¬ 
tion for patent was not made until 1851. The court, 
speaking through Judge Swayne, held that the in¬ 
vention was not abandoned, that the inventor’s pov¬ 
erty and not his will caused the delay. The court 
said: 


“The acts of congress in force when his pat¬ 
ents were issued did not prescribe the time with¬ 
in which a patent should be applied for after 
the invention was perfected. Where it had not 
been abandoned to the public and had not been 
in public use or on sale with the consent and 
allowance of the inventor, no lapse of time, how¬ 
ever protracted, barred an application for a pat¬ 
ent, nor after it had been granted affected its 

validitv. ’ ’ 

%/ 


There was a delay of twelve years involved in the 
case of I on Schmidt v. Rowers, (Circuit Court of 
Appeals, Ninth Circuit), 80 Fed. 121. The com¬ 
plainant in that case had embodied his ideas of an 
invention in a drawing in 18(54 (opinion page 141). 
In 18(58 he made four models (p. 145) showing 
different forms of construction of his invention. In 
1870, twelve years after the making of his drawings, 
and eight years after the making of his models, he 
applied for his patent. Upon this application only 
twenty of the fifty-four claims were allowed, and 
three years later the inventor filed a renewed ap¬ 
plication. In 1882, three years later, he filed a new 
and substituted application, and two patents were 
finally issued upon the invention in 1885, twenty-one 
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years after the first drawings were made and seven¬ 
teen years after the construction of the models. 
Meanwhile, in 1883 and 1884, patents were issued to 
another inventor upon the same device. It was held 
that the complainant’s patents were valid. Concern¬ 
ing the delay in filing the application the court said, 
page 143: 

‘‘llis long delay in applying for a patent the 
appellant contends constituted an abandonment 
of whatever invention was made by him * * * 
It is enough to say that so far from showing any 
intention of abandonment on the part of defend¬ 
ant they show the most ] persistent and contin¬ 
uous efforts against adverse circumstances to 
perfect the invention and avail himself of its 
benefits, and excuses the laches with which lie 
might otherwise be justly charged. * * * ‘No 
general standard by which diligence can he es¬ 
tablished has been established by the law, nor in 
the nature of things is such standard possible. 
It must be reasonable under all the circum- 
stances of the particular case in question. The 
character of the invention, the health, the means, 
the liberty of the inventor, his occupation upon 
kindred or subordinate inventions are proper 
subjects for consideration. Such reasonable 
diligence does not involve uninterrupted effort 
nor the concentration of his energies upon the 
single enterprise.’ ” Citing Robinson on Pat¬ 
ents, Section 387. 


The foregoing language concerning diligence must 
be considered as bearing upon an invention not act¬ 
ually reduced to practice. 


One Heath invented a device in 1830 and filed an 
application for a patent in 1840. In 1838 the same 
invention was made by one Hildreth and a patent ap¬ 
plied for by him. An interference being declared it 
was held in Heath v. Hildreth , 11 Fed. Cases, (Cir¬ 
cuit Court District of Columbia), No, 6309, that 
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Heath was entitled to the patent. The court, 
Oranch, Chief Justice, said: 

“The last reason of appeal is that Mr. Heath 
has forfeited his claim to the invention by his 
delay in applying for the patent. The statute 
does not limit anv time in which the inventor 
must apply for a patent, nor does it declare a 
forfeiture by reason of any delav. The delav 
therefore seems to he unimportant unless it 
amounts to evidence of an abandonment of the 
claim.’ * 

Held that there was no abandonment. 


Tn the much cited case of Kendall v. Winsor, 21 
Howard 322, the evidence showed that the inventor 
had constructed a machine in substantial conformity 
with his specifications in 184(i, and that by 1849 he 
had several machines in operation; but they wore 
only partially successful. Application for patent 
was not made until eight years after the making 
of the first machine, and the court sustained the find¬ 
ing of the jurv that the invention had not been aban¬ 
doned. 


It is out of the dictum in this case and another 
in the case of Hates v. Coe, 98 U. S. 31-46, that this 
court formulated and crystallized the rule of se¬ 
crecy and suppression in Mason v. Hepburn , 13 App. 
1). C. 86. That doctrine will be treated under a sep¬ 
arate head. 


Mason v. Hepburn is itself a case which strongly 
supports the contentions of appellant on the ques¬ 
tion of abandonment. The invention involved in that 
case was successfuly reduced to practice in July, 
1887. It was a clip designed as an attachment for 
a firearm. The application was not filed until De¬ 
cember, 1894, more than seven and one-half years 
after the reduction to practice. Tn the meantime, the 
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gun to which the clip was attached had been stored < 

in the model room of the inventor’s company. No 
exhibition of the gun and clip was made to the pub¬ 
lic, and no one saw it except the inventor and one or 
two other employes of the company (opinion, page 
88). No one, except the inventor and the employes 
of the company for whose benefit the invention was 
made, was given any knowledge of it. Nothing was 
done with the device for the period of seven and one- 
half years that it was locked up in the model room 
ot the company. The court held that it had not been 
abandoned, and that there was nothing in the mere 
lapse of tone to prevent Mason from receiving a pat¬ 
ent (opinion page 91). The court reached the con¬ 
clusion that there was no abandonment, although Ma¬ 
son seemed to have attached no importance to his in¬ 
vention, for there was not a fact in evidence to ac¬ 
count otherwise for his long inaction. This court 
said that apparently the invention as a thing of value 
had passed out of his mind and was recalled by see¬ 
ing the publication of the patent to Hepburn, yet 
the conclusion was reached that there had been no 
abandonment by Mason. A comparison of the facts 
in the Hepburn case with that of the case at bar 
will compel the conclusion that if there was no aban¬ 
donment in the Hepburn case there is not the slight¬ 
est reason for imputing abandonment to Felt. Ma¬ 
son lost his case not on the ground of abandonment, 
but because, with no intention of giving the public 
any benefit of the invention, he designedly concealed 
it from the public. 

An interesting case involving the question of aban¬ 
donment is Beedle v. Bennett, 122 U. S. 71. There the 
invention was made and reduced to practice in 18(51. 
but the application was not filed until more than 
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four years had elapsed. The inventor then filed his 
application only after he had heard that his inven¬ 
tion, which was a driven well, was being used by 
others. In other words, he was stirred to activity by 
the use of the invention by other parties. The in¬ 
ventor had done absolutely nothing with his inven¬ 
tion between 1861 and 1865. There was no conten¬ 
tion of poverty, but the inventor had killed a man in 
1861, and had been subjected to civil and criminal 
suits growing out of the killing, which had resulted 
in great anxiety to the inventor. It was neverthe- 
less held that the four years delay was sufficiently 
excused, and that the patent was valid. The patent 
involved m the foregoing case was subsequently held 
invalid by the Supreme Court of the United States 
in two other cases. 

Andrews v. Hovey, 123 U. S. 267. 

Andrews v. Iiovey, 124 U. S. 694. 

The decision in the two subsequent cases was upon 
the ground that the record showed that the inven¬ 
tion had been in public use more than two years be¬ 
fore the application. The ruling on the question of 
abandonment was not touched upon, and consequent¬ 
ly stands as a precedent. 

It was held in Rifle df Cart ridge Co. v. Whitney 
Arms Co., 118 U. S. 22, that, under the facts there 
presented, the delay of nine years in renewing an ap¬ 
plication, rejected for want of novelty, showed an 
acquiescence by the inventor, Cochrane, in the re¬ 
jection and an abandonment of any intention of 
prosecuting his claim. During the interval eighteen 
patents were granted to other inventors on the same 
or similar devices, and Cochrane himself, apparent¬ 
ly with his own funds, had taken out twenty-two 
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other patents, some of which he had sold for con¬ 
siderable sums. The court found that it was quite 
clear that his delay was not owing to his poverty. 
Poverty was the only excuse he offered. There was 
no showing that during the nine years he paid any 
attention to his invention, nor that he had not wholly 
forgotten both the invention and the rejected applica¬ 
tion. Eight years before the application was re¬ 
newed he had withdrawn his filing fee. Manifestly, 
there is no parallel, except in the interval of time, 
between that case and this. 

We would not have devoted so much space to a 
proposition which is so absolutely clear, namely, 
that Felt did not abandon the invention of 1890, had 
it not been for the decison of the Court of Appeals 
on the insufficient record in the Universal case and 
the erroneous conclusion of the court below that 
abandonment must be inferred as a matter of law 
from the mere delay of eight vears and the interven- 
ing application of Hiett. 


C. 

There was No Concealment or Suppression of 
the 1890 Invention within the Rule of 
Mason vs. Hepburn. 

It has been often held that where an inventor de¬ 
signedly conceals his invention for his own private 
use and with no purpose of giving the benefit of it to 
the public, and another inventor afterwards, and 
during the designed concealment, independently 
makes the same invention and applies for a patent on 
it, before the application of the first inventor, the 
first inventor in point of time is denied the right to 
the invention as against the subsequent inventor, 
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who in the eye of the law has become entitled to the 
patent. 

Mason v. Hepburn, 13 App. D. C. 86. 

In the case on the Hiett reissue in the United 
States Circuit Court, Universal Co. v. Compto- 
graph Co., 161 Fed. 365, it was decided that the 
Hiett reissue was void because of Felt’s invention 
and reduction to practice in 1890. This conclusion 
could not have lieen reached had Felt been guilty of 
concealment and suppression within the rule of Ma¬ 
son v. Hepburn. Consequently, Judge Kohlsaat’s 
decision on the Hiett reissue is an adjudication that 
there was no suppression or concealment of the in¬ 
vention by Felt. Apparently the Universal Company 
was satisfied that this decision was sound, because 
no appeal was taken. 

The rule of Mason v. Hepburn was based primarily 
upon the dicta of the Supreme Court of the United 
States in Bates v. Coe, supra, and Kendall v. Win- 
sor, supra. It has been followed in Mower v. Buell, 
15 App. 1). C. 144, Matthes v. Burt , 24 App., D. C., 
265, Dieckman v. Brune, 37 App., 1). C., 399, and 
other cases. 

The rule is applied independent of the existence 
of abandonment. As stated in Mason v. Hepburn, a 
subsequent inventor, who lias diligently pursued his 
labors to the procurement of a patent in good faith, 
and without any knowledge of the preceding discov¬ 
eries of another, shall, as against that other, who 
has deliberately concealed the knowledge of his in¬ 
vention from the public, be regarded as the real in¬ 
ventor, and as such entitled to his reward. 

This court also found as a matter of fact that the 
public was not intended to receive any benefit from 
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Mason’s invention. The rule of that case lias never 
been applied except where there was a designed or 
intentional concealment of the invention from the 
public. 

The authorities on the subject were reviewed in 
Lederer v. Walker, 39 App., D. C., 122, and this 
court, speaking through Chief Justice Shepard, 
said that the rule would not be applied except to 
cases coming clearly within it. To the same effect 
is McBerty v. Cook, lb App., 1). C., 133. In the sub¬ 
sequent case of Brou n v. Blood, 22 id. 216, it was 
said that the rule of Mason v. hlepburn was a strict 
one, and would not be extended to any case not fall¬ 
ing clearly within it. It may be noted in passing 
that in no case has it been held that the mere fact 
that the inventor has delayed filing his application 
until knowledge reaches him that another inventor is 
in the field, is sufficient to bar the first inventor. 

In Beedle v Bennett, 122 U. S. 71, the inventor was 
spurred to activity by finding the field occupied by 
others, yet his four years delay was held not to in¬ 
validate his patent. 

In Estey v. Newton, 14 App., I). C., 50, Newton did 
not file his application until after he had seen Es- 
tey’s device, and then only to prevent Estey’s com¬ 
petition, as he already had a patent on the device 
which he considered better. Yet the court held that 
Newton, who had delayed two years in filing his 
application, and then filed only after being stirred 
to activity by Estey’s application, was following the 
usual practice in such cases, and that Newton was 
not barred by it. 

By making the foregoing suggestion as to the law, 
we by no means concede that Felt was stirred to 
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activity by Tliett or Pike. The evidence proves, as 
above shown, that Felt was working on his 1890 ma¬ 
chine and attaching the sheet end warning device 
to it a few weeks prior to the issuance of Tliett’s 
patent and before Felt had any knowledge of it, and 
that he had no knowledge of either the Pike patent 
or of any of the few imperfect Pike machines that 
had been put out at the time that he applied for his 
patent in 1898. 

In view of the foregoing decisions of this court the 
question is whether the history of the 1890 machine 
comes clearly within the rule of Mason v. Hepburn. 
Did Felt put his machine in a model room, and leave 
it there uninterruptedly for seven and a half or eight 
vears ? Did he fail to acquaint anybody outside of 
the employes of his company with the fact and gen¬ 
eral character of his invention ! The record is full 
and explicit to the effect that he did not. That Felt 
had invented an adding machine with a broad frame 
carriage he made known to the world before he took 
the machine to Washington by the publication of the 
article in the Tribune, which contained a long de¬ 
scription of what the machine would do, and a pic¬ 
ture of the exterior of the device. He followed it up 
bv sending out hundreds of prospectuses describing 
the machine to users of adding machines. Every pur¬ 
chaser of a Oomptograph was sent a prospectus re¬ 
lating to the 1890 machine. He publicly displayed 
the machine to many people during the interval prior 
to the application, hundreds in all. He sent circu¬ 
lars descriptive of the machine to Pittsburgh and 
Boston. The machine itself he sent to Boston in the 
hope of getting an order from a bank. From 1890 
to 1898 the machine was kept from time to time on 
desks in the Tarrant office, where anybody might 
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see it. part of the time in a cupboard when it was 

not being shown, part of the time on a safe, right at 

the entrance door, and part of the time in a glass 

case which stood on a clipboard, shoulder high, from 

which it could he readily removed for examination 

• 

and operation. Was it intended by Felt that the 
public should not get the benefit of the machine, as 
in Mason v. Hepburn? Manifestly, not. The effort 
of Felt to secure capital to put the machine on the 
market evidences the contrarv. So do the efforts 
made bv Felt to sell individual machines. Mason v. 
Hepburn to bo applied to the facts shown beyond 
dispute in the case at bar would not only have to 
be extended, but would have to be made to cover a 
situation totallv different from that there disclosed. 


D. 


Felt Was Not Barred by Estoppel. 

The facts in the case at bar not only fail to bring 
the Felt patent within the prohibition of the rule in 
Mason v. Hepburn, but fail to disclose any other 
ground upon which Felt could have been estopped 
in equity to claim the benefit of his invention. As 
to the Hiett patent it will be recalled that Felt was 
working upon his device immediately prior to the 
issue of tin* patent to Hiett; that it does not appear 
that any operative machine could be or ever has 
been manufactured like the machine of the Hiett pat¬ 
ent, and that it has been adjudicated by Judge Kohl- 
saat that as between Hiett and Felt, Hiett acquired 
no rights by reason of Felt’s delay. As to the Pike 
machine, the record shows that Felt did not know 
anything of the Pike patent until after he had filed 
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his own application, that lie knew nothing of any of 
the half dozen crude and imperfect Pike machines 
that were put out shortly before his application was 
tiled and that have since disappeared (the last of 
them having been destroyed by the owner of the Pike 
patent since this Felt patent litigation began); and 
that the probable reason that Felt did not know of 
any of these machines is that the American Arith¬ 
mometer Company, which controlled the Pike inven¬ 
tion, was deliberately concealing knowledge of these 
machines from the public, and directing its agents 
to say nothing about them until the company should 
be ready to put them out as a regular manufacture, 
which was not until after Felt applied for his patent. 
When, therefore, as against Hiett or Pike, was Felt 
silent when he should have spoken ! 

Upon this point it is said in Sprague v. Adriance, 
22 Fed. Cases, No. 13248, concerning a delay of about 
four years and a half between the invention and the 
application: 

“During that time other inventors entered the 
same field, and some of them occupied some or 
nearly, if not exactly, the same ground, and 
obtained patents for some or nearly or quite the 
same things now claimed under his, and it is 
with much plausibility urged that after what 
occurred he and those claiming under him should 
in equity be estopped from maintaining the 
claims now made. * * * But in this case it 

is not shown that Nishwitz knew others were 
making any advancements or investments of 
either capital or skill on faith that the ground 
he had begun to occupy was open to all, or that 
they would not have made them if they had 
known all he could have told them. He was 
never called upon to speak, and so was never 
silent when he should have spoken.” 

To the same effect is McMillin v. Barclay, 16 Fed. 
Cases No. 8902. 
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A either Iliett nor Pike el-aimed the Felt invention. 


Pelt, however, had spoken—in the “Chicago Tri¬ 
bune Article” in 1890, in tlie “Prospectus” and the 
“Pamphlet” and the “Circular” distributed through 
succeeding years, in the letters written about his 1890 
Machine, in the frequent exhibiting of it at his fac¬ 
tory, in the sending of it to Boston late in 1894. And 
neither Iliett nor Pike attempted to claim the inven¬ 
tion, but contented themselves with claims limited 
to specific constructions that Felt neither showed nor 
claimed nor could claim. 

That Iliett did not cl aim the invention is expressly 
admitted by defendant’s expert, Mr. Browne, as fol¬ 
lows (Rec., 427):— 

“ There is no claim in the Iliett patent which 
is directed to the laterally movinq earriaqe at 
all” 

As to the Pike patent, Ah*. Browne first said: 
“Pike had no claim which teas directed to the sub¬ 
ject-matter of [Felt's] claim” (Rec., 426), and then 
afterward (Rec., 427) expressed doubt as to whether 
the broadest of Pike’s claims could be construed as 
for the invention. That such construing would be 
wrong, and Air. Browne’s first-quoted statement 
right, is however, evidenced in several ways. First, 
if so construed the Pike claims would be void on their 
face because anticipated by the disclosure in the 
TTiett patent, which was prior to Pike. Second, the 
owners of the Pike patent, the Burroughs To., have 
never sued Felt for infringement of it but on the con¬ 
trary have taken a license under the Felt patent. 
Third, Air. Pike himself has expressly declared that 
his claims are so limited as to avoid the TTiett patent 
for the same reason that would also distinguish them 
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from the specific construction on which Felt’s gen¬ 
eric claims, broad enough to include both Hiett and 
Pike, are based. As to this, the testimony of Mr. 
Felt and the declaration of Mr. Pike himself are in 
agreement, and appear of record from the following: 


Felt made claim broadly to the invention with no 
regard to the special construction of the parts ex¬ 
cept in so far as the parts were absolutely necessary 
to distinguish the real invention from the prior art. 
He claimed the genus. Pike, on the other hand, 
made a limited claim confined to a species of the 


genus. 


A letter dated November 9, 1900, from the paten¬ 
tee, Pike, himself, to Langhorne, president of the 
American Arithmometer Company, is found at Rec., 
1208-1212. Mr. Pike is speaking about the Hiett pat¬ 
ent machine, which, it will be remembered, in regard 
to the construction of the paper carriage in these re¬ 
spects, is like the machine of the Felt patent and 
Felt’s 1890 machine; that is to say, in not having 
a laterally movable platen, but merely a stationary 
hammer device (Hiett showing one stationary ham¬ 
mer and Felt a gang of stationary hammers) be¬ 
tween which and the type the paper is printed. Mr. 
Pike says: 


“Regarding the devices for holding a sheet of 
paper, and means for adjusting it in both of 
the Hiett patents, 1 will point out that in neither 
of these is there ‘a support for a sheet of paper 


adapted to be printed upon, and means for ad¬ 
justing such support sideways to produce par¬ 
allel columns.’ Hiett’s earlier patent shows 


and describes a hammer which is not movable 


laterally, this hammer providing a face for strik¬ 
ing the paper and ribbon against the type, the 
paper being held between the two rolls which 
are simply feed rolls, and which are capable 
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of a lateral movement, holding the paper be¬ 
tween.” (Kec., 1208-1209.) 

And again: 

“The reason 1 have quoted the phrase, ‘A 
support for a sheet of paper adapted to be 
printed upon,’ is because this describes one of 
the three elements in claim 1 on my broad frame 
device.” (Kec., 1182.) 


From this letter it is perfectly clear that Pike’s 
understanding of his tirst and broadest claim is ex¬ 
actly the same as the understanding of Mr. Felt of 
that claim, as stated in the following extract from 
Mr. Felt’s testimonv: 


After quoting claim 1 of the Pike patent, Mr. Felt 
was asked (Ree., 1117-1118) : 

“Now, Mr. Felt, is it true that the claim above 
quoted would cover the 1890 Felt machine or 
the modern tabulator comptograpli, or is it not 
true ? 

A. It is not true. The claim quoted in the 
question would not cover the 1890 model or any 
comptograpli subsequently manufactured. 

R. D. Q. 405. If you can do so, please point 
out any requirement or element or feature of 
construction mentioned in the foregoing claim 
not found in the 1890 Felt machine or the tabu¬ 
lator comptographs subsequently manufactured. 

A. The claim specifies 4 a support for a sheet 
of paper to be printed adapted to be set in dif¬ 
ferent positions opposite the printing type.’ Tn 
the patent the support here referred to can be 
nothing else than the roller F, which is referred 
to in the specification, page 3, linens 23 to 26, as 
follows: 

‘A platen or support for a sheet of paper, 
means for supporting the said platen so that it 
can be set in different positions opposite the 
type. ’ 

In the 1890 model, or any of the subsequently 
made comptograhps, there is no ‘platen or sup¬ 
port’ of this kind, which is one that provides a 
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support to the paper against the impressing im¬ 
pulse of the hammers. The comptograph has 
no platen, nor does, in the comptograph, either 
one of the opposing impressing devices have 
any movement into different position with re¬ 
lation to one another, the type being one and 
the hammers the other of these opposing im¬ 
pressing devices. 

R- D. Q. 406. Tn the machine of the Pike pat¬ 
ent, the roller that forms the platen or support 
for the sheet of paper, and that bears the thrust 
of the type, is made movable across the machine 
and carries the paper with it into different posi¬ 
tions in respect to the printing type. In other 
words, it is ‘adapted to be set in different posi¬ 
tions opposite the printing type,’ so that the 
printing may be done in columns. Is that right ? 

A. les, and acting in each of these positions 
as one of the opposing members in impressing 
or printing operations. 

R. D. Q. 407. In your machine—the 1890 ma¬ 
chine—and the subsequent comptograph tabula¬ 
tors, the opposng devices lietween which the pa¬ 
per is pressed in the act of printing are the type 
on the one side of the paper and the hammers 
on the other side, and these hammers are not 
‘adapted to be set in different positions oppo¬ 
site the printing type;’ is that right? 

A. That is correct. 

Pike’s specific element described in his broadest 
claim as “a support * * * adapted to be set in 
different positions opposite the printing type,” etc., 
is lacking in the Felt machine, as it also is in the ma¬ 
chine of the Iliett patent, and consequently the sub¬ 
ject-matter of the claim is not present. The “sup¬ 
port” for the sheet of paper in the Pike machine is 
the thing against which the printing impression is 
made, in other words, speaking in the language of 
the printing art, it is the “platen.” The thing is so 
called in the specification of the Pike patent, thus: 
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a platen or support for a sheet 
of paper, means for supporting the said platen 
so that it can he set in different positions op¬ 
posite the type.” (Specification Pike patent, 
p. 3, lines 23-2(3.) 

This makes it quite clear that the “support” meant 
is that thing against which the type strike, the pa¬ 
per being interposed between the type and the thing, 
and that this thing must be made movable lateraly 
into different positions “opposite the type.” \\ lien 
we come to examine the Pike machine, looking for 
this thing we find that it is a roller against which 
the paper is held by the paper-supports consisting 
of this roller and another one and other parts; and 
that this roller is made movable into “different posi¬ 
tions opposite the type.” And when we come to ex¬ 
amine and compare the Felt machine we find that al¬ 
though the latter contains feed rollers that hold and 
feed the paper and are used to move the paper into 
different positions opposite the type, these feed rol¬ 
lers do not act as a platen in any case or any sense. 
On the contrary, the printing in the Felt machine is 
not done between the roller or rollers and the type, 
but between a set of opposing hammers and the type, 
an entirely different method and means; and these 
hammers, which correspond in location and function 
to the “platen” of the Pike patent, are not “adapted 
to be set in different positions opposite the printing 
type.” but are confined and maintained permanently 
in an identical lateral relation to said type at all 
times. It is true that hammers are also employed 
in the Pike machine, but they do not operate as a 
platen, but simply to move tin* type and to drive 
them against the paper supported against the platen. 
In the Felt machine the hammers strike the paper 
and force it against the face of the type; in the Pike 
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machine the hammers strike against the other end of 
the type and force the face of the type against the 
paper supported upon the platen. 

Felt's generic claims cover both the species shown 
in the Hiett patent and the species shown in the Pike 
patent; but Felt could not make, because his patent 
drawings did not show any mechanism within, the 
specific claims of either Hiett or Pike. Consequent¬ 
ly there was no interference, and could be none, be¬ 
tween Felt’s application and either of these patents, 
and the talk of one of defendant’s experts about Mr. 
Felt dodging an interference in the Patent Office is 
sheer nonsense. 

Hiett or Pike might have tried to claim Felt’s gen¬ 
eric invention; but thev did not. Felt could not have 
made their specific claims if he had wanted to. 

The reason that neither Hiett nor Pike claimed 
the generic invention was no doubt the fact that both 
had heard of Felt’s 1890 machine, and knew that the 
generic invention belonged to him. Neither Hiett 
nor Pike was called to show the publicity as to Felt’s 
invention had not reached their ears, and it mav 
fairly be presumed that this knowledge furnishes 
the reason for their failure to make the claim. 

The present defendant could claim no benefit of es¬ 
toppel. 

Even if alleged negligence or laches upon the part 
of Felt, or failure to speak when he should have 
spoken, would have estopped him as against either 
Hiett or Pike, there is no estoppel as against the de¬ 
fendant in this case. It is well settled that an estop¬ 
pel in pais operates only in favor of a person who 
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has been misled to his injury, and he only can set 
it up. 

Ketchnm v. Duncan. 96 IT. S. 659. 

John Shillito Co. v. McClung , 51 Fed. 876. 

In re Harris, 57 Fed. 246. 

Hubbard v. Mutual Reserve Fund Life 
A.sso. y 80 Fed. 681-686. 

Scott v. Latimer , 89 Fed. 861. 

In Normand v. Lazar , 20 Gouricks, Washington 
Digest 66 &: 67, it was held by the Commissioner that 
the doctrine of estoppel is applicable only in cases 
between two original inventors. 

The defendant in this case has not attempted to 
show that it was misled by anything Felt did or failed 
to do. It came into the field rears after the issuance 
of the Felt patent and deliberately infringed it. Con¬ 
sequently it is inconceivable that Felt could have 
been estopped as to this defendant, it does not ap¬ 
pear that the plaintiff here did not bring its origi¬ 
nal action against the defendant on the Felt patent 
as soon as the defendant began to infringe, but if 
the plaintiff had delayed for a long period of years 
in bringing the infringement suit against the defend¬ 
ant it would have been no ground of defense. The 
Supreme Court of the l nited States so expressly de¬ 
cided in the Paper Bag Patent Case, 210 F. S. 405. 
The defendant was warned by the decision of Judge 
Kohlsaat that the patent was valid. The decision 
of the Court of Appeals of tin* Seventh Circuit, in 
August, 1906, in the Universal case, in the form of 
a dilemma, that either one of two things seemed 
true, either of which would invalidate the patent, 
was quickly followed by the filing of a bill against 
this defendant in tin* District Court of Massachu¬ 
setts in March, 1907. That case is still pending and 
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from it testimony lias been stipulated into this ease. 
Consequently, the complaint of the defendant in this 
case that it would be inequitable to hold this patent 
valid resolves itself into the contention made by the 
defendant in the court below that localise the Bur¬ 
roughs Company (which is the licensee of the plain¬ 
tiff and which now owns the Hiett and Pike patents) 
has acquired by license and purchase the right to 
use the Felt device, the defeidant also should be per¬ 
mitted to use it, even though the Felt patent is valid 
and the defendant a clear infringer. 


E. 


The Decision of the Court of Appeals in the 
Universal Case is not Res Judicata. 

A decree declaring the invalidity of a patent is in 
no sense a proceeding in rent., and does not prevent 
the same or a different plaintiff from prosecuting a 
suit against another defendant and establishing its 
validity upon different or even the same evidence. 

Rubber Tire Wheel Co. v. Milwaukee Rub¬ 
ber W. Co., 154 Fed. 358-363. 

Societe etc. Pasteur v. Alien, 84 ted. 81J. 


F. 


Since material facts proved in the case at 
bar were not in evidence or passed upon by the 
Court of Appeals for the Seventh Circuit no 
principle of comity requires this court to fol¬ 
low the ruling of that court. 


It is established that the principle of comity does 
not require one Federal court to follow the ruling 
of another Federal court on the question of the va- 
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liility of a patent unless the same questions are 
raised on substantially the same evidence, and where 
material evidence is introduced in the second case 
that is not found in the record in the prior case, the 
ruling of the court first passing upon the validity 
of the patent is considered only so far as it is per¬ 
suasive on the propositions of law announced, as ap¬ 
plied to the particular facts presented. 

Spring v. Domestic Sewing Machine Co., 1) 
Fed. 505. 

Edgarton v. Fnrst <(’■ Bradley Manufactur¬ 
ing Co., 9 Fed. 450. 

Welsbach Light Co. v. Cosmopolitan /. G. 
Co., 100 Fed. 048. 

Haiti old v. ir«\y/crw Manufacturing Co., 
172 Fed. 676. 

Zinsser v. Krueger, 45 Fed. 572. 

The doctrine of comity has been expressly repu¬ 
diated by the courts of the Seventh Circuit so far 
as it is invoked in patent cases. In that circuit, 
where the Fniversal case was decided, it is estab¬ 
lished that each patent suit must be decided on its 
own record, and that a ruling of any other circuit is 
not to be followed as a matter of comity, but is to be 
given weight onlv to the extent that the reason- 
ing may be persuasive as applied to the facts shown 
by the record in the case then at bar. 

Welsbach Light Co. v. Cosmopolitan (l. Co., 
100 Fed. 648. 

In Mast, Foos & Company v. Stover Many facta r 
ing Company, 177 V. S. 485, it appeared that the 
Court of Appeals for the Seventh Circuit had de¬ 
clined to follow the opinion of the Court of Appeals 
for the Eighth Circuit in a patent suit brought by 
the same plaintiff against a different defendant. It 
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was urged that the doctrine of comity required that 
the first opinion be followed. The Supreme Court 
in disposing of this contention as to comity, said: 

“It demands of no one that lie shall abdicate 
his individual judgment, but only that deference 
shall be paid to the judgment of other co-ordi¬ 
nate tribunals. Clearly it applies only to ques¬ 
tions which have been actually decided, and 
which arose under the same facts.” 

It necessarily follows that the decision of the 
Court of Appeals of the Seventh Circuit in the Uni¬ 
versal case on a record which failed to show any of 
the multitudinous facts shown by the record in the 
case at liar concerning the history of the 1890 ma¬ 
chine or concerning Felt’s poverty, sickness, the 
domination of Tarrant, the effort of Felt to secure 
other capital etc., is not a precedent on the propo¬ 
sition that the invention of 1890 was abandoned. 


G. 


The decision of the court below was based 
upon a misapprehension of the law. 

Judge Anderson, in his opinion, quoted from the 
decision of the Court of Appeals in the Universal 
case, and then discussed the contention of appellant 
that the new record in the case at bar was entirely 
different from the record in the Court of Appeals on 
which the Universal case was decided, lie disposed 
of appellant’s contention in the following para¬ 
graph : 

“This whole contention of the plaintiff is 
based upon a misapprehension of the law and 
of the decision of the Circuit Court of Appeals. 
The ‘inaction’ to which that Court referred was 
the inaction of Felt in applying for a patent. 
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Not only does the present record not disprove 
that fact, but it emphasizes it by disclosing that 
Felt patented every other adding machine im¬ 
provement devised by him except tiiis one, and 
he might have included it in any one of the six 
patents that he took out in the meantime. The 
legal conclusion seems to be irresistible that 
Felt abandoned the patenting of this invention 
until another had made the invention and se¬ 
cured a patent disclosing the same, in conse¬ 
quence of which he is, in lau\ treated as having 
abandoned the invention to the public.” 

To support his conclusion that there was a legal 
presumption of abandonment from the eight years’ 
delay in tin* application for a patent, he cited Ken¬ 
dall v. supra , Bates v. Coe,}supra, and Bach¬ 

man v. Wood, 15 App. 1). (’. 484-501. The quotation 

from Bachman v. Wood which the court evidently 

•< 

thought fitted the case was as follows: 

“The first applicant was found to be the true 
first and original inventor of his own special 
device, and apparently the first inventor of any 
device of the kind. The second applicant was 
likewise found to be the true first and original 
inventor of the special device stated in his ap¬ 
plication. But, this being the order of inven¬ 
tion, the second applicant could not, under any 
principle of law or any theory of justice, be al¬ 
lowed the broad claim which would have domi¬ 
nated the invention of his predecessor in the 
field: and neither could that predecessor be al¬ 
lowed the broad claim for the reason that he 
had not advanced it before the arrival of the 
other party on the field of invention.” 

The doctrine of Kendall v. Winsor and Bates v. 
Coe, as clarified by this court in Mason v. Hepburn 
and succeeding cases, has been already shown to be 
wholly inapplicable to the case at bar, because the 
doctrine of diligence is applicable only where there 
has been no reduction to practice, and because delay 
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of the first inventor who has reduced to practice con¬ 
fers no benefits upon the subsequent inventor, in the 
absence of a designed suppression 01 concealment 
of the invention. 

It remains to la* considered whethei the lo\\< i 
court was not misled in its conclusions that He< li¬ 
man v. Wood controlled the case at bar. Counsel for 
the defendant evidently thought it had no hearing 
because they did not cite it in their brief in the court 
below. The case was an interference suit between 
two inventors, neither ot whom had reduced their 
inventions to actual practice. The case held that 
the first applicant who restricted himself to a nar¬ 
row claim for a specific device was not entitled to 
broaden the claim by amendment after another had 
subsequently applied for a patent upon a narrow 
claim that would have been controlled by the amend¬ 
ment of the prior application. The decision was 
not fully understood at the time it was handed down, 
and occasioned some contusion in the Patent Office 
practice relative to declaring interferences. P>ut 
in a number of subsequent cases this court ex¬ 
plained that the doctrine of Beckman v. Wood is 
only applicable where the first inventor not only 
faiis to make tin* broad claim, but fails to describe 
its subject matter in his original application, that 
where the machine is broadly described, but nar¬ 
rowly claimed, in the first application, the applicant 
can amend and broaden his claim as against a sub¬ 
sequent intervening applicant. And the rule is the 
same without reference to any intervening appli¬ 
cant. An applicant is never entitled to amend his 
application in the Patent Office by claiming new mat¬ 
ter, matter not disclosed in his original application, 
so as to dominate an interference. See Layer v. 
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lhownina, 21 App. I). C., 206, stating this to be the 
proper meaning of Beckman v. Wood . And to the 
same effect, this court said, In re Scott, 25 App. D. 
0. 307, at page 311 : 

“As we understand the position of the ofliee it 
is to the effect that, while amendments of claims 
and the introduction even of new claims are 
freely allowed, provided that they are disclosed, 
and there is a proper basis for them in the orig¬ 
inal specifications or drawings, yet no such 
amendment or addition shall be allowed, when 
the proposed amendment or addition involves 
new matter not so disclosed in the original ap¬ 
plication. (iting Beckman v. Wood and other 
cases. 

“The reason for the rule is that intervening 
rights may have accrued which may be greatly 
affected by the allowance of such amendment or 
addition, as indeed would very clearly be the 
case in the present instance, inasmuch as the 
* i ^ i i i i » in question had been patented to 
Ooss during the pendencv of the present appli¬ 
cation/ J 

The reason for refusing an amendment of claims 
by the insertion of matter not originally disclosed is 
that an amendment, and even a divisional applica¬ 
tion, dates back to the filing of the original appli¬ 
cation. 

In Lot z v. Kenney, 31 App. T). 0. 209, Bur yea v. 
Bice, 28 App. I). C. 423-435, and Hillard v. Brooks , 
23 App. I). C. 526, it is held that where an amend¬ 
ment or divisional application is made it dates back 
to the original application, so as to give the appli¬ 
cant the benefit of the original filing date as the date 
of his const metier reduction to practice. It would 
consequently 1><» manifestly unfair where two parties 
rely upon constractive reduction to practice to give 
the first applicant priority as to matter not dis- 
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closed in his original application. If lie desires to 
claim matter not disclosed in his original applica¬ 
tion lie must file an entirely new application, the 
date of which will govern as to the new matter in 
determining constructive reduction. That the rule 
of Beckman v. Wood has no bearing in cases of new 
applications is clear from In re Scott, supra, where 
this court said, after discussing Beckman v. Wood: 

“We understand also that an applicant ad¬ 
vancing such claims is not precluded from pre¬ 
senting them in a new and distinct application 
if he so desires.” 


That Beckman v. Wood has no application to the 
case at bar is manifest also from McBerty v. Cook 
(hereinabove discussed at length), and numerous 
other decisions of this court above cited, where the 
senior applicant was granted the patent by reason of 
his prior actual reduction to practice. 

The court below, in relying upon the statement of 
Beckman v. Wood, that the second applicant could 
not under any principle of law or any theory of jus¬ 
tice be allowed the broad claim which would have 
dominated the invention of his predecessor in the 
field evidently failed to understand the distinction 
that is made in the cases between actual and con¬ 
structive reduction to practice, and that Beckman v. 
Wood bears only on the latter. The tlieorv of the 

•• e 

lower court, therefore, that abandonment and loss 
of the right to patent followed as a legal conclusion 
from Felt’s delay and the issue of theHiettand Pike 
patents is obviously not supported by either rea¬ 
son or authority, and is shown to be untenable bv a 

• 

multitude of cases many of which have been quoted 
in the preceding pages. The court below evidently 
did not consider it necessary to pass upon the evi- 
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deuce showing that Felt had not abandoned or con¬ 
cealed his invention, but- based its conclusion wholly 
upon a misconception of the law. We have shown 
that after reduction to practice, and in the absence 
of concealment, no diligence is required under any 
section of the patent law, except that the application 
must be filed within the period of two years after 
the invention has been put in public use or on sale, 
described in a printed publication or patented to an¬ 
other; all of which contingencies are out of the pres¬ 
ent case. There is indeed one statement of fact in 
the opinion of the court below which has bearing on 
the question of Felt’s diligence. The court did say 
that Felt patented every other adding machine im¬ 
provement devised by him except this one, and that 
he might have included it in any one of the six pat¬ 
ents he took out in the meantime. But this is a mere 
error of mechanical fact, as we have fully explained 
in the Statement of the Case, at pages 36-37, supra, 
and, moreover, fails to take into consideration our 
other showing of the circumstances under which Felt 
was situated with respect to the 1890 machine. 

H. 

The Invention Was Not in Public Use or on 

Sale More Than Two Years Before the Ap¬ 
plication. 

This proposition was adjudicated in favor of tin* 
Felt patent by Judge Kohlsaat in the original Uni¬ 
versal case, and his decision on this point has never 
been overruled. The reason that the invention was 
not on sale is that Felt never offered to sell the 
1890 machine, but merely offered to build and sell 
machines like it. In other words, he offered to enter 
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into executory contracts for the building and sale of 
devices not then in being, which were to be modeled 
or copied from the 1890 machine. 

It is said in Walker on Patents, 4th Ed., Section 
9b, that where a specimen of an invention is built 
or made to order it is not “on sale” till it is com¬ 
pleted, delivered and accepted, citing Campbell v. 
New York, 36 Fed. 261. 

In McCreery Engineering Co. v. Massachusetts 
Fan Co., 195 Fed. 498, the Court of Appeals for the 
First Circuit said, page 501: 

“We are of the opinion that proof of a mere 
contract to construct from plans and to deliver 
in future a machine or manufacture not proven 
to have been previously completed, falls short 
of proof that the machine or invention was ‘on 
sale. ’ The distinction between an executory con¬ 
tract to construct and to pass title in the fu¬ 
ture and putting an article ‘on sale’ is substan¬ 
tial, and is not merely one of the ‘witty diver¬ 
sities ’ of the law of sales. Especially is that 
distinction important when such an executory 
contract is for the manufacture or construction 
which constitutes the first reduction to prac¬ 
tice. ’ ’ 

On page 502, the court said: 

“In Norfolk & West. Ry. Co. v. Sims, 191 IT. 
8. 441, 447, 24 Sup. Ct. 151, 152 (48 L. Ed. 254), 
it was said: 

‘A sale really consists of two separate and 
distinct elements: First, a contract of sale 
which is completed when the offer is made and 
accepted; and, second, a delivery of the prop¬ 
erty, which may precede, be accompanied by, 
or follow the payment of the price, as may have 
been agreed upon by the parties. ’ 

Both in Sections 4920 and 4886, Rev. St. (IT. 
S. Comp. St. 1901, pp. 3394, 3382) the words 
‘public use or on sale’ are coupled together. 

There is authority for holding that an offer 
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to soli a completed article puts the article ‘on 
sale’ at the time ot the offer. Upon this ques¬ 
tion, however, we reserve our opinion, for there 
is reason to douht whether an otter to deliver 
an article at a future time is in substance a 
putting on sale before the time of actual deliv¬ 
ery. ’ ’ 


Even assuming that an offer to sell a completed 
article puts it on sale, there was no such offer of the 
sale of the completed 1890 machine. Consequently it 
is unnecessary to determine whether the mere offer 
to sell a completed, existing article is a putting on 
sale. 


The latest case on the subject of “on sale” is 
Daniel Green Felt Shoe Company v. Dolgeville Felt 
Shoe Company, 205 Fed. 745, decided June 11, 1913. 
The court said, pages 752-753: 


“The patent in suit was applied for July 1, 
TJ07, and going back two years to July 1, 1005,’ 
we have no sample or samples of this shoe made 
or made and sold prior to that time. There 
was some advertising done. This is an offer 
to sell, a bid for customers, but is not a sale. 
National Co. v. American Co., 178 Fed. 83 101 
C. C. A. 560 (C. C. A., 2d Circuit); McCreery 
v. Mass. Fan Co., 105 Fed. 502, 15 C. C. A. 408 
(C. C. A., 1st Circuit); Norfolk £ Western Ry. 
Co. v. Sims, 101 U. S. 441, 447, 24 Sup. Ct. 151, 
4S Ij. Ed. 254. 


It is undoubtedly true that the making of this 
shoe was experimented with for a considerable 
length of time, and that the proper process of 
manufacture was in an experimental stage for 
some time. In all probability some experimental 
shoes were made during this time. Probably 
there came a time when having made a success¬ 
ful shoe, as the patentee believed, he made up 
his mind to place them on the market for sale, 
and they were advertised as a matter of course 
and very likely samples mere shown. Many 
hundreds or thousands of pairs may have been 
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actually made prior to July 1, 1905, with intent 
to sell, but all this would not establish prior 
public use or prior sale or prior public use and 
sale. See cases cited. 

Use must l>e a public use and not merely ex¬ 
perimental. Sale must be for the purpose of 
parting with title to another, and title must be 
parted with. One well proved instance of prior 
public use or sale is as good as one hundred. 
The question here is, has this defendant sus¬ 
tained the burden of proving beyond reasonable 
doubt prior public use and sale or either by 
others? Defendant’s witness, Spoar, says that 
usuallv orders are taken say in Januarv or Feb- 
ruary for shipment in September or October. It 
is not strange then that Green was advertising 
this slipper in February and March for actual 
sale and delivery after Julv 1, 1905.” 

The court held that notwithstanding the advertis¬ 
ing of articles for sale more than two years prior to 
the application for the patent, the article was not 
in public use or on sale within the meaning of the 
statute. 

The decision of the Commissioner of Patents in 
Ruddick v. Milliken, 72 O. G. 1651, in 1905, is in 
point. There an executory contract of sale of a 
fire alarm box as part of a fire alarm system to l>e 
installed bv the seller was made, but nothing was 
done evincing an intention on the part of the seller 
to transfer to the buyer a fire alarm box except 
upon the executory contract, and it was held that 
though the fire alarm box was completed, tested 
and readv for immediate use at the date of the con- 
tract, it was not on sale within the meaning of Sec¬ 
tion 4886 of the Revised Statutes. The Commis¬ 
sioner quoted from Campbell v. Mayor of New York , 
36 Fed. 260, as follows: 

“An order for the construction of an engine, 
accepted, would not make a sale of it. If the 
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terms of the order were such that the construc¬ 
tion, as it progressed, was for the city, and the 
maker merely furnished the labor and materials 
which became the property of the city when 
used, the city itself would construct the engine, 
and there would be no purchase of it by, or sale 
of it to, the city, and nothing, in the view now 
taken in the effect of construction, to affect the 
right of the inventor to a patent until there was 
use of the engine by the city. And if the terms 
were such that the engine remained all the while 
the property of the maker as it was being built, 
a passing of the title afterward would be nec¬ 
essary to make a sale to the city. * * * It 

would be the property of the maker when for¬ 
warded, and delivery to and acceptance by the 
city would l>e necessary to make it the property 
of the citv.” 

The Commissioner distinguished 

Burton v. Town of Grenville , 3 Fed. Rep. 
642; 

Plimpton v. Winsloic, 14 Fed. Rep. 919; 

Kells v. McKenzie , 9 Fed. Rep. 284, 
by saying: 

“In each of these cases tin* thing found bv 
the court to be on sale was an article or ma¬ 
chine actually existing in a complete and mer¬ 
chantable form, ready for the market and foi; 
use. All of these oases differ from that of Rud- 
dick, whose company simply contracted with the 
City of Wausaw to do work and supply mate¬ 
rials, among which were to be commercial boxes 
not then made, but based upon the idea of de¬ 
vices embodied in the two models which were 
there exhibited.” 

Discussing Hannon v. St ruthers, 57 Fed. 637, the 
Commissioner said : 

“The court held that a patent for a reversed 
gear for steam engines was not invalidated by 
the fact that the engine equipped with the 
patented device had been sold more than two 
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years prior to the filing of the application for 
the patent, upon the ground that the device had 
to be tested by practical work in the oil field. 
The court, referring to Graham v. McCormick, 
supra, said: 

‘ If necessary in making tests, an inventor may 
sell a machine on trial so as to get it fully and 
fairly tested by practical use by the class of 
persons for whose use it is intended, and such 
sale or use, even for more than two years if 
made for the purpose of practical test, will not 
invalidate the patent.’ 

But in the case at bar, although the invention 
was being tested, no sale or offer for sale waa 
made. The whole time the system was being in¬ 
stalled and during the practical tests the boxes 
and all other material remained in the posses¬ 
sion of the constructors and did not become the 
property of the City of Wausaw until the sys¬ 
tem was completed, tested under the supervision 
of the city committee, and the system accepted 
and fin a 11 v turned over to the city in August. 
1888.” 


Plimpton v. Winslow, 14 Fed. 921, relied upon bi 
the defendant in the court below to prove that the 
1890 machine was on sale because Felt offered to 


make machines like it, was a case in which the evi¬ 
dence clearly showed that skates, which were the 
subject-matter of the invention there involved, had 
been manufactured in large numbers, and were in 


existence ready for sale at the time an advertisement 
containing a price list was published. The court 
held that the offer to sell these skates put them on 
sale. 


The same situation was disclosed in Burton v. The 
Town of Grenville, 3 Fed. 642. It not only is very 
doubtful whether mere offer of sale of a completed, 
merchantable device puts the article offered on sale, 
though the two foregoing cases seem to support the 
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proposition, but there is no case in the books hold¬ 
ing that an offer to manufacture and sell ma¬ 
chines to be made on the plans of a hand-made ma¬ 
chine either puts the invention in use or on sale. 


Felt Tabulator an Invention of High Order. 

This invention is one of great importance and 

value in the art to which it belongs. The tabulator 

or wide-irame adding machine was something much 

needed. Before its advent the printing of the 

lists ot amounts was done upon a narrow tape or 

ribbon ot paper, almost impossible to file away with 

other papers, or to consult at a future time, or to 

send hv mail, or to make any other use of in the wav 

%/ 

s are used. It was worse 
than an ancient roll of papyrus intruded into mod¬ 
ern business methods, for the ancient roll at least 
had some width, and was of a material that would 
not set like a spring when rolled and so coil up like 
a shaving when unrolled and cause endless annov- 
ance and trouble to a would-be reader. The need 
was plain, and all that had been done to relieve it 
was to suggest that the ribbon record might be cut 
up into short lengths and pasted in columns on a 
wide sheet of paper for filing away, and this was the 
only practical thing ever attempted; of course, such 
a remedy was almost as bad as the disease. 

The improvement in the art is not only important, 
but the change made was one that clearly involved 
invention of the highest order. 

It is very easy to say, flippantly, as was said in 
argument, that Felt did no more than to put an old 



Tabulator an Invention of High Order. 


121 


typewriter carriage on an old adding machine. But 
the record completely refutes such a fiction, and em¬ 
phatically corroborates the legal presumption cre¬ 
ated by the grant of the patent. 

The evidence shows that various inventors en¬ 
gaged in the effort at different places to make a 
machine that would do this work failed to accom¬ 
plish the result. Thus at the very outset Mr. Felt 
says that the first idea he had of a listing machine 
was to make it with a broad frame to print the 
amounts in parallel columns on a wide sheet of pa¬ 
per, but that when he came to think of it, the diffi¬ 
culties were so great that he turned away and adopt¬ 
ed the narrow ribbon of paper in his first listing 
machine. Mr. Felt savs: 

‘‘This performance calls to mind the fact 
that naturally my first thought of an adding 
listing machine of any kind was based on print¬ 
ing on an ordinary sheet of paper, but when I 
came to consider all of the difficulties in the way 
of making a machine which would both add and 
print numbers on a wide sheet of paper and 
preserve their arithmetical relation to one an¬ 
other, the problem of devising an adding ma¬ 
chine with suitable printing mechanism, which 
would work in co-operation with mechanism for 
controlling a sheet of paper which could be 
moved and controlled in various positions to 
print a multiplicity of vertical parallel columns 
on tlm same sheet, seemed too great for solu¬ 
tion; so I simply, in the first instance, adopted 
the plan of printing on a piece of paper fed off 
the roll. I guess the same problem looked to 
others the same as it did to me, because Mr. 
Burroughs took the same easier way out of the 
difficulty that I did, by making a machine to 
print off a roll of paper, and so did Mr. Henry 
Pottin, the first man to construct an adding list¬ 
ing machine.” (Bee. 1163.) 

Of course, Mr. Felt did afterwards build his 1890 
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machine as wo have soon, but it was approached by 
him as a difficult task and a most serious problem. 
Mr. Pottin and Mr. Burroughs, like Felt, both, at 
first, evaded the problem. However, Burroughs, 
subsequent!} did lake it up and made a long con¬ 
tinued and serious effort to solve it. And though 
this effort of Mr. Burroughs took place after Felt 
had devised the successful plan of printing from 
side-by-side type by use of the multiple independ¬ 
ent t\pe-hammers instead of the* single hammer or 
platen, Burroughs seems to have gone back to the 
old I ot1 111 method of the swinging roller platen in 
his w id e-frame machine called the ‘‘clothes wring¬ 
er/' By so doing In* got rid of the complication of 
the multiple hammers and their connecting parts, 
but he encountered even greater difficulties in an en- 
dea\ or to make such a structure, as he was then 
obliged to adopt, print at all. For his roller-platen 
would be a long one, necessarily longer than the 
width of this wide sheet of paper, and with such 
a thing printing upon side-by-side type would, of 
course, be impossible for reasons already above 
noted in another connection. So it is not strange 
that Burroughs, after struggling for years with an 
unsolved problem, finally failed or died before he 
could succeed. That the wide-frame attempt of Bur¬ 
roughs was of the character above indicated, ap¬ 
pears from Mr. Wyeth’s testimony. Mr. Wyeth is 
the son of the man who at that time was president 
°f f ,1( ‘ Burroughs concern and in a visit to tin* fac¬ 
tory saw the “clothes wringer” machine. He savs: 

(«?* 1 '*■ Hi ( i you see this earlv machine which 
is the machine that Pike in his letter speaks of 
as the ‘clothes wringer’, at any time? 

A. I recall seeing this machine, T think, 
once, w hen at the factory of tin* American 
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Arithmometer Company. »Just when it was I 
saw it, I cannot definitely state. 

Q. 14. Can you state whether or not the 
printing was done after the Pottin method with 
a platen to strike the gang of types, or after 
the Felt method with the multiple individual 
type-hammers? 

A. I cannot state definitely, for 1 did not ex¬ 
amine the machine closely, but inasmuch as my 
recollection is that the platen moved back and 
forth as well as laterally, T should judge this 
movement was for the purpose of printing after 
the form of Mr. Burroughs’ earlier attempts, 
in imitation of the Pottin method.” (Bee. 1221.) 

Of course, the double motion of the roll could be 
for no other purpose and the fact is therefore quite 
clear from the evidence that the “clothes wringer” 
machine of Burroughs was provided with printing 
means of the Pottin style. Pike used the Felt mul¬ 
tiple independently acting individual type-hammers, 
one for each of the side-by-side type-segments, and 
so have all the wide-carriage machines since manu¬ 
factured by the Burroughs concern. (Bee. 1221.) 

Felt and Burroughs were not the only ones who 
endeavored to solve this difficult problem. Mr. 

AVvetli savs: 

• • 

“During the years 1894 to 1898, 1 heard ru¬ 
mors of a number of parties who were attempt¬ 
ing to adapt a wide carriage to the roll-paper 
adding machine. The onlv one of them I ever 
came in personal contact with, was that of a 
man in Cleveland, Ohio, who was repair man for 
the Burroughs machines in that city. Platt 
was his name, as 1 recall it, and T think the full 
name was C. IT. Platt. Cleveland being a part 
of my territory, as sales agent of the Arith¬ 
mometer Company, Mr. Platt at one time 
showed me a device which he had made for put¬ 
ting a wide carriage on the Burroughs ma¬ 
chine. This device, as T recall it, took the form 
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of a long circular frame or cylinder, probably 
two or three feet long, and open at the ends. 
He attached this to the rear of the Burroughs 
machine and got his sheet of paper into it by 
rolling it backwards, as 1 recall the matter. 
The device was exceedingly crude and, in my 
judgment, clumsy and impracticable. 

Q. lb. What was ever done with this device, 
if you know? 

A. So far as I know, nothing was ever done 
with it.” (Rec. 1221-1222.) 

In addition to Burroughs and Platt, to say noth¬ 
ing of the rumored others, we have Mr. Pike at¬ 
tempting to make such a machine and failing. For 
the first six machines that he made tentatively, and 
which were certainly of two different kinds and pos¬ 
sibly of more kinds than two, were all defective, and 
have had their wide carriages destroyed, as we have 
already noted. 

Thus it is clearly shown that a number of skilled 

men tried unsuccessfully to do this thing. If the way 

to do it had been obvious these men should have* 

encountered no difficulty. And that they failed 

• • 

shows that the thing was not obvious, and if not it 
certainly involved invention, for invention or dis¬ 
covery is nothing more than solving the problem the 
solution of which is not obvious. 

Further, an examination of the thing done by 
Felt—that is to say, an examination first of his 
earlier roll-paper machine and secondly of the 
wide-frame machine, or tabulator of 1890—will sat¬ 
isfy any mind that it did involve an enormous 
amount of study and ingenuity to apply the wide 
frame to the old machine. In the old roll-paper 
machine (see “Complainant’s Exhibit Roll-Paper 
Machine”) you will find the printing apparatus 
placed up above the adding mechanism and at the 
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rear of the machine, in such position that the print¬ 
ing is visible to the operator while he is at work. 
Perhaps this visibility of the work is not an absolute 
necessity, but, at any rate, it is a very desirable 
thing in such a machine, since it prevents the op¬ 
erator from losing track of bis work. It will be 
seen that the printing is done by a gang of type- 
segments and a corresponding gang of type-ham¬ 
mers, the paper passing between these two gangs 
so that it shall he between the type-segments and 
the type-hammers. Each of these gangs must be 
connected to the lower and forward part of the ma¬ 
chine; the individual side-by-side type-segments re¬ 
quiring to be connected, each segment separately, to 
the adding-mechanism so that each segment will be 
automatically caused to present at the printing-line 
the same type-figure as the corresponding numeral- 
wheel in the front part of the machine presents to 
the reading-line there; and the individual type-ham¬ 
mers each must be. separately connected to the low ei 


part of the machine so that the printing blow may 


automatically be cause< 


l to strike at each of the type 


presented side-by-side at the printing line. This re¬ 
quires, as will be readily understood, a forest of 
connecting rods, levers, etc., extending from the 


printing devices down to and connecting With the 
lower part of the machine. It was not so difficult 
to lead a narrow ribbon of paper into printing 


position in this machine—the ribbon of paper being- 
held securely at one end on a small roll or spool,— 
since this only meant to thread the paper to position 
where it would subsequently take care of itself, lat- 


ral movement of the roll being unnecessai). but 


when we undertake to bore a great hole through all 
of these levers, connections, etc., from one side of 
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the machine to the other, as though one tried to 
shoot a cannon ball through a clock without disar- 
langing its mechanism, a different proposition 
is presented. Yet this is about what Mr. Felt 
was required to do, and did, in reorganizing 
his older roll-paper machine and adapting the 
w ide frame thereto. Examine the machine and 
see how he did this thing and you will be as¬ 
tonished at the multitude of difficulties he encoun¬ 
tered and overcame. You will feel it amazing that 
lie could have done it at all; anyone will feel this 
who has had any experience whatever in such 
matters. ()f course, there are some people who 
can never see any difficulty in the doing of a thing 
alter it is done. To such minds Tennyson’s “Clari- 
bel low-hoth is so rythmical simply because lie 
couldn’t help making it that way: Wagner’s Niebe- 
1 ungen Lied came that way just as water flows down 
hill: Dumas’ Trois Mousquetaires simply fell into 
shape: The Code Napoleon just gathered itself to¬ 
gether naturally. Such is the critical mind; but the 
critical mind never produces anything itself, and 
the a\ oi'ld would not miss it if it had never blos¬ 
somed. The ordinary healthy minded man knows 
that difficulties did exist and must have been encoun¬ 
tered and overcome, and that it required something 
more than the faint breath of summer to conquer 
them. As to just what it was in detail that Felt did, 
we cannot take time or space to state here, for it 
would require a long chapter. But it so happens that 
on cross-examination he was asked (R-X-O. 481, 
Jut. 1152), “ What were the changes in the adding 
mechanism that were necessitated by the introduc¬ 
tion of the late rally-movable paper-carriage into the 
machine?” And a description by him of these 



Tabula for an Invent ion of High Order. 127 


changes alone covers about four pages of the print¬ 
ed record (Roc. 1152-1156), and is forcibly corrob¬ 
orated by Mr. Turck (Rec. 823-842). And this only 
touches the changes in the adding mechanism and 
does not encounter the further difficulties in the 
problem that begin where these leave off. 

It may be said, for it has already been suggested, 
that to apply the wide-frame carriage to the Felt 
roll-paper machine was in fact a much more difficult 
thing than it would have been to apply it to some 
of the modern machines, as it has been applied. 
And no doubt this is true, for the simple reason 
that the said modern machine was built long after 
the wide-frame machine was a well-known device, 
and built from the first with the wide-frame carriage 
in view. Yet we find that both Burroughs and Pike 
met with very serious trouble also in their attempts 
to put a wide-frame carriage on the Burroughs ma¬ 
chine. But no matter about that, because Felt had 
his own difficulties to overcome and is entitled to full 
credit for overcoming them. He could not change 
his environment, a part of which consisted in the 
character of the older machine he was improving, 
the only practical printing adding-machine then in 
existence (as we detailed in our Statement of the 
Case),—and his merit must rest on the accomplished 
fact, the completed machine that he was the first to 
produce. When we look at the first grain-binder, 
the complexity of its ponderous and multiple con¬ 
struction and intricate mechanism appears absurd 
as compared to the light and simple machine of to- 

dav. But that is the wav things are produced by 

• • 

men. The first one who tackles the job has nothing 
to look at and nothing to work on but a figment of 
the imagination, an airy image that floats uncertain 
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before his miii< 1. And lie is at a great disadvantage 
because lie lias to use a part of his brain to hold this 
uncertain image constantly before him, and so his 
mind works, as it were, with only one hand and awk¬ 
wardly and slow. The next man, who can see an 
actual machine before his eyes, has a much easier 
job of it, of course, and he can throw away much 
that has been unnecessary and plan long in advance 
and does not have to relv so much on the cut and 

trv method. 

•• 

Thus it is plain that Felt made a valuable 
and important invention, which lies at the founda¬ 
tion of the complainant’s right. And this has not 
been seriously doubted hv anyone who has really in¬ 
vestigated the subject. Indeed, the fact that Felt 
was able to accomplish the task of applying the 
wide-frame carriage to the roll-paper machine in 
the short space of “three or four months” wrung 
this tribute of admiration from one of his bitterest 
adversaries: 

“Here, indeed, was diligence—diligence of 
the highest order, considering the nature of the 
task and tin* work required, as described bv 
Felt.” 

It would be unfitting to close* this subject without 
referring to a very striking fact in connection with 
the early or 1890 Felt machine upon which his rights 
are founded. And this striking fact is that no im¬ 
provement of any moment, in the handling of wide* 
sheet-paper work, has ever been made upon it by 
any one except Mr. Felt himself. Mr. Felt made 
two important improvements on the wide-frame 
paper carriage: One the automatic sheet-end lock¬ 
ing-mechanism that prevents the sheet of paper 
from feeding out of the rolls, and the other the 
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sheet-return for automatically returning the sheet 
of paper after the completion of one column to pres¬ 
ent its upper end for the beginning of the next col¬ 
umn. No other improvement of note has been made, 
the small advances indeed being principally con¬ 
fined to features that render tin* handling of carbon 
paper somewhat easier. All the modern machines 
have practically effected nothing more than did 
Felt’s wide-frame carriage in his 1890 machine. Of 
this Mr. Felt says: 

“The more I handle and examine into this 
1890 model, the more surprised I am and im¬ 
pressed with the fact that during the eighteen 
years since this 1890 model was made there have 
been almost no improvements over the 1890 
model developed, as far as the handling wide- 
paper work is concerned. What have been made 
pertain more directly to facilitating the use of 
carbon paper, and the devices invented and pat¬ 
ented by me, one to make it impossible, in the 
ordinary use of the machine, to feed the paper 
clear out of the back of the feeding rolls, and 
the other to provide a quick automatic return 
for the paper after completing one column pre¬ 
paratory to start another. These last two fea¬ 
tures or functions are not found in any other 
adding or listing machine now or heretofore put 
on the market except those made by the Comp- 
tograpli Co. Most of the improvements in 
adding listing machines during that period of 
eighteen years pertain more particularly to the 
adding mechanism. In applying this wide car¬ 
riage when I made the 1890 model, I made it 
work in perfect harmony with the adding and 
printing mechanism of the machine, after mak¬ 
ing the changes in the same, some of which I 
have described in answer to this question, when 
operated by and in connection with the same, 
and have always found the wide-paper mechan¬ 
ism used in the 1890 model susceptible of being 
adapted to work perfectly in connection with 
other forms of adding and printing mechanisms. 
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This 1890 model as it stands today, after the ac- 
ommilation of eighteen years of dust and rust 
and rough handling, will do very good work in 
a very convenient and rapid manner, although, 
oi course, it doesn’t look as pretty as the mod¬ 
ern machines, owing to the type not being so 
perfectly cut as on the modern machine it 
doesn’t print quite as pretty work as the mod¬ 
ern machine.” (Rec., 1151 -i 152.) 

Starting with this solid foundation of right—the 
production of the first tabulator—Mr. Felt, and 
those who stand in his shoes, have lost nothing bv 
an> dehu that could have been avoided and have 
never abandoned the right in any manner, but have 
always prosecuted it with all possible diligence. 

Tn closing our discussion of this Tabulator patent 
028170, we would again remind the court of what 
we specifically pointed out in our opening statement- 
as to said patent,—that both of defendant’s expert 
witnesses who testify about it are compelled to ad¬ 
mit infringement of claim 1 ; and one of said wit¬ 
nesses also admits infringement of claim 4; and 
their contention as to non-infringement of even the 
specific claim 2 amounts to nothing but a play upon 
words. All that we have said as to the patentabil¬ 
ity of the subject-matter applies to each of these 
three claims individually, 1, 2 and 4,—as it is not 
disputed that Mr. Felt’s 1890 machine exemplified 
the invention set forth in each of said claims 1, 2 
and 4. 
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AS TO FELT PATENT 568021 SUED UPON. 

Plaintiff’s prima facie proofs charged the defend¬ 
ant with infringing five claims of this patent 586021, 
namely, claims 21, 47, 48, 49 and 52. 

Upon consideration of the proofs adduced by the 
defendant, it was thought that there might be some 
doubt as to the infringement of claim 21, and so we 
did not press that claim. 

This leaves the four other claims just mentioned, 
claims 47, 48, 49 and 52, which read as follows: 

“47. The combination with the carrying- 
levers and their latches, of devices for moving 
the levers into position for carrying, such de¬ 
vices being also retracted partially immediately 
after thus moving the levers to allow the levers 
released from the latches to escape re-engage¬ 
ment therewith, substantially as specified. 

48. The combination with the carrying-lev¬ 
ers and their latches, of devices for moving the 
levers into position for carrying, such devices 
being also retracted partially immediately after 
thus moving the levers to allow the levers re¬ 
leased from the latches to escape re-engage- 
ment therewith, and a cam device for controll¬ 
ing the movement of said devices for moving 
the levers, substantially as specified. 

49. The combination with the carrving-lev- 
ers and their latches, of the rock-shaft N and its 
pins, and a cam for rocking said shaft in mov¬ 
ing the carrving-levers, and also acting to allow 
it to rock back partially to give opportunity to 
the levers which mav be released from their 
latches to move far enough to escape re-engage¬ 
ment, substantially as specified. 

52. In a calculating-machine, the combina¬ 
tion of the numeral-wheels, the carrying-levers, 
a rock-shaft controlling said levers, and a hand 

device or lever wherebv said shaft is rocked. 

• 

substantially as specified.” 
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Th(‘ subject-matter of* these claims is an ingenious 
feature of flic carrying-mechanisms that “carry 
ten” from one to another of the series of numeral- 
wheels in the adding mechanism of the machine. 
The purpose and function of this feature, and its 
plain presence in the defendant’s machine, are so 
• ^ n i 1 concisely stated in the deposition of 
Mr. Felt, on pages 111 to 124 of the Record, that 
we think we cannot do better than simply refer the 
court to those few pages of testimony. The patent 
itself is found at pp. 1667 to 1688 of the volume of 
“Patent Exhibits,” and the device is particularly 
illustrated on Sheets 12 and 7 of the Drawings of 
the patent on, respectively, pp. 1678 and 1673 of 
said volume of “Patent Exhibits.” 

It may simply be noted that while the defend¬ 
ant’s witness McFarland attempts a very involved 
and wordy discussion (Rec., 210 to 234) of reasons 
why he does not think that the subject-matter of 
these claims is present in the defendant’s machine, 
nevertheless the defendant’s other witness Magrane, 
called a good while later, after the defendant had 
had further time for consideration, discusses these 
same claims on pp. 323 to 328 of the Record and 
does not seem to find any ground for denying that 
the defendant’s machine (which he calls the Wales 
machine) lacks any of the features of these claims 
except the specific shaft “N” named in the one 
claim 40 (Rec., 325); but he is forced to argue that 
the subject-matter of these claims is also found in 
the prior patents to Hopkins and to Wythe. But 
neither the Wythe patent nor the Hopkins patent 
(which will be found respectively at pp. 1401 and 
1587 of the volume of “ Patent Exhibits”) bears anv 
suggestive resemblance whatever to either the ma 
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chine of the Pelt patent or the defendant’s machine, 
the Wythe patent being for an old crude form of 
cash-register, and the Hopkins patent for a mere 
ten-key adding machine instead of the distinct type 
of adding machines to which both the Felt machine 
and the defendant’s machine belong, the type hav¬ 
ing, instead of only ten keys, many separate rows 
of keys, there being a separate row of nine digit 
keys for each order of the machine from the order 
of units up to the orders of millions. And upon 
cross-examination of Magrane, he was obliged to 
admit that the carrying-mechanism itself was of a 
plainly different type in these old Hopkins and 
Wythe devices, while in both defendant’s machine 
and the Felt patent 5680*21 the carrying-mechanism 
was of the type wherein the power necessary to 
move the wheel is stored at the time when the carry- . 
ing levers are latched back into position for carrying. 
(Rec., 351-352.) This distinctive sort of carrying 
mechanism required by both the Felt machine and 
the defendant’s machine, and not required by the 
older and cruder devices of the Wythe and Hopkins 
patent, plainly indicates that these old prior patents 
cannot fairly be supposed to adequately disclose tin* 
real substance of these claims of the Felt patent, 
which deal with the problem of latching and releas 
ing carrying mechanisms that the patent drawings 
show to be of the type wherein the full power for 
the carrying is stored at the time when the carrying- 
levers are latched—and the claims at least furnish a 
solution of that problem satisfactorily enough so 
that the witness Magrane is not able to say that the 
defendant’s machine lacks any of the claimed fea¬ 
tures except one specific element in the one claim 
49. (Rec., 325.) 
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A\o think that upon inspection of the testimony 
above cited, it will he evident that the defendant 
lias not persuasively attacked either the validity or 
the charge of infringement of these four claims, 47, 
48, 49 and 52 of the patent 5(18021 sued upon. 
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AS TO FELT PATENT 661121 SUED UPON. 


This patent (>(>1121 also relates to calculating-ma¬ 
chines, as its title and specifications state, and the 
defendant is charged with infringing the four claims 
37, 38, 39 and 40, which broadly relate to the type- 
hammers of the printing-mechanism of the machine. 

These four claims read as follows: 


“37. The calculating-machine, having type 
and hammers for impressing the paper against 
the type, said hammers having hinged heads, 
made separate from the bodies, actuating- 
springs attached to the heads, and means for 
arresting the heads before the hammers can 
make the impressions, substantiallv as speci¬ 
fied. 

38. In a machine for printing numbers, the 
combination with the type, of swinging ham¬ 
mers having their heads made separate from 
their bodies, springs attached to the heads and 
through them actuating the bodies, and means 
for arresting the heads before the making of 
the impressions, substantially as specified. 

39. In a machine for printing numbers, the 
combination with the type, of swinging ham¬ 
mers composed of hinged heads and hinged 
bodies, the actuating-springs being attached to 
the heads and the heads adapted to actuate the 
bodies, and means for arresting the heads be¬ 
fore the completion of the stroke, substantially 
as specified. 

40. Tn a machine for printing numbers, a 
printing hammer made in two parts and hinged 
together, one part receiving the actuating power 
and imparting it to tli£ other, and being itself 
arrested before the making of the impression, 
substantially as specified. ” 


The substance of these claims, and the plain em¬ 
bodiment of their subject-matter in defendant’s ma¬ 
chine, is concisely and convincingly stated bv Mr. 

7 • c ^ * • 
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Felt on pp. 137 to 146 of the Record, and we think 
we cannot do better than to refer the court to those 
few pages of testimony. The patent itself is found 
at pp. 1714 to 1 SI 1 of the volume of “Patent Ex¬ 
hibits;” and the particular hammer-mechanism re¬ 
cited in the above claims is most plainly shown in 
Fig. 25 on Sheet 11 and the upper right hand part 
of Fig. 7 on Sheet 7 of the Drawings of said pat¬ 
ent, these two sheets of said drawings being found 
on pp. 18(4 and 1799 respectively of the “Patent 
Exhibits. ’ ’ 

In a much earlier patent of his own, No. 441233, 
Mr. Felt has shown a form of printing-hammer de¬ 
vice in which the hammer was all of one piece and 
impelled towards the type by hooking the hammer¬ 
spring directly to the upwardly extending arm of 
the hammer, as shown in Fig. 1) on Sheet 4 of the 
Drawings of this older patent 441233. (See page 
1475 of the “Patent Exhibits”.) And in this ham¬ 
mer arrangement of this older patent 441233, Mr. 
Felt provided that the pull of the spring on the 
hammer should he checked just before the hammer 
struck the type, so that the hammer would not re¬ 
main pressed against tin* type after the printing 
blow had been struck; and this checking of the pull 
of the spring was accomplished, in this old Felt pat¬ 
ent 441233, by a mere knot made in a straight end 
of the spring, near where it was hooked to the ham¬ 
mer arm, so that such knot would come in contact 
with and be checked bv the sides of a stationarv 
member through a slot of which such straight end 
of the spring was passed. This check-knot in the 
straight end of tin* hammer spring in the old pat¬ 
ent 441233 is plainly seen in Fig. 9 of the Drawings 
at the bottom of page 1480 of the “Patent Exhibits,” 
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the knot being indicated bv tbe reference numeral 

O %f 

“48.” But while tins crude device, of merely knot¬ 
ting the hammer spring, relieved the printing pres¬ 
sure on the hammer as soon as the hammer blow 
was struck, it did not insure the hammer dropping 
back positively enough, as soon as its blow was de¬ 
livered, to fully relieve all pressure upon the paper 
that had been printed upon. And to accomplish 
this more definite action, Mr. Felt in his later pat¬ 
ent, the patent 661121 here sued upon, conceived 
and for the first time disclosed the particular new 
hammer construction described in the above quoted 
claims, insuring such action that the adding ma¬ 
chine would print clearly and legibly and the paper 
would not be smeared or otherwise injured by any 
continuance of the hammer pressure after the type 
impression had been made. This new hammer struc¬ 
ture consisted in the simple but effective expedient 
of making the hammer in two separate parts hinged 
together—a hammer-body proper, which was to 
strike the blow, and a hammer-head, which merely 
transmitted power from the hammer-spring to the 
hammer-body, giving the latter its momentum, but 
was itself stopped, in its swinging movement, just 
before the hammer body delivered its blow, though 
late enough to have imparted enough momentum to 
the hammer-bodv to cause the latter to move on and 
strike the required blow and then fall back cleanly 
from the striking point. 

There can be no fair doubt of the infringement. 
The defendant’s witnesses do not denv that in the 
defendant’s machine the hammer springs are not 
hooked directlv to the hammer bodv that actuallv 

• xf • 

strikes the blow, but it is admitted that the power of 
the spring is transmitted to the hammer body 
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through an intermediate sheet-metal piece that is 
hinged to the hammer body and is itself stopped in 
its movement just before the blow is struck, but not 
until after sufficient momentum lias been imparted 
to the hammer bodv to cause the latter to flv for- 
ward and strike the blow and then fall back cleanly 


from the striking point. It is true that defendant’s 
witnesses tried verv hard to make this intermediate 


sheet-metal piece seem something else than it is,— 
bv calling it bv all sorts of other names than the 
word “head” that happens to be used in tin* patent 
claims in controversy. But it nevertheless is the 


head through which power is transmitted from the 
spring to the hammer body and that is itself bin.god 
to the hammer body and stopped or arrested just 
before the hammer body strikes the printing blow. 
The defendant’s witnesses also go out of their wav 
to cite all sorts of remote devices that would never 


be suggestive or helpful in the building of an add¬ 
ing machine,—such devices as car-gongs and door¬ 
bells, which have existed for generations without 
helping anybody to make this improvement in add¬ 
ing machines. And one of defendant’s witnesses, 
Magrane, undertakes to argue that the old Felt pat¬ 
ent 441233 completely anticipates the present pat¬ 
ent Will 21, notwithstanding that, as we have al¬ 
ready stated, the latter patent is Mr. Felt’s own im¬ 


provement on the earlier one of his own devising. 
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IN CONCLUSION. 

In the foregoing brief of argument we have very 
fully discussed the record relating to the Tabulator 
patent No. 628176, because of the great commercial 
value of the invention covered by that patent; and 
we believe that its claims 1, 2 and 4 must be held 
valid and infringed, and the decree thereon reversed. 

We have much more briefly discussed the other 
two patents sued upon, Nos. 568021 and 661121, be¬ 
cause their subject-matter is of far less commercial 
importance than that of the Tabulator patent, but 
we nevertheless believe that the claims of these 
other two patents sued upon must also be held valid 
and infringed and the decree thereon reversed. 

Respectfuly submitted, 

Munday, Evarts, Adcock & Clarke, 
Garnett & Garnett, 

Counsel for Appellant. 

H. N. Low, 

Solicitor for Appellant. 

John W. Munday, 

Henry Love Clarke, 

Eugene H. Garnett, 

Of Counsel for Appellant. 

Hated Chicago, October 9, 1913. 





COURT 


COURT OF APPEALS 
DISTRICT OF COLUMBIA 
FILED 


OCT-27.-. 3T? 



OF APPEALS, 


DISTRICT OF COLUMBIA. 


COMPTOGRAPH COMPANY, 

Appellant , 
vs. 

ADDER MACHINE COMPANY, 

Appellee. 


No. 2583. 

October Term, 1913. 


BRIEF FOR APPELLEE. 


J. B. HAYWARD. 

DRURY W. COOPER, 

Of Counsel. 


CHURCH & CHURCH, 

Solicitors for Appellee. 


C. G. Borgoynr, 12 to 7S Spring Street. New York. 





INDEX. 


l’AGE 


Statement of Case ___ 

The Alleged Improvements Relate to Details Only _ 

The Opinion of the Court Below __—- 

Patent 568,021—Delayed Transfer Patent — - 

Patent 628J76 _____ 

Wide Carriage Improvement Unpatentable in 1890. 
Claim 4 Unpatentable--- 

U | (( 


Non-Infringement of Patent 628,176- 

The Prior Litigation__ 

Abandonment _ 

Felt’s Story___ 

“ Abandonment is Clear.. 

“ “ as a Matter of Law 

Concealment of Invention_ 

Patent 661,121 —--- 

Conclusion- - 





















II 



Table of Cases Cited. 


Page of brief 
where cited. 


Ail am s vs. Bellaire Co., 141 U. S., 539, 542_ 78 

Atlantic Works vs. Brady, 107 U. S., 192, 199_ 6 

Bates vs. Coe, 98 U. S., 31-46_61, 63, 65, 66 

Beclimanu vs. Wood, 15 App. D. C., 484, 501. .63, 65, 66, 68 

Blake vs. San Francisco, 113 U. S., 679, 682_ 23 

Boyd vs. Janesville Tool Co., 158 U. S., 260- 5 

Brooks vs. Sacks, 81 F. R., 403_ _ 38 

Brown vs. Piper, 91 F. S., 37___ 73 

Calcnlagrapk Co. vs. Automatic Co., 187 F. II. 277- 37 

Caverlv vs. Deere, 52 F. R., 760 ---- 38 

Consolidated Co. vs. Wright, 94 U. S., 92 .—67, 70 

Comptograph Co. vs. Burroughs Co., 175 F. R. 787_35, 37 


“ “ “ “ 183 F. R, 321_ 35 

Comptograph Co. vs. Mechanical Co., 145 F. R. 331_ 11 

Curtis vs. Railway Co., 56 F. R. 596, 600- 38 

Coon vs. Wilson, 113 U. S., 277_ 64 

Dunham vs. Dennison Co., 154 U. S., 110__ 64 

Drake Co. vs. Brownell Co., 123 F. R. 86_ 78 

Dreckmaun vs. Brune, 37 App. D. C. 399, 406-8 - 67 

Eastman vs. Mayor, 134 F. R. 844, 851..67, 69 

Elizabeth vs. Pavement Co., 97 U. S. 134_33, 66 

Farmers Co. vs. Corn Planters Co. 128 U. S. 506._ 64 


Felt A Tarrant Co. vs. Mechanical Co., 129 F. R., 386, 


389.... 6 

Gordon vs. Warder, 150 U. S. 47, 52, bottom ... 77 

Goss Co. vs. Scott, 108 F. R. 253, 265_ 29 

Gormully Co. vs. U. S. Agency, 177 F. li. 691-- 37 

Hailes vs. Van Wormer, 20 Wall., 353, 368 - 24 

Hartshorn vs. Barrel Co., 119 U. S. 674 _ 64 

Hasket vs. Maxey, 134 Ind., 182 ; 33 N. E. 358 ; 19 L. 

R. A. 379. 38 

Heald vs. Rice, 104 U. S., 737, 754 ... 29 

Huber vs. Nelson Co., 148 U. S. 270, 283 - 64 

Kendall vs. Windsor, 21 How. 322__62, 63, 64, 65, 66, 68 

Leggett vs. Standard Oil Co., 149 U. S., 292_ 64 

Mahn vs. Harwood, 112 U. S.,354, 360-1.. 39 

Mason vs. Hepburn, 13 App. D. C., 86-56, 65, 70 


Mast Foos A Co. vs. Stover Co., 177 U. S., 485, 488 _ 36 



























Ill 


Page of brief 
where cited. 

Matthes vs. Burt, 24 App. D. C., 265 --— 65 

McBerty vs. Cook, 16 App. D. C., 133- 65 

McCarty vs. Lebigli Valley Ry. Co., 160 U. S., 110, 118, 

119 ....... 77 

McClain vs. Ortmayer, 141 U. S., 419, 427-39, 78 

Miller vs. Brass Co., 104 U. 8., 350--—39, 64 

Morgan Envelope Co. vs. Albany Paper Co., 152 U. 8., 

425, 429....... 31 

Mower, Appeal of, 15 App. D. C., 144- 65 

Myers vs. Fairbanks, 194 F. R., 971, 973 .— 23 

Office Specialty Co. vs. Fenton Co., 174 U. S., 492, 498. 24 

Pennock vs. Dialogue, 2 Peters, 1, 15- 41 

Pennsylvania Co. vs. Locomotive Co., 110 U. 8., 490. __ 23 

Pickering vs. McCullough, 104 U. 8., 310, 317, 318—24,25 

Planing Mach. Co. vs. Keith, 101 U. 8., 479 - 67 

Pope vs. Gormully Co., 144 U. S., 238, 240-2--- - . 77 

Richards vs. Burkholder, 29 App. D. C., 485- 67 

Richards vs. Chase Elevator Co., 158 U. S., 299, 302..24, /3 

Royer vs. Roth, 132 U. S., 201, 204-6- 29 

Reckendorfer vs. Faber, 92 U. S., 347, 355... 24 

Roberts vs. Royer, 91 U. S., 150--29, 32 

Simmons vs. Standard Oil Co., 6 2 F. R., 930-— 38 

Slawson vs. Grand City Ry., 107 U. 8., 649, 653- 24 

Smith & Davis Co. vs. Mellon, 58 F. R., 705, 708- 59 

Smith & Griggs Co. vs. Sprague, 123 U. S., 249, 264,_38, 39 

Smith vs. Nichols, 21 Wall., 112--- 29 

Sundh vs. Interborough Co., 198 F. R., 94.. 8 

Thayer vs Hart, 20 F. R., 693- 38 

Thomson vs. Weston Co., 19 App. D. C., 373.. 65 

Thomson Houston Co. vs. Lorain Co. 117 F. R., 249, 

253.---69, 66 


Thomson Houston Co. vs Western Elec. Co., 158, F. R., 

813, 817 ...... 40 

Underwood Co. vs. Elliott-Fislier Co., 156 F. R., 588.. 21 

Underwood Co. vs. Elliott-Fislier Co., 165 F. R., 927.. 21 

Underwood Co. vs. Fox Typewriter Co., 181 F. R., 530, 

533______ 21 > 37 

Underwood Co. vs. Fox Typewriter Co., 181 F. R., 541. 21 

Underwood Co. vs. Gerber, 149 U. S., 224, 230- 39 

Underwood Co. vs. Graves Co., 155 F. R., 138- 21 





























Page of brief 
where cited. 


U. S. vs. Breese, 173 F. IF, 402 __ 59 

U. S. Rifle Co. vs. Whitney Co., 118 U. S., 22, 24. 68 

Universal Co. vs. Comptograph Co., 160 F. R., 365, 366 

......34, 37,40, 51 

Universal Co. vs. Comptograph Co., 14(5 F. R., 981_57, 60 

Wagner vs. Wyckoff, 151 F. R., 585..... 21 

Walker on Patents, 4th Ed., § 183.. .. 9 

Western Elec*. Co. vs. Sperry, 58 F. R., 186.. 67 

Westinghouse Co. vs. Hoyden Co., 170 U. S., 357.72, 77 

Westiughouse Co. vs. Stanley Co., 133 F. R., 167, 174. 38 

A\ estingliouse Co. vs. Insurance Co., 129 F. R., 216_ 38 

Westinghouse Co. vs. Catskill Co., 121 F. R., 831_ 38 

Westinghouse Co. vs. Electric Co., 108 F. R., 222_ 38 

Wheaton vs. Kendall, 85 F. R., 666... 38 

White vs. Dunbar , 119 U. S., 52__ 64 

Wolf Bros. vs. Hamilton Co., 206 F. R., 611, 616_ 59 

Yost Co. vs. Perkins Co., 179 F. R., 514__ 37 















Court of Jtjrpeate, 

DISTRICT OF COLUMBIA. 


COMPTOGRAPH COMPANY, 

Appellant, 


Adder Machine Company, 

Appellee. 


BRIEF FOR ADDER MACHINE COMPANY, 

APPELLEE. 

This is an appeal from a decree of the Supreme Court of 
the District of Columbia, which dismissed the bill of com¬ 
plaint brought by the Comptograph Company against the 
Adder Machine Company for the alleged infringement of sev¬ 
eral United States Letters Patent which relate to adding ma¬ 
chines. 

The appeal presents questions of the validity and infringe¬ 
ment of the following, only, other claims of infringement, ap¬ 
pearing on the face of the record, being now abandoned : 

Patent No. 568,021, claims 47, 48, 49 and 52. 

Patent No. 628,176, claims 1, 2 and 4. 

Patent No. 661,121, claims 37, 38, 39 and 40. 

At the argument in the court below, counsel for complain¬ 
ant, appellant herein, did not present the merits of their case 
as to the first and third patents at all, but stated that they sub- 
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mitted the sarue upon their brief. The burden of our ad¬ 
versaries’ brief, in the court below, as here, was directed to the 
second patent, No. 628,17b, and they have confined the discus¬ 
sion of the other two patents to a half dozen pages, in all, at 
the end of the brief, although large portions of the record are 
directed to these two patents. 

An additional circumstance of the case is that patent No. 
o68,021, the first of those mentioned, expired on September 
22, 1913, pending the appeal. 


Statement of the Case. 


All of the patents are devoted to minor details, only, of the 
adding machine. 

Thus patent No. 568,021. as to the claims in issue, is con¬ 
cerned with an improvement in the transfer or carrying mechan¬ 
ism, i. e., the devices whereby, in adding, the surplus on the 
units wheel is carried to the tens wheel and so on through 


the series. 

Patent No. 628,176 relates to a “ wide carriage ” for accom¬ 
modating a sheet, as distinguished from a roll of paper ; so 
that, when desired, items may be arranged in a plurality of 
columns instead of in a single row. 

Patent No. 661,121 is concerned with the construction of 
the printing hammers, whereby, just as had been the case with 
ordinary gun locks and call bells, the impressed power is 
arrested, when the hammers have acquired momentum, so that 
they complete their strokes by inertia. 


The Alleged Improvements Relate to Details Only. 

The foregoing statement of the substance of the improve¬ 
ments at issue impresses the mind with the fact, abundantly 
proved in the record, that the patent claims are concerned 
with matters of detail, only, in an art already developed. The 
alleged improvements are at most refinements or embellish¬ 
ments of a machine long previously matured. 

The complainant s Comptograph and the defendants ma¬ 
chine, and all other adding and listing machines on the market 
to day, operate upon the “ key-set ” principle. Such machines 
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include banks of keys which are individually depressible and 
are adapted to be locked in a depressed position during opera¬ 
tion. The keys depressed may represent any amount desiied 
by the operator, and that amount is printed and added by the 

machine upon manipulation of a hand lever. 

This type of machine was invented by William S. Bur¬ 
roughs and is shown in Burroughs’ patent No. 388,116, of 
record, granted on an application filed January 10, 1885 (Vol. 
II p . 1293). Other patents of Burroughs on this type of 
machine include Nos. 388,117 ; 388,118 ; 388,119; 420,619 ; 
504 963 and 505,078, all of which are included in the record 
(Vol. IT., pp. 1302 ; 1352 ; 1385 ; 1572 ; 1584) and all of which 
were granted on applications filed prior to or in the year 1892. 

The machines covered by these patents were actually con¬ 
structed by Burroughs, who began this work in 1885 ("V ol. I., p. 
518, x-Q 90), and within a short time one hundred of his ma¬ 
chines were built and sold (x-Q. 9/), and we find that the com¬ 
mercial Burroughs machine still embodies the imentious dis¬ 
closed in these patents, at a period more than twenty years 
later—when the testimony in this case was taken (p. 610, x-Qs. 
4 ? 6_7) ; and that the business based upon the Burroughs pat¬ 
ents has reached enormous proportions (pp. 536-8 ; p. 320, 
x-Qs.100, 101, 104). 

Felt did not enter the key-set field until ten years had 


passed. As shown above, the key-set principle of Bui loughs 
was first embodied in an application filed by Burroughs in 
January, 1885. Felt did not adopt this type of adder until 
ten years later , in 1895, when he tiled an application for a 
machine operating upon the Burroughs key-set principle. 
This application of Felt was issued as Patent No. 568,021, 
here in suit. Prior to 1895 Felt’s work had been confined to 
a machine of the "key actuated” type (wherein the power 
applied to each key causes all the functions of adding, print- 
iug, etc., appropriate to it to be performed). This is an im¬ 
practical form of listing machine which was abandoned by 

Felt in favor of the Burroughs type. 

The witness Magrane describes the work of Felt as dis¬ 
closed in his early patents and states (p. 303 bottom) : 


“ It should be noticed that the patents cited above 
(Felt’s early patents) cover a period of about ten years 
and that this period marks the development of the key- 
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niaohino to its fullest possibilities and ends in 
1895 with the abandonment of the key-actuated ma- 
clnne and the adoption of the key set principle. 

‘‘At this point Mr. Felt was ’ more than ten years 
behind time in the development of machines of the key- 
■sct type. 1 he first machine embodying the key-set 
pruiciple was disclosed in an application filed in 1885 
ooo ] dhani S. Burroughs, which resulted in patent No. 

, U1() : . Mr * J>nrroughs was the pioneer of this type 
of machine * * * - 1 

I he Exhibits in \ ols. II. and III. of the record show that 
19 patents were issued to Felt after 18!)o commencing with 
patent No. 568,021. No one of these patents discloses a key- 
actuated listing machine, which was the type of machine de¬ 
veloped by Felt prior to 1895. This type of machine was 
completely abandoned by him in 1895. 

\ olumes II. and III. show that seven patents were issued 
to Burroughs on the key-set machine invented by him ; and 
that the latest of these patents (505,078) was issued in’Sep¬ 
tember, 1895. The record also shows that the earliest patent 
issued to Felt on the Burroughs type, i. e. the key-set ma¬ 
chine was in September, 1896, on an application filed in June, 
1895. The witness Magrane testifies (pp. 305-8) that Felt for 
the first time adopted the key-set principle in this application 
filed ill June, 1895, which eventuated in patent No. 568,021. 

Before Felt entered the keyset field, in 1895, then, 
there were already seven Burroughs patents issued and 
published disclosing the key-set machine ; several 
hundreds of the Burroughs machines had been manu¬ 
factured and sold (p. 518, x-Q. 89, x-t^s. 95, 96) and a few 
months after Felt filed this first application, the Burroughs 
machines had begun to be exported (p. 510, x-Q. 74). 

Each of the patents here in suit, Nos. 508,021, 028,170 and 
001,121 discloses a mechanism which operates under the Bur¬ 
roughs key-set principle. 

Other inventors, prior to Felt, in this field are O’Neill 
(patents Nos. 413,302, 435,318), Mason (No. 408,250) and 
Milson (No. 507,431), all of whom disclose machines operating 
under the key-set principle. It will be found, also, in Yols. 
II. and III of the record, that no less than tv:enty-five patents 
w eie taken out on adding machines and calculating attach¬ 
ments for cash registers before the grant of the first of the 
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patents in issue ; and the record shows the commercial devel¬ 
opment , independently of the complainant or its predecessors, 
of several other adding machines besides the Burroughs, nota¬ 
bly the Universal, the Pike, and the Wales (the defendant s 
device). 

We find, then, a situation in this case not unlike that in 
Boyd vs. Janesville Tool Co., 158 U. S., 260, where the Court, 
in approaching the critical question of the scope to be given 
the patent in suit, said (p. 261) : 

“ It clearly appears that Boyd was not a pioneer in 
this department of machinery. Many inventors had 
preceded him, and many patents had been issued for 
improvements in hay-carriers in form and purpose 
similar to those described in Boyd s specification. M e 
think the case is one where, in view of the state of the 
art, the patentee is only entitled, at the most, to the 
precise devices mentioned in the claims.” 

And again, at page 267 : 

“ Doubtless, if the Boyd patent contained an in¬ 
vention entirely new, and first adapted to the end 
sought, such differences” [between it and defendants 
device] “ might be regarded as formal and evasive. 
But, coming as he did in the train of the numerous 
inventors that had preceded him, whose inventions 
had been patented and put into practical use, we must 
conclude that Boyd, if entitled to anything, is only 
entitled to the precise devices described and claimed m 
his patent. Of course, it follows that, if the defendant s 
specific devices are different from those of Boyd, no 
combination of such devices could be deemed an in¬ 
fringement of any combination claimed bv Boyd. 

In addition to the development of the adding machine there 
had been, prior to any of the patents in suit, very marked de¬ 
velopments in other arts analogous in some respects to that 
with which we are dealing. For example, cash registers were 
highly developed, as shown by a number of patents in the record, 
and their organization included devices for piintiugsuccessne 
items both upon checks delivered to customers and upon 
permanent records or detail strips kept in the machine, thus 
necessarily having parts analogous to those in the machines 
to which Felt’s improvements were particularly directed. 
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Typewriters, too, have something in common with adding 
machines. For example, the printing hammers, as we shall 
show, embodied, as long ago as 1886, substantially the same 
improvement that Felt claimed in the latest of the patents 
here in issue for his printing hammers ; also they contained 
at the same date substantially the same sliding carriage and 
tabulating means that are the subject of patent 628,176 in 
suit.* 

While, doubtless, much will be said by way of argument in 
an effort to show that the adding machine is so complicated 
that the making of any improvement in it is an evidence of in¬ 
vention, it is sufficient to reply that the complainant has in¬ 
troduced no evidence as a basis for that argument, and, so far 
as appears from the record, each of the improvements at issue 
came as the result of mere mechanical skill applied to 
overcome trifling obstacles or minor defects as they 
became apparent {Atlantic Works vs. Brady , 107 U. S., 
192, 199 bottom). In answer to a somewhat similar con¬ 
tention made in a case involving a chemical patent for 
coloring compounds, Judge Coxe said (94 Fed. Rep., 164, at 
page 172) : 


Ihe patent is addressed to a comparatively small 
body of men—those familiar with the dyeing art—and 
particularly to that select band of chemists who have 
made coal tar colors a specialty. * * * That which 
seems to the ordinary layman, to involve the exercise of 
extraordinary mental power is to these men nothing hat 
the every day work of laboratory routine 


There is no basis in the record for a finding that any of 
the improvements was long sought after and the defect it 
sought to cure was latent and not obvious—much less that 
adding machines were failures prior to the making of the in¬ 
ventions at issue and that the latter turned failure into 
success. 


* hi a su h upon one of Felt’s adding machine patents issued in 1887, 
Judge Brown found that even in that year lie was a mere improver in an 
advanced art. 

Felt & Tarrant vs. Mechanical Co., 121) Fed. Rep., 386, at page 
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While it is undoubtedly the case that the grant of each of 
the patents in suit raises the presumption of patentable nov¬ 
elty, our present point is, that that is a bare presumption upon 
the record in this case (and, as we shall show, that presump¬ 
tion is completely rebutted by the evidence produced by the 
defendant relative to the prior art), and is not fortified by 
any of the circumstauces just suggested, which, in case of 
doubt, are invoked to uphold a meritorious invention. 

The Opinion of the Court Below. 

The opinion of the Supreme Court is found at page 1, Vol. 

1 of the record, and the court found the weight of evidence 
was with the defendant as to non-infringement and invalidity 
of the first and third patents here before the court, Nos. 568,- 
021 and 661,121. As to the wide carriage patent, No. 628,176, 
the court, without discussing either the prior art or the ques¬ 
tion of infringement, followed previous decisions upon the 
same patent, although upon an independent examination of 
the law and facts, and held that the patentee had abandoned 
his invention before he applied for a patent. 

The appellant attacks all of these findings, and also, as is 
necessary on an appeal from a decree in equity, discusses all 
the other defenses raised upon the record with reference to 
each patent now relied upon. Tor the appellee, we present, 
with the issues found in our favor by the Court below, the 
defense of invalidity of No. 628,176 on the prior art, and non- 
infringement of claims 2 and 4. 

Patent 568,021 -Delayed Transfer Mechanism. 

(Vol. Ill, p. 1674.) 

The claims of this patent, 568,021, which are in issue, relate 
to the transfer or carrying mechanism. Complainant s case is 
made with reference to claims 47, 48, 49 and 52. 

Defendant’s main defense to these claims, is, that they aie 
met outright in the prior patents to W ythe No. 445,582, Feb- 
ruarv 3, 1891 (Vol. II., p. 1498), and to Hopkins, 51/,383 
(Vol. II., p. 1601). The filing date of the Felt patent 568,021 
was June 14, 1895. The tiling date of the Hopkins patent 
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517,388 was March 24, 1894. Tn view of the stipulation dated 
December 1, 1911, and contained in the record (pp. 434-5), 
the Hopkins construction is admittedly prior to the Felt filing 
date and thus prior to Felt s date of invention, as there is no 
evidence to carry this date of invention back of Hopkins’ 
filing date. 

Sundh vs. lnterborovgh Co., 198 Fed. Ren 94 
C. C, A., 2nd. ^ 


The transfer mechanism, to which this group of claims 
lefeis, is sometimes known also as the carrying mechanism . 
In an adding counter there are several adding wheels for the 
units, dimes, dollars, etc., which bear numbers on their 
peripheries from 0 to 9. When the units wheel has moved 
through nine spaces, the addition ot one unit thereon brings 
tht' numeral 0 to the reading line and it is necessary to transfer 
or carry one unit to the dimes wheel so that the counter will 
show 10 instead of 0. Similarly, after the dimes wheel has 
moved through its nine units and is to be rotated one further 
unit to its zero position, there must be a earrving or transfer 
operation to move the dollar wheel one unit. This actuation 
of the wheel of the next higher order upon the movement of 
the wheel *>f lower order from nine to zero is commonly known 
as the transfer or carrying operation. The mechanism for 
accomplishing it is known as the transfer or carrying 
mechanism. Fvei\ adding machine which has a set of adding 
wheels, giving a total with the amounts registered thereon, has 
such a transfer mechanism. Such transfer devices are ex- 
tiemely old m the art and there are many different varieties 
of them. 


As explained by defendant’s witness Magrane (Vol. I., p. 
823), the particular kind of transfer with which Felt was deal¬ 


ing, is what is commonly know r n as a deferred or 
transfer. 1 hat is, the several adding wheels are first 


delayed 

actuated 


by the primary actuating mechanism controlled by the keys to 
add certain amounts, and when this primary actuating 
mechanism has fully completed its movement, the transfer 
mechanism comes into play to effect the carrying opera¬ 
tion from the units to the tens wheel, tens to hundreds, 
etc. 


Thus the transfer, or carrying, from lower to 


higher value 
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wheel is delayed until after the higher wheel has completed 
its primary actuation. 

These carrying or transfer mechanisms involve three essen¬ 
tial parts : first, a lever adapted to move the numeral wheel 
of higher order in its carrying operation ; second, a detent 
which holds such lever from operation and is controlled by 
the position of the numeral wheel of next lower order ; and 
third, some means to restrain the carrying lever from perform¬ 
ing its function after it has been tripped by withdrawal of the 
detent, until the primary actuators have ceased their move¬ 
ments. 

. The patent in suit makes frequent reference to a prior 
patent to the same inventor, No. 465,255, and shows clearly 
that the numeral wheels, their actuating mechanism, and the 
transfer mechanism, w T ere all the same as the prior patent, and 
the patent in suit distinctly says of the means for delaying the 
actuation of the trausfer mechanism : “ The latches hold the 

levers against action in the same manner as the like devices 
act in my patent No. 465,255 until released from the latches 
by the cams O 2 borne by the numeral wheels ” (Spec’n. of pat. 
568,021, p. 6, lines 117-121). The old patent delayed action 
for one purpose, the pateut in suit for another ; the difference 
is in function. 

Of the four claims in suit drawn to this transfer mechan¬ 
ism, claim 47 reads as follows : 

“ 47. The combination with the carrying levers and 
their latches, of devices for moving tlie levers into 
position for carrying, such devices being also retracted 
partially immediately after thus moving the levers 
to allow 7 the levers released from the latches to escape 
re-engagement therewith, substantially as specified.’ 

This claim is functional in character. It specifies three 
elements, all in Felt’s prior patent,—the carrying levers, their 
latches, and devices for moving the levers into position for 
carrying. The claim proceeds to define them solely bv the 
function which they perform, and which Felt thought was 
new. It is therefore void ( Walker on Patents , 4tli Ed., § 183 
and cases cited). 

Passing that, for the sake of argument, these specific ele¬ 
ments, and also all of the functions described, are found in the 
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Hopkins patent 51/,383. All that complainant's witness Felt 
describes as to the part of defendant's machine that is in- 
_\ol\ed, applies directly to the construction and operation of 
this Hopkins patent, as Mr. Magrane fully shows (Vol 1 pp 
111117). 

Ihe Hopkins transfer mechanism and its operation, are 
shown in figures 51-55, inclusive, of his patent (See Vol. II 
p. 1599). 

Comparing the parts shown in these Hopkins figures with 
claim 4/ of the Felt patent, we find the following elements : 


il) Ihe “ earning levers ” (Hopkins levers 354). 

(2) Their latches (Hopkins latches 360). 

(3) Devices for moving the levers into position for 
carrying (Hopkins arm 391 mounted upon a rock shaft 
390). 


The functional part of the claim, which follows the ele¬ 
ments lecited specifically in the first part ol the claim, is 
shown clearly in figures 51-52-53 of the Hopkins patent. In 
figure 53 the carrying lever 354 is shown in its raised position 
and is locked in that position by the latch 360 which engages 
pin 361 attached to the lever. The lever was moved to this 
position by tiie arm 391 which moved to the position shown 
b\ the dotted lines in figure 53. After the carrying lever has 
been latched as illustrated in this figure, the arm 391, has 
moved to its full line position. 


This is the partial retracting movement referred to 
in the functional part of the claim. That is, the arm 
391 is retracted partially “after thus moving the levers” (354) 
to allow the levers released from the latches (360) “ to escape 
re-engagement therewith.” In figure 51 the lever 354 is shown 
thus released from its latch 360 and is now held from engage¬ 
ment with the numeral wheel 347 by the arm 391. 


Ihis is as far as the claim goes, but in carrying out the 
functions described, the arm 391 moves to a third position 
shown in figure 52 which allows the carrying lever 354 to en¬ 


gage the numeral wheel and thus effect the carrying operation ; 
this being essential to completing the operation. 

All of this is explained by the defendant’s witness Magrane 
(Vol. I., pp. 324-5). He also shows that claims 48, 49 and 52 


are also clearly found in this Hopkins patent. The cam device, 
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recited in claim 48, is found in the camming plate 378 (Fig. 24 
of the Hopkins patent Vol. II., p. 1593). 

This plate 378, exerts a camming action on the pin 392a 
which moves the arm 392 and thereby rocks the shaft 390 
which carries the aforesaid arm 391. 

As to claim 49 : the defendant’s machine (referred to by 
the witness Magrane as the Wales machine, which is its trade 
name) does not contain the rock shaft N and its pin, but in 
any event this complete structure is specifically disclosed in 
the Hopkins patent. The rock shaft N is in Hopkins patent 
the shaft 390 already described and the pin is the arm 391 
mounted on that shaft. The method of operation is identical 
with Felt’s rock shaft and pin. 

As to claim 52 : the hand device or lever mentioned therein, 
is found in Hopkins in the handle 27o shown in figuie 4 
(Yol. II., p. 1588). As explained by witness Magrane (Vol. I., 
pp. 325-6), this hand lever has connecting mechanism which 
rocks the shaft 390. 

Mr. Magrane also shows that this claim reads upon Felt’s 
earlier patent 465,255 already referred to (Rec., p. 326). * 

While the Hopkins reference is sufficient to afford a com¬ 
plete anticipation of these claims, yet it is also true that all of 
them are completely met in the Wythe patent No. 445,582, 
issued in 1891, as shown by Mr. Magrane (Fee., pp. 326-7). 

This patent (Yol. II., p. 1498) is for a Cash Register, 
which includes a train of wheels for adding totals (spec’n., p. 
1, line 24), fully described in the specification (p. 2, last line). 

The three elements of claim 47 in issue are all disclosed in 
Figure 6 of the Wythe patent. The carrying levers are shown 
at page 2, mounted upon shaft P ; their latches are shown at 
r ■ devices for moving the levers into position for carrying are 
shown as the cam N mounted upon the shaft F , which tinns- 
mits movement to a roller />' mounted upon an arm p t fastened 
to shaft P. 

In this mechanism the arm p and carrying lever p~ and the 
lug p G , forming a part of the carrying lever, are all moved by the 
cam N in a clockwise direction about the shaft P until the 


* This patent was sustained by C. C. A., 1st Circuit, in Comptoyraph Co. 
vs. Mechanical Co ., 145 F. R., 331. 
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latch r snaps over the lug p\ The cam N so controls the 
movement of the carrying levers that should the latches v be 
tripped by the related numeral wheels the lug p* will escape 
fiom the latch j but this movement ol the carrying lever will 
be slight, and the actual carrying operation, as performed by 
the carrying levers, will be deferred. 

Ihe mechanism thus described performs exactly the same 
functions that either the Hopkins or the Felt mechanism per¬ 
forms. 


( laim 4S differs from claim 47 only in the inclusion of an 

additional element, “ a cam device,” etc. The cam N has 

already been described with reference to claim 47 and it is 

obvious that claim 4b is also met in the W vtlie structure. 

* 

Claim 49, which is similar to the previous claims, except 
that it includes specifically “ the rock shaft N and its pins,” 
is also met in Wythe. Ihe rock shaft is shown in Figure 6, 
being the shaft P previously described, and the pins attached 
thereto are shown at page 5, to which are connected the carry¬ 
ing pins p4. 

All of the elements recited in claim 52 are also found 
in the Wythe mechanism. The numeral wheels are 
shown in Figure 10, the carrying levers are shown 
at page 2, in Figure fi, the rock shaft controlling these levers 
is shown at P. The hand device or lever whereby said shaft 
is rocked is shown in 1 igure 2 as a drawer, the movement of 
which rocks a bell crank m2 pivoted to a side frame of the 
machine. Ihe upper arm of this bell crank carries a connect¬ 
ing rod ///3, which moves a crank m\ attached to a shaft F', 
shown in Figure fi. The shaft F as already described, 
through the cam N and auxiliary cam n2 moves the lever /> 
attached to shaft P and rocks the same. 

Mr. Magrane sums up his analysis of the Wythe and Hop¬ 
kins patents as follows (Yol. I., p. 328): 


11 It will be noticed that both the carrying mechan¬ 
ism of Hopkins and of Wythe have essentially a three- 
point movement exactly similar to the movement of the 
Felt mechanism and for exactly the same purpose. In 
the deposition of Mr. Felt he clearly describes this 
movement when referring to the Wales mechanism 
(defendant s machine). His description is equally ap¬ 
plicable to both the Hopkins and the W r ythe devices, as 
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will be clear from a comparison of the operation of 
those mechanisms and his description. Mr. Felt’s de¬ 
scription follows: 

“ ‘ This swing-frame has three positions, one its 
extreme downward position farthest away from the 
numeral wheels, another its position slightly re¬ 
moved from the one just mentioned towards the 
numeral wheel, wherein it holds all carrying-levers 
which have been touched off from re-engagement 
with their latches until the prime movements of the 
numeral wheels have been completed, and the other 
position, that to which it moves to permit the 
carrying-levers, under the impulse of their im¬ 
pelling springs, to swing towards the numeral 
wheels and rotate them in their secondary or tens 
carrying operation. Then at the next subsequent 
manipulation of the machine to add another 
number the swinging-frame retracts the carrying- 
levers against tlieir impelling springs to a point 
where they are engaged and held by tlieir latches, 
aud then the swinging-frame immediately' moves 
back toward the numeral wheels a small distance, 
where it remains until, as already explained, it 
moves still farther toward the numeral wheel to its 
position nearest the numeral wheel.’ ” 

Our adversaries are inclined to criticise the Wythe patent 
because the spring is not put under the tension until just be - 
foi'e its power is to be utilized ; whereas, in the device of the 
Felt patent the spring is under tension from the commence¬ 
ment of the operation (App. s Brief, p. 133). That is wholly 
immaterial, for several reasons : thus, the specification and 
claims at issue are not limited in that regard ; besides, it 
makes no difference from a practical standpoint, when the 
spring is put under tension, provided it is ready to per form 
its function at the proper time. 

Our adversaries have not attempted to reply to the evidence 
of Messrs. Magrane and McFarland, but, although they exam¬ 
ined an expert in rebuttal upou another branch of the case 
(Turck, Yol. I., p. 820), lie was not questioned upon the 
defenses to this patent. 

The appellant’s brief says (page 132, bottom) that “ neither 
the Wythe nor the Hopkins patent * * * bears any sug¬ 

gestive resemblance whatever to either the machine of the 
Felt patent or the defendant’s machine.” We submit that that 
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statement is wholly without foundation so far as the subject- 
matter of the claims in issue is concerned, and is only true to 
the extent that the particular mechanisms shown in Wythe 
and Hopkins for carrying out the delayed transfer operation 
are unlike the particular mechanisms shown in the patent in 
suit or those embodied in the defendant’s machine. But the 
dissimilarity found on this comparison is no greater than that 
existing between the device shown in the patent and that in 
the defendant’s machine, which is clearly pointed out, and 
illustrated, by Mr. McFarland (Rec., pp. ‘210-23). 

The complainant’s argument rests upon the suggestion that 
because the same result is accomplished, therefore there must 
be infringement. But it is axomatic in the Patent Law that 
identity of result is not the criterion of infringement of a 
mechanical patent; but there must also exist either identity 
or equivalency of means. Such equivalency, as Mr. McFarland 
shows in detail, does not exist (Rec., page 215; Q. 33; page 
225, Q. 35 ; page 228, Q. 38; page 233, Q. 42). 

Me submit that the court below was clearly right as to 
this patent; that the claims in issue were completelv antici¬ 
pated by the Wythe and Hopkins patents; and that there is 
no infringement. Indeed, the appellant’s brief (pp. 132-3) 
makes no serious attempt to show that the court below was 
wrong. 


Patent 628,176. 

(Yol. III., p. 1773). 

The bill of complaint charges infringement of claims 1, 2 
and 4 only (Rec., p. 13) and out of a total of 27 claims in the 
patent. 

The answer (pp. 35-43), supplemented by the amended 
answer (p. 436), raises the defenses of non-infringement, lack 
of patentable subject matter, anticipation and abandonment. 

The three claims in issue are directed to the subject mat¬ 
ter outlined in the opening part of the specification, as follows 
(Spec., p. 1, line 8) : 


“ This invention relates to the construction of calcu¬ 
lating machines adapted to both add numbers and to 
print or tabulate the numbers as they are added, to- 
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pettier with the sums of the numbers. My endeavor 
therein lias been to adapt such machines to use the 
paper in sheet or short-length form as distinguished 
from roll or continuous-length paper ; also to permit 
the printing upon the paper of a plurality of columns 
or vertical rows of numbers by providing it with a 
laterally-shifting paper-carriage and with mechanism 
adapted also to feed the paper vertically at each print¬ 
ing operation.” 

The other claims of the patent—that is, those not in issue 
—are concerned in whole or in part with the additional mech¬ 
anisms referred to in lines 20 to 35, of page 1 of the specifica¬ 
tion—that is, with an alarm bell for warning the operator 
when the bottom of the sheet has been reached, means for 
automatically rolling the paper back to the top line when the 
operator shifts to a new column, and to other details not nec¬ 
essary to mention. The descriptive part of the specification is 
taken up chiefly with these additional mechanisms, not in 
issue. Thus, after the opening paragraphs (p. 1, col. 1), comes 
a description of the printing mechanism which is the subject 
of other patents (p. 1, line 54 ; p. 2, line 11). After describing 
the wide-carriage and its supported parts, there occurs a 
description of the alarm-bell (p. 2, lines 65-94) not involved ; 
then, after setting forth the lateral-shift mechanism (lines 
95-134), the rest of the description is taken up with the means 
for automatically rolling the paper back to the top line (p. 2, 
line 133 ; p. 3, line 112). It is admitted that these devices are 
not involved in the claims in issue (Vol. I, p. 1104, top). 

In common parlauce, the supposed invention that is at 
issue is the use of a wide carriage in an adding machine, so 
that a plurality of columns of figures may be printed side by 
side upon a sheet of paper instead of in succession upon a 
strip. And the only mechanical requisites of the carriage are, 
that it be slidable or movable, and sufficiently wide to take in a 
piece of paper of such width as to accommodate a “ plurality 
of columns ”—two or more. Means are provided whereby to 
advance the sheet line by line in any position of the carriage. 
In the intended use of the device a column of figures is printed 
down the left hand side of the sheet, then the carriage is to be 
shifted an inch or two to the right and the paper drawn 
back through the supporting rolls so that its top line is at 
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the printing point, ami a new column of figures printed upon 
it and the carriage again shifted, the sheet of paper newly ad¬ 
justed, and so on. 

Obviously, the supposed invention has nothing to do with 
the print big mechanism ; that operates just as before ; it has 
nothing to do with the pro*/action of totals, for the printing 
mechanism may l>e arranged to produce and print totals, or 
not, without affecting the presence or absence of the wide 
carriage device. It is equally clear that the printing members, 
including the keys, mediate connections, printing segments, 
h >miners or platens and supporting and connected parts may 
be so arranged as to print successively or simultaneously , 
without affecting, or being affected by, the presence of a wide 
sheet of paper or a carriage to support such sheet and bring 
it into proper printing position. 

Appellant asserts (Appt.’s brief, p. 8), and we admit, that 
Felt’s own previous machines, were complete and operative 
adding machines, which had mechanism connected with the 
operating or printing handle whereby the strip of paper was 
advanced at the end of each printing operation to bring a new 
line or space to the printing point—that is, there were, in the 
prior art, devices for feeding the paper longitudinally and 
automatic mechanism for actuating the feeding device in the 
line spacing movements. It is admitted, also (Appt.’s Brief, 
p. 9) that the earlier Felt machines, of 1889, had side-by-side 
printing mechanism precisely the same as the patent in suit 
(also p. 11, same brief). What the patent in suit purports to 
cover, in the broadest possible way, and without the slightest 
regard to detail, by the claims in issue, is the provision of 
means for supporting a sheet of paper in such a machine so 
that any lateral space or column may be brought opposite the 
printing hammers. The provision of the carriage is the sole 
subject sought to he monopolized. 

In order to appreciate fully this aspect of the matter, the 
Court should compare the defendant’s physical exhibit, “Nar¬ 
row Boll Machine, which is not asserted to infringe, with 
the complainant’s exhibit, Defendant’s Machine—that is, with 
the defendant’s wide roll machine—from which it will be clear 
that the only difference in respect of the longitudinal paper 
teed is in widening or lengthening the swinging bale that 
rotates the paper feed roll, so as to make it the same width as 
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the carriage and at the same time in contact, at all points, 
with the line-spacing actuating bar, which projects through 
the rear of the case, just as in the narrow roll (and non-in¬ 
fringing) machine. 

Approaching the matter from another point of view, there 
will be observed at once the striking resemblance between the 
sliding carriage on the Complainant’s Exhibit, Defendant s 
Machine, and the sliding carriage on the ordinary Remington 
typewriter, which, as the proofs show, in this respect has been 
unchanged since at least the year 188G (A ol I., 432 ; Re-d. Qs. 
78, 79). Such a Remington machine is in evidence as a 
physical exhibit (p. 433, top). That there is nothing peculiar 
in the matter of the carriage is affirmatively shown by the 
language of the patent in suit itself (Yol. II., p. 1774, line 12) : 

“ The machine is provided with a paper carriage, adapted 
to be moved laterally whenever it is desired to start the print¬ 


ing of a fresh vertical column or roll of numbers. This carriage 
may he made much like the paper carriage of typewriters : but 
in the construction preferred by me it consists,” etc. — proceed¬ 
ing to describe the particular form illustrated in the drawing. 
The “construction preferred” is not of importance, because it 
is not asserted that defendant uses it, and, while complainant 
tried that, it changed at once to a different type (Yol. I., p. 
1040, lines 3-8). 

A great deal is said by our adversaries, by way of argu¬ 
ment, to limit the improvement claimed to adding machines 


in which the printing members are first set up in a line to form 
a desired number and then by a single operation the entire 
number is printed, as distinguished from machines such as 
typewriters in which, when numbers are being printed the keys 
are completely operated successively. But the patent and the 
claims at issue are not so limited. Thus the title of the pat¬ 
ent is “ Tabulating Machine,” which term includes a type¬ 
writer as "well as an adding machine of any character, since 
both of these instruments tabulate. Moreover, in one of his 
claims inserted in the application for the patent in suit (A ol. 
1, p. 802, claim 1) Felt limited the device to “simultaneous” 
printing ; but this phrase, by amendment, he subsequently 
struck out (\ ol. 1, p. 80(5). The reason for this cancella¬ 
tion undoubtedly was that the machine upon which Felt 
bases his sole claim for inventorship did not have 
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simultaneous printing , but printed successively, as is testified 
without, contradiction (Vol. I., p. 431, Re-d. Q. 75). Tme, 
claims 1 and 2 are limited to printing mechanism adapted to 
print two or more characters side by side ; but that is equally 
true of any typewriter, whether the keys are operated succes¬ 
sively as is ordinarily the case, or as in the Bowen patent 
500,703 (A ol. II., p. 1557), a whole line is printed at a single 
operation ; moreover, the functions of the wide carriage, both 
in supporting and feeding the paper vertically and in securing 
its proper lateral adjustment for successive columns, are the 
same whether the actual printing be by the simultaneous or 
the successive impression of the type-heads. In other words, 
the invention, if there be one, does not depend in any degree 
upon the individual action of the type bars, whether they be 
operated in unison or successively, nor indeed does it require 
that there be more than one impression in a single column. It 
is entirely within the range of the instrument in its ordinary 
manipulation and operation to tabulate numbers, each of which 
consists of a single digit—that is, to have a single digit in each 
column all the way across the width of the sheet of paper— 
nevertheless the wide carriage would be fully availed of for its 
intended purpose, and its functional relation to the rest of the 
machine would be utilized (Vol. I., p. 1133, Re-d. Q. 454). 

The foregoing will serve to indicate the main proposition 
in the case, so far as this patent is concerned—that it pur¬ 
ports to cover in claims 1, 2 and 4 a wide paper carriage slid- 

) t 1 upon an adding machine whose mechanical func¬ 
tions are performed in precisely the same way and to precisely 
the same extent as though it were equipped with the narrow 
roll device that preceded any of Felt s creative ventures in 
this art, as, for example, the machine of the Burroughs patent 
388,117 (Vol. II., p. 1308), under which the Burroughs ma¬ 
chines are still being made (Vol. I., p. 010, x-Q. 7) ; or Felt’s 
own patent No. 441,233, which was applied for in September, 
1889 (See App’ts brief, p. 9). 

The Wide Carriage Improvement Unpatentable in 1890. 

The appellant’s argument with respect to this patent ad¬ 
mits, in substance, that prior two patents were issued in this 
country, respectively to Hiett and Pike, illustrating and describ- 
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ing the wide carriage adding machine (Appt.’s Brief, p. 16, 
bottom). A third, not mentioned in appellant’s brief in this 
connection, is the patent to Hopkins, No. 517,383 ("Vol. 2, p. 
1601) which we have already discussed in connection with the 
first patent in suit. In order to overcome these admitted 
anticipations, appellant asserts that the patentee, Felt, com¬ 
pleted the invention in the year 1890; aud that at all times 
during the interval between 1890 and the date of filing of the 
application in 1898, he preserved his right to it. 

If that were to be admitted, the complainant is neverthe¬ 
less met with a complete bar to its recovery for the reason that 
even in 1890 the subject-matter of claims 1,2 and 4 of the pat¬ 
ent in suit did not constitute patentable invention. 


Claim 4 Unpatentable. 

Of the claims in question, No. 4 is the broadest and most 
general in terms. It reads as follows : 

“ 4. The tabulating-machiue having in combination 
a laterally movable paper carriage, means for feeding 
the paper vertically in any position of the carriage, aud 
mechanism for shifting the carriage laterally the width 
of a column-space, substantially as specified.” 

The pi irase “ tabulating machine ” does not refer necessarily 
or even ordinarily to au adding machine, or to a calculating 
machine, but to a machine that tabulates —that is “ collects or 
arranges in tables or columns ” (Century Dictionary). This 
phrase of the claim is simply a repetition of the title to the 
patent, and its meaning is emphasized by the statement of the 
objects of the invention (Vol. III., p. 1773, Spec’n, p. 1, line 
12 ) : 

“ My endeavor therein has been to adapt such machines to 
use with paper in sheet or short length form as distinguished 
from roll or continuous length paper ; also to permit the print¬ 
ing upon the paper of a plurality of columns or vertical rows of 
numbers by providing it with a laterally-shifting paper-car¬ 
riage, and with mechanism adapted also to feed the paper ver¬ 
tically at each printing operation ; ” 

The rest of the “ objects ” relate to the alarm bell, the re- 
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rolling of the paper, and other features not involved. In such 
tabulating machine the claim specifies : 

(1) a lateral! v-inovable paper-carriage. 

(2) means for feeding the paper vertically in any position 
of the carriage, and 

(3) mechanism for shifting the carriage laterally the width 
of a column-space. 

Of these three elements, it is plain that Nos. 1 and 2 are in 

any ordinary typewriter, such as the Remington No. 2 

(built as earl}’ as 1886) and a sample of which is here in 

evidence. (Defendant s Exhibit Remington No. 2 Tvpe- 

writing Machine.) That a typewriter is a tabulating machine, 

that is, it may be used to arrange figures in columns and 

tables—is well recognized by all users of that machine. 

* •/ 

The only element, then, of apparent novelty in the claim 
over the ordinary Remington typewriter is the third— 
“ mechanism for shifting the carriage laterally the width of a 
column-space , which either means mechanism which auto¬ 
matically relocates the sheet of paper at a new column upon 
the completion of an old one (which is the sense based upon 
the disclosure of the Felt patent in suit) ; or else it means 
attaching a handle to the carriage and providing it with a 
series of stops each a column distance from the other, so that 
it may be manually moved to a full column distance and there 
stopped, or manually moved to any fraction of a column dis¬ 
tance. I his latter sense is the one that the complainant is 
forced to apply to the phrase in order to bring defendant’s 
machine within the claim (Felt, Rec., p. 134) ; although, as 
will be shown later, the “ 181)0 Model ’, upon which complain¬ 
ant’s assertion of novelty rests, did not have such mechanism, 
or even the automatic column-spacing means referred to, but 
a lateral feed substantially like that of the “ spacing key ” of 
the old Remington machine. The Court will observe, upon 
inspecting the “ Complainant’s Exhibit, Defendant’s Machine ” 
that, looking at it from the rear, the carriage is provided with 
a knob at the left hand side which is attached to a swinging 
gauge bar notched at intervals on its length ; so that by catch¬ 
ing hold of the knob the carriage may be pulled to the left or 


right so as to stop it in any position in its length ; or by 
swinging the knob downwardly, any one of the notches may 
be thrown into engagement with a stop upon the frame of the 
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machine so as to hold the carriage in any one of seven full 
column-spaces. 

As Mr. Browne shows, the complainant’s construction of 
the term “ mechanism ” would do violence to the language of 
the claim (page 373). It is equally true that if a claim be 
given this broad construction it reads directly upon 
the Gathright patent No. 436,916 (Vol. II., p. 1441). 
That inventor applied to the ordinary Remington type¬ 
writer “ means for automatically locating with the 
typewriter one or more col urns of words or figures, 
and of mechanically skipping any intervening spaces desired 
to be left” (Vol. II., p. 1441, line 43). 1 This provision was 
made, as the patent says (line 21), in order to bring certain 
words or figures into accurate vertical columns, and to skip 
intervening spaces mechanically. On page 1442 is shown, at 
the top of the second column, a sample of tabulation consist¬ 
ing both of words and of figures arranged in columns by the 
use of his invention. Gathriglit’s invention consisted in pro¬ 
viding the laterally shifting carriage of the Remington type¬ 
writer with a pin 16 normally travelling over the bar 14 of the 
machine, and in mounting upon that bar adjustable stops 21, 
22, which were to be positioned at any desired points in order 
to contact with the pin 16 and thereby locate the columns for 
the tabular work. Mr. Browne carefully compares the Gath¬ 
right patent with claim 4 (Vol. I., pp. 285-93), and finds that 
it responds fully both to terms and to substance, unless the 
third phrase of the latter—“ mechanism for shifting the car¬ 
riage laterally the width of a column-space ”—be limited to 
the novel mechanism devised by Felt for automatically shift¬ 
ing or feeding the carriage laterally when one column is com¬ 
pleted and another column is to begin. This mechanism is 
described in Felt’s patent 628,176 in suit on page 2, lines 95- 
133, but is not used by the defendant. 

Our adversary lays some stress upon the fact that Felt 
specifies, at the end of the passage referred to, that the car- 


1 The Gathright patent lias been the subject of extensive litigation, and 
lias been uniformly sustained as covering an invention of great utility and 
merit ( Wagner Co. vs. Wyckojf , 151 Fed. Rep., 585. See also, 155 Fed. Rep., 
138 ; 156 Fed. Iiep., 588; 165 Fed. Rep.. 927 ; 181 Fed. Rep., 530 : 181 Fed. 
Rep., 541). 
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riage may be moved freely iu either direction by hand. If 
that feature is to be imported into claim 4, as is necessary in 
order to make it include the defendant’s device, then the 
claim reads equally well upon the Gatliright patent and antici¬ 
pation is complete. 

The only answer to this position that is attempted by the 
complainant is found in the evidence of one Turck, complain¬ 
ant's employe (Rec., p. 820), who says, in effect (page 844), that 
the Gatliright patent would not have been of any aid to Felt 
in 1800 when he was trying to change his comptograph into a 
wide carriage machine ; and he proceeds to specify the 
peculiar functions that are performed by Felt’s carriage- 
slutting means and their relations to the other operating parts 
of his previous adding machine. This, it seems to us, 
entirely begs the question, and wholly overlooks the facts 
that other claims than those iu issue are directed to these 
ingenious details, and that the defendant’s machine that is 


alleged to infringe has no such mechanism, but amounts 
simply to the substitution for the narrow roll mounting on 
the non-infringing machine, of the ordinary typewriter car¬ 
riage, plus the Gatliright stops which may be or may not be 
utilized, according as the swinging plate which is hinged to 
the knob or handle is swung up or left in its uormallv de¬ 
pressed condition. 

Ihe insufficiency of this reply to complainant’s contention 
is evidenced by a consideration of the Hopkins patent (infra, 
p. 32), which utilizes in an adding machine the verv kind of 
carriage shown in the Remington machine. So Turck’s criti¬ 
cism is plainly immaterial, as it relates simply to the details 
of Felt s mechanism, with which the claims are not concerned. 

Turck further attempts to differentiate the typewriter from 
the adding adding-machine art; but the patent in suit is not 
entitled in the ^A/A?y-machine art, but in the tabulating - 
machine art, which includes both adding machines and type¬ 
writers. 1 hat this is not a fanciful argument is apparent from 
these considerations : The Gatliright device is, like the Felt, 
a tabulating attachment for a previously-existing machine that 
printed figures. The sliding carriage, whether in the form of 
the old Remington device, or the Gatliright, or the defend¬ 
ant s device, performs exactly the same functions and bears 
exactly the same relations to the printing mechanism whether 
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the latter prints successively, as in a typewriter, or simul¬ 
taneously as in some forms of adding machines. Further¬ 
more, Felt himself shows in two companion patents that are 
in the record, for instance, Nos. 441,232 and 441,233, much 
the same printing mechanism, and much the same 
groups of mechanism ; but the first he denominates a 
“ Typewriting machine,” and the second “ Adding and 
Recording machine.” In the specification of the first 
he says (Vol. it., p. 1465, line 75) that the subject 
of that patent, the Typewriting Machine patent, relates to im¬ 
provements “ upon the machine just mentioned ”—referring 
to the co-peuding application and the patents already granted 
to him, 366,945 and 366,946, for Adding Machines. 

In view of the Gathright patent, it seems to us, the Felt 
patent 628,176 is completely anticipated. This is equally true 
even if the Felt patent be regarded as for an adding machine 
only, despite its broader title. For there was no patentability 
in merely changing the application of the wide carriage to 
such a machine instead of to a typewriter, for both the 
manner of its use, and the results, were substantially the 
same. 

See, 

Blake vs. San Francisco, 113 U. S., 679, 682. 

Pennsylvania Co. vs. Locomotive Co., 110 U. S., 490. 

Myers vs. Fairbanks, 194 Fed. Rep., 971, 973. 

Leaving out of account the Gathright patent, we cannot 
believe that there is any invention in applying to any ordin¬ 
ary adding machine the ordinary Remington typewriter car¬ 
riage. This phase of the case is discussed by Mr. McFarland 
(Rec., pp. 236-39), where he cites Felt's own earlier patents 
465,255 and 508,021, each of which exhibits a complete add¬ 
ing machine, and the fundamental Burroughs patents, No. 
388,119 and others. Any of these would perform its complete 
functions of adding and printing both items and totals in pre¬ 
cisely the same way and with precisely the same result 
whether equipped with a sliding carriage or with a narrow 
roll mounting. 

In this aspect of the case the patent under consideration 
falls into the class of unpatentable aggregations. That is, 
there is no interrelation or cooperation between the 
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devices that print and the carriage that shifts the 
paper to a printing position. True, claim 4 does 
not specifically include the printing parts as ele¬ 
ments ; but complainant’s plea, as outlined in the evi¬ 
dence of Mr. I urck, referred to above, is, that claim 4 
must be hunted to on adding machine , and when so limited, is 
not met by reference to typewriter patents ; so that the only 
theory advanced to save claim 4 from the prior art, is met 
b} the tact that there exists no true combination between the 

shifting carriage and the printing segments of the adding 
machine. 

Nor can the complainant assert, in support of its position, 
that there was anything peculiar in the carriage that must be 
applied to the adding machine as distinguished from the type¬ 
writer carriage : for tin 1 specification of the Felt patent in 
question says (patent 628,176, p. 2, line 12) : 

the machine is provided with a paper carriage 
adapted to be moved laterally whenever it is desired to 
start the printing ol a fresh vertical column or row of 
numbers. This carriage may he made mack life the 
paper-carriage of typewriters 

c submit that unless claim 4 be limited to the automatic 
mechanism for shifting the carriage, as distinguished from the 
manual shifting necessary in the defendant’s device, the claim 
is fully anticipated and invalid ; and that any attempt to 
assert a difference between tabulating adding machines and 
those of the typewriter class, in respect of the relation of the 
carriage to the printing members, is futile. There is no 
cooperative relation between the printiug means and the car¬ 
riage, and the claim as complaiuant construes it, is for an un¬ 
patentable aggregation within the doctrine of the following 


cases 


llaile* ex. l r an Warmer , 20 Wall., 353, at p. 368. 
lieckendorfer vx. Faber , 92 U. 8., 347, at p. 355. 

1 tekeriny vs. McCullough , 104 U. S., 310, at pp. 
317, 318. 

SluWHun v ,v. Gran,/ City By., 107 U. S., 049, at p. 
653. 1 

Richards vx. Chase Elevator Co ., 158 U. 8., 299, at 

p. 302. 

tdjlce Specialty Co. vs. Fenton Co., 174 U. 8., 492 
at p. 498. 
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The rule of these cases is plainly applicable to the alleged 
novelty of Felt’s union between the sliding carriage, which 
was old in the typewriter art and had been used by Gath- 
right, for example, for securing a tabular arrangement of fig¬ 
ures, and the printing mechanism of the adding machine, 
which was also old. True, the adding machine differs iiom 
the typewriter in that the latter does not print totals and, in 
most cases, first sets up the selected characters and then prints 
from them in unison ; but this distinction is not based upon 


the invention, but upon structural differences in machines to 
which it may be applied. Thus, the “ 1800 Model,’ though an 
adding machine, is like the typewriter in both respects. The 
addition or removal of the sliding carriage does not, as we have 
seen, alter the printing function of either machine or its 
proper and natural relation to the paper that is to be printed 
upon, whether wide or narrow. The statement of the rule of 
aggregation in Pickering v*. McCullough . ,s -v.jyra, fully disposes 
of any assertion of patentability in claims 1, 2 and 4 of patent 
628,176. There the Court said (104 U. S., at page 318> : 


“ In Nimmo’s apparatus, it is perfectly clear that all 
the elements of the combination are old, and that each 
operates only in the old way. Beyond the separate 
and well-known results produced by them severally, no 
one of them contributes to the combined result any 
new feature ; no one of them adds to the combination 
anything more than its separate independent effect ; no 
one of them gives any additional efficiency to the 
others, or changes in any way the mode or result of its 
action. In a patentable combination of old elements, 
all the constituents must so enter into it as that each 
qualifies every other ; to draw an illustration from an¬ 
other branch of the law, they must be joint tenants of 
the domain of the invention, seized each of every part 
per my et pet' tout, and not mere tenants in common, 
with separate interests and estates. It must form 
either a new machine of a distinct character and func¬ 
tion, or produce a result due to the joint and co-oper¬ 
ating action of all the elements, and which is not the 
mere adding together of separate contributions. Other¬ 
wise it is only a mechanical juxtaposition, and not a 

vital union.” 
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Claim 1 Unpatentable. 


Claim 1 reads as follows : 

“1. The combination with the printing mechanism 
adapted to print two or more characters side by side 
ot a laterally-movable paper-carriage, devices for feed¬ 
ing the paper longitudinally mounted in said carriage, 
and automatic mechanism acting in any position of 
the carriage to actuate said feeding devices in the line¬ 
spacing movement, substantially as specified.” 

This claim differs from claim 4, just discussed, first, 
by omitting the phrase “ a tabulating machine ” and so making 
the combination applicable to any kind of a machine, type” 
writer or otherwise ; second, in omitting the mechanism for 
shifting the carriage laterally, and, third , in adding as an 
additional element the opening phrase “ the printing mech¬ 
anism adapted to print two or more characters side by side.” 
^ ith reference to this claim we apply the defense last dis¬ 
cussed with reference to claim 4, namely, that it adds nothing 
to the patentability of the subject matter, because there is no 
co-operative relation between the printing mechanism and the 
carriage which supports the paper. Remove the carriage 
entirely and the printing mechanism would operate just the 
same, as even Mr. Felt admits (p. 1152, x-Q. 480). 

Appellant’s contention (Brief, p. 11) with reference to the 
claim is, that it is limited to an adding machine because of 
the phrase “ the printing mechanism adapted to print two or 
more characters side by side ” ; the point being that in an add¬ 
ing machine as generally constructed, all the digits consti¬ 
tuting the entire number to be printed are first set up by the 
actuation of the proper keys, and then all those set up are 
impressed simultaneously upon the paper by the actuation of 
the printing handle. 

This position, however, is not sound for a number of rea¬ 
sons : In the first place, when the claim was originally inserted 
in Felt’s application (Rec., p. 802) it read “ The combination 
with a printing mechanism adapted to print two or more 
characters simultaneously and side by side,” thus limiting it to 
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the particular kind of printing machine just referred to, and 
differentiating from typewriters and other adding machines 
in which the type are actuated successively as the keys are 
depressed ; but the underlined words “ simultaneously and ” 
were stricken out of the claim by the amendment of March 20, 
1800 (p. 806), and as thus broadened, it is as applicable to 
successive as to simultaneous printing. 

Again, typewriters may, obviously, be so constructed as to 
print “ side by side,” as our adversaries define that term 
(Rec., p. 280, x-Q. 197). This was set forth in the Garrett 
patent No. 401,780 (Vol. II., p. 1360), as is fully explained by 
Mr. McFarland (Rec., p. 200, x-Q. 100) ; also in Bowen patent 
No. 500,703 (Vol. II., p. 1557), as stated by the witness 
(p. 238). 

Again : It is not open to question that adding machines of 
both types were well known long before 1800 (Rec., p. 304). It 
is equally true of any typewriter that the printing mechanism 
is “ adapted to print two or more characters side by side ” in 
the sense that the characters appear in that relation on the 
sheet. True it does not print them simultaneously, but usu¬ 
ally in succession. But so far as the paper carriage is con¬ 
cerned, and the devices for feeding the paper longitudinally, 
and the automatic mechanism for actuating the feeding devices 
in the line spacing movements, the functions of all these ele¬ 
ments are performed in exactly the same way whether the 
printing of all the characters be simultaneous or successive. 
Indeed, as is clearly shown in Felt’s testimony, the operation 
of the parts of the “ 1890 Model ”, so far as the subject of this 
suit is concerned, would be just the same if only one char¬ 
acter were struck in each column, which is manifestly within 
the range of normal operations of the device (p. 1133, Re-x-Q. 
454). 

Finally : Complainant’s exhibit 1890 model actuates the 
type successively as the keys are depressed, while in the patent 
disclosure the type are actuated simultaneously. 

From the foregoing it is clear, it seems to us, that the 
essential novelty, if any, in the claim, does not depend upon 
the arrangement and manner of actuation of the printing de¬ 
vices. The rest of the claim reads as well upon a typewriter 
carriage as upon the adding machine carriage. 
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Mr. Browne, the defendant’s expert, discusses the prior 
art pertinent to this claim, at pages 372-383 of the Record, 
and we invite particular attention to his statement. 


Claim 2 Unpatentable. 


Claim 2 reads as follows : 

2. I he combination with a series of type arranged 
to print side by side, devices for impressing the paper 
upon the type, a laterally-inovable paper-carriage 
adapted to position the paper for the different columns, 
teed rolls for moving the paper longitudinally past the 

type, and means for actuating said rolls, substantiallv 
as specified.” 

Claim 2 is not sensibly diHelent from claim 1, save that it 
distributes the first element (that is the “ printing mechan¬ 
ism ” of claim 1) into a series of type arranged to print side 
ly side, and devices for impressing the paper upon the type . 
This matter item raises a slight distinction from the prior art, 
in that the typewriter patents and the Burroughs adding ma¬ 
chine patent, for example, do not impress the paper upon the 
t.)P e > bat B»e type upon the paper. In that respect, however, 
the defendant’s device is like the prior art, not like the claim 
(Rec. p. 307, bottom). 

In so far as any differentiation is asserted between claim 2 
on the one hand, and the typewriter art on the other, respect¬ 
ing the side by side printing ” as applied to the simultaneous 
impression taken from a number of type as distinguished 
from successive impressions, we call attention to the fact that 
as in claim I, there is no lestriction to simultaneous printing , 
or to setting up the printing type side by side before 
plintiug, the only requisite being that the impressions 
shall be side by side. This is apparent not only be¬ 
cause of the language used in the claim, but because there is, 
as before stated, no difference in the functions of the carriage, 
a\ hethei the tj pe be simultaneously or successively impressed. 

In connection with this claim, and also as bearing on claim 
1, we call attention to the Silkmau patent No. 436,319 fora 
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typewriting machine, upon which, as Mr. Browne shows (pp. 
399-406) both of these claims read in substance, and also in 
terms, save as to the meaning that defendant would attach to 
the words “ side by side.” 

It seems plain to us, without further discussion, that the 
subject matter of claims 1, 2 and I was unpatentable in 1890 
when Felt is asserted to have made the invention. 

True, in the previous suit on this patent against the Uni¬ 
versal Company (142 Fed. Rep., 539) the lower court sustained 
the claims as covering patentable subject matter over the prior 
art there before it. But by reference to the Court of Appeals’ 
opinion in that case (146 Fed. Ilep., 981) where the prior art 
in that case is recited, it will be noted that the three items of 
the prior art on which we particularly rely were not included 
among those set up in the record in that case—to wit, Nos. 
436,319 to Silkmau, 436,916 to Gathright, and the Remington 
No. 2 typewriter of 1886. So far, then, as reliance is placed 
upon Judge Kohlsaat’s decision at Circuit in the former case, 
we have a different state of facts at bar ; and we present a 
state of facts that seems to be conclusive upon the question of 
patentability under the decisions. 

Smith vs. Nichols, 21 Wall., 112. 

Roberts vs. Ryer, 91 U. S., 150. 

Royer vs. Roth, 132 U. S., 201, 204-6. 

Goss Co. vs. Scott, 108 Fed. Rep., 253, 265 (C. C. 
A., 3d). 

While many other cases might be cited on the defense of 
non-patentability, none, perhaps better illustrates the prin¬ 
ciple invoked than does lleald vs. Rice, 104 U. S., 737, 754. 
There the patent covered the combination of straw-feeding 
attachment with return-tiue boiler. The straw-feeding attach¬ 
ment was old and had been used with a tire -box boiler. The 
return-flue boiler was old, but it was new to associate with it 
a straw-feeding attachment. The utility of that association 
was much greater than in the case of the tire-box boiler ; but, 
nevertheless, the Court held the combination to be unpat¬ 
entable. 
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Xox-Infiungement of Patent 628,176. 


As intimated in the foregoing discussion of the prior art, the 
defendant asserts that it does not infringe claims 2 and 4 of 
this patent; claim 2, because defendant has no “ device for 
impressing the paper upon the type ” as called for; and claim 
4, because it has no “ mechanism for shifting the carriage 
laterally the width of a column space.” Mr. Browne discusses 
the defendant’s machine and its relation to claim 2 at pages 

3 -o t(> ° f l lie Kecord » aild its elation to claim 4 at pages 

to 375. AAe here recall that claim 2 was not in the original 
application for the Felt patent, but was inserted by an amend¬ 
ment of February 11, 1899 (Record, p 802). 

If comparison be made betweeu that claim and the original 
claim 2 as filed with the application (p. 765), it will be found 
that the applicant amended his original claim by erasing the 
words “ printing mechanism and its actuating devices ” in the 
first line, and substituted “ a series of type arranged to print 
side by side, devices for impressing the paper upon the type.” 
That is, instead of using the broad phrase printing mechan¬ 
ism and its actuating devices ’’—which would undoubtedly in¬ 
clude the defendant’s machine—he limited himself to one par¬ 
ticular kind of printing machine—that is, type arranged to 
print side by side, and devices for impressing the paper upon 
the type. In the defendant’s machine there are no devices 
for impressing the paper upon the type, as specified in 
the amendment, for, after the individual type had 
been set up by the keys, the actuation of the printing 
handle causes those so set up to be collectively thrust 
forward against the large rubber roll or platen, the mechanical 
movement being similar to that of the individual type of a 
typewriter; the paper, as in a typewriter, being mounted upon 
and supported by the rubber roller or platen. 

It matters not whether it was necessary for Felt so to have 
limited himself. Jhe controlling fact is that having his origi¬ 
nal claim rejected upon the prior art—“as being met by 
almost any ordinary typewriting machine ” (p. 797), he limited 
his claim, and by his limitation excluded himself from any 

printing devices except those that impress the paper upon the 
type. 
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This is the settled doctrine of the patent law, and has been 
for many years. Jt is probably not necessary to discuss the 
authorities, but it will suffice to refer to the case of Morgan 
Envelope Company vs. Albany Paper Company , 152 U. S., 425- 
429, where several of the leading cases are cited. 

Not only did Felt thus deliberately limit the terms of his 
claim, but, in his testimony in the Burroughs case (here by 
stipulation) he calls attention to this limitation of his device 
as “ a fundamental difference ” when compared with the Pike 
machine (p. 1115, Re-d. Q. 402). 

No effort is made in the proofs to avoid the effect of these 
acts of the inventor, which seem to dispose of any question of 
infringement of claim 2. 

With reference to the alleged infringement of claim 4, which 
was inserted by the amendment of March 20, 1899 (Rec., p. 
806), the defendant has, as Mr. Browne clearly shows, no 
“ mechanism for shifting the carriage laterally the width of a 
column space ” (Rec., p. 373),—but only a handle such as in 
any ordinary typewriting machine for pulling the carriage one 
way or the other, and a gauge bar provided with notches. 
Thus in defendant’s machine, with the gauge bar down in its 
normal position the carriage may be stopped in any position 
as in a typewriter; if the gauge bar is up it may still be 
stopped in any position, but if the stop on the frame of the 
machine happens to engage with one of the notches it will 
hold the machine in that position until the gauge bar is swung 
down again ; so that if the device in defendant’s machine be 
termed a “ mechanism,” it is not for shifting the carriage but 
the swiuging gauge bar and stop are mechanism for holding the 
carriage. In any event, the shifting, as in any typewriter car¬ 
riage, is performed by taking hold of the handle provided for 
that purpose and pushing or pulling the carriage. 

The Prior Litigation. 

The broad invention, as we have defined it, has been the 
subject of a considerable number of prior litigations, and in 
each case the courts have held that it is not the subject of a 
legal monopoly, either in Felt (inventor of the patent in suit) 
or any one else. 
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As appears by the record, three patents were issued prior 
to the Felt patent here involved, each of which disclosed and 
two had claims upon the broad invention as we have defined it 
and as our adversaries define it in their attempt to succeed in 
this case : The first of these was IT. S. Patent to Hopkins* 
No. 617,383 0 ol. II., p. 1691), applied for October 4,1892, 
and issued March 27, 1894, as against Felt's date of applica¬ 
tion of May 31, 1898—shows and describes a traveling paper 
caniage upon an adding machine. As illustrated in various 
figuies (/. (f ., 1, i, 11, 12 and 13) and described in the volumi¬ 
nous specification (Spec’n., p. 4, line 122; p. 5, lines 1-14; 
p. 9. line 91 ; page 10, line 131 ; p. 11, line 103, et seq .), the 
carriage includes a paper reel, 176, sliding laterally upon its 
shaft 175 (I igs. 12, 13), a paper feed comprising two support¬ 
ing or teed rolls 183, 184, and their associated parts, including 
ratchet and pawl mechanism 193, 194, 195 (Fig. 7), for feeding 
the paper in any position of the carriage, and the printing 
hammer 213 'Iig. 13) for impressing the paper against in¬ 
dividual type. As in the “ 1890 Model” of Felt, there is a 
plurality of type wheels 72 (Figs. 1, 12) side by side, and one 
is “ set up and printed upon at a time as each numeral-key 
is struck, with an actuation of the carriage for each fraction 
of lateral movement te. y., each £ inch), instead of a full inch 
or column-movement of the carriage as in Felts commercial 
machines built in 1900. 

The argument of our adversaries is that the Hopkins 
patent is inapplicable because it shows an adding machine of 
the “ 10-key ” variety, instead of the full bank, or 80-key 
kind; since it requires lateral travel of the carriage at each 
actuation of the key instead of at the end of a column. But 
that is, in effect, an argument that the Felt patent is limited 
to a particular hind of adding machine, and neither title, 
specification, nor claims so limit it. In fact, it is directed 
to any “tabulating machine e. c/., a typewriter with tabu¬ 
lating attachment. The argument is specious further because 
substantially the same mechanism is utilized by Hopkins as 
by Felt, and, under settled authority, Hopkins was entitled 
to all the uses of his invention whether described or not 
(Robert* vs. Ryer , 91 U. 8., 150, and cases passim). 

Hopkins claims the traveling carriage in various combina¬ 
tions with other groups of mechanism (Vol. II, p. 1628, els. 
2 - 6 ). 
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The Hopkins patent portrays and describes the broad 
improvement of Felt’s claims in issue, equally as well as does 
the patent in suit. 

The next patent showing the wide, or traveling carriage, 
is that to Hiett, No. 580,863, applied for September 16, 1896 
and issued April 20, 1897 (Vol. HI, p. 1705). The third was 
to Pike, No. 595,864, applied for July 9, 1897 and issued 
December 21, 1897 (Yol. Ill, p. 1729). 

The first litigation involving this subject matter was the 
suit of this complainant against the Universal Company, de¬ 
cided by Judge Kohlsaat, whose opinion is found at 142 
F. R., 539, sustaining the patent, and by the Court of Appeals 
for the Seventh Circuit, see 146 F. R., 981, which declared the 
. Felt patent here in suit to be void. It appears from the de¬ 
cisions referred to and more fully in the evidence in this case, 
that the defendant in that litigation plead as part of the prior 
art the Hiett and Pike patent above referred to. In order to 
overcome these references the complainant attempted to show 
that Felt had completed his invention in the year 1890. Upon 
that showing the defendant in the former litigation amended 
its answer, alleging that Felt had put the invention into public 
use and on sale more than two years before he applied for his 
patent (see Revised Statutes, Secs. 4886 and 4920), and that 
he had abandoned his invention—the latter defense being, of 
course, independent ot the statutory bar of two years public 
use, as was long ago pointed out by the Supreme Court in 
Elizabeth vs. Pavement Co., 97 U. S., 126, 134. Judge Kohl¬ 
saat, overruled this defense, but the Court of Appeals sus¬ 
tained it. 

Thereupon the owner of the IHett patent referred to, pro- 
curred the reissuance of that patent so as to include claims in 
the language of Nos. 1, 2 and 4 at issue. Hiett s application 
for reissue was rejected by the Primary Examiner, and the 
Examiners-iu-Cliief on appeal on the ground of laches, but 
was finally allowed on further appeal to the Commissioner 
that Hiett’s delay in making the claims was excused by Felt's 
deception in the application for the patent in suit (Commr.’s 
Dec. 1907, p. 33). Having secured the reissue, suit was 
brought against this complainant as owner of the patent at bai 
to annul the same and for the usual relief of an injunction 
and accounting under the inserted claims in the Hiett reissue. 
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I his bill Judge Koulsaat dismissed upon final hearing (101 
I. R., 365), upon the ground that the machine that Felt pro¬ 
duced in 181)0, and upon which he relied to carry back his 
date of invention, coupled with his subsequent conduct, con¬ 
stituted an abandonment of the invention to the public ; so 
that neither Hiett nor Felt nor any one else could obtain a 
legal monopoly upon the same. 

Appellant s brief says (p. 59, bottom), that Judge Kohlsaat 
did not decide that Felt abandoned the invention. That is a 
mistake, for the opinion specifically says (161 Fed. Rep., 367) : 
“ Felt did not abandon it [the invention in question] to Hiett, 
but to the public. * * * I/e [Hiett] fails for the same 

reason that obtained to defeat Felt's patent:' Appellant’s brief 
is again mistaken in saying (p. 50) that Judge Kohlsaat 
held that the Universal case made the question of the in- 
\alidity of the Felt patent res ad judicata between the parties.” 
^ hat the Court did say was that that was complainant's con¬ 
tention (161 F. R., 366), which lie did not accept, but proceeded 
to decide upon the merits. 


Thereafter the Burroughs Company, as owner of the Pike 
patent above referred to, brought suit in the U. S. Circuit 
Court for the District of New Jersey against Pike, its patentee, 
and others associated with him, to restrain them from making 
wide carriage adding machines ; alleging as a special ground 
of relief that the defendants were estopped by reason of Pike’s 


assignment of that patent to the Burroughs Company from 
setting up its invalidity. This cause came before Judge 
Cnoss on motion for injunction, and he denied the complain¬ 
ant’s claim of estoppel, and, after adverting to the large num¬ 
ber of prior patents set up by way of defense, denied the pre¬ 
liminary injunction, partly on the ground of his doubt of the 
a alidit\ of the patent, lliis opinion was handed down on 
November 8, 1907, aud has not, so far as we are aware, been 
reported 1 . 

After the adverse decision in the suit against the 
Universal Company upon the patent to Felt that is 


1 A certified copy of the opinion and of the docket entries in that suit, 
will be in Court (see, also, Rec., Vol. 1, pp. 4'J2-3). 
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here in suit, complainant brought two actions against the 
Burroughs Adding Machine Co. (see 175 F. R., 787 and 792, 
and 183 F. R., 321). In the first of these litigations it was 
contended that during the time that the suit against the 
Universal Company was pending, the Burroughs Company had 
been specially licensed under the claims of the Felt patent 
that are here at issue ; that, fearing that a complete presenta¬ 
tion of the defenses might result in sustaining the patent to 
its prejudice under the special circumstances of its contract, 
Burroughs Company’s counsel had, by leave of court and upon 
notice to both of the contestants in that suit, filed a brief as 
amicus curia? before the Court of Appeals, that such brief had 
contained an argument strongly in favor of the defendant’s 
side of that case, and that such act had, therefore, amounted 
to an abrogation or renunciation of the license on the part of 
the Burroughs Company. Wherefore the Comptograpli Com¬ 
pany, alleging that the license had been terminated, sued the 
Burroughs Company for infringement. To this bill the Bur¬ 
roughs Company filed a plea setting up the license, and claim¬ 
ing that the same was still in force. On full proofs on both 
sides, the Circuit Court sustained the plea and ordered the 
bill dismissed (175 F. R., 787). In this case the Comptograpli 
Company re-examined its witnesses regarding the history of 
Felt’s alleged invention, for the apparent purpose of showing 
that the defense of abandonment in the former case should not 
have been sustained, and that the Burroughs Company, as 
licensee, was in a position to know the actual facts, and should 
not have asserted the contrary, even if not actually estopped 
from doing so. Nevertheless when the cause came before the 
Court of Appeals for the Seventh Circuit (183 F. R., 321, 
bottom) it said “ nor is any evidence brought into this case that 
was not in that case [the Universal easel except as it may bear 
upon the question of whether the license agreement of Janu¬ 
ary 20th, 1904, had been renounced ”—meaning as we under¬ 
stand it, that the proof of Felt’s abandonment was not sub¬ 
stantially different. 

The Comptograpli Company, being defeated thus far, 
brought suit against the Burroughs Company to annul the 
license in question ; but this suit also was dismissed (see 175 
F. R., 792; 183 F. R., 321) with the net result that the 
Burroughs Company now enjoys a free license under the 
terms of its agreement, which made such provision in the 
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event that the patent should not he sustained against the 
Universal Company in the original suit. 

Not only is the Burroughs Company—the largest manufac¬ 
turer as well as the originator of adding machines—thus free 
from the monopoly of the patent here in suit, but the Uni- 
^eisal ( ompany has also been free to use it, because it was de- 


< ai< d to be unpatentable in the original suit. Moreover, the 
I ni\ersal ( ompany, as has been shown, was declared to have 
n° monopoly, although it claimed one under the previous Hiett 
patent its claim being also defeated because of Felt’s aban¬ 
donment ; and the pretended monopoly of Pike patent was, 
so far as the litigation upon it went against the Pike Com¬ 


pany, also held to be nou-euforcible. 

In the ease at bar, all tlie proofs relating to the history of 
the Felt improvement here at issue and the growth of inter- 
’vening and adversary rights, on both sides, were stipulated 
from the infringement suit against the Burroughs Company 
abo\e referred to, and as to which evidence the Court of Ap¬ 
peals, as we have seen, said that it was not different from that 
in the original infringement suit against the Universal Com¬ 
pany, wherein it had been held that Felt abandoned his inven¬ 
tion if he made one. 


Indeed, as Judge Kohlsaat remarked in his opinion, Felt 
was the only witness on the question of abandonment (142 Fed. 
Kep., p. 544), and the same is substantially true here, save 
only as to a single incident that will be referred to later. 

On this branch of the case, therefore, we invoke the doc¬ 
trine of comity as it was laid down by the Supreme Court in 
Mast, Foos db Co. vs. Stover Co., 177 U. S., 485, 488 : 


“ Comity persuades ; but it does not command. It 
declares not how a case shall be decided, but how it 
may with propriety be decided. It recognizes the fact 
that the primary duty of every court is to dispose of 
cases according to the law and the facts ; in a word, to 
decide them right. In doing so, the Judge is bound 
to determine them according to his own convictions. 
If he be clear in those convictions, he should follow 
them. It is only in cases were, in his own mind, 
theie may be a doubt as to the soundness of his views 
that comity comes into play and suggests a uniformity 
of ruling to avoid confusion, until a higher court has 
settled the law. It demands of no one that he shall 
abdicate his individual judgment, but only that defer- 
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ence shall be paid to the judgments of other co-ordi¬ 
nate tribunals. Clearly it applies only to questions 
which have been actually decided and which arose 
under the same facts.” 

In the practical application of this doctrine in patent 
causes the courts of the several circuits have been very care¬ 
ful to follow prior adjudications upon the same patent, 
whether favorable or adverse to its validity, unless, upon a 
new state of facts, the previous decision was undoubtedly 
wrong. 

Calcolagraph Co. vs. Automatic C'o., 187 Fed. Rep., 
277. 

Underwood Co. vs. Fox Co., 181 Fed. Rep., 533. 

Gormully Co. vs. U. S. Agency , 177 Fed. Rep., 091. 

Yost Co. vs. Perkins Co., 179 Fed. Rep., 514. 

In reference to the proofs now before the Court, the situa¬ 
tion is this : To support the necessary attempt to carry Felt’s 
invention to a date prior to the application for and issue of 
the Hopkins, Hiett, and Pike patents, Felt is, as was the case 
in the previous litigations, practically the sole witness, and he 
relies upon the construction of a single device in the year 
1890 (Vol. I., pp. 996-1000, et sey.), and upon his oral state¬ 
ments, to excuse the absolute and undenied inaction from 1890 
until 1898. True, Felt took warning from the decision in the 
Universal case (140 F. R., 981) and tried to give a somewhat 
different complexion to the established facts, but, as has been 
said, his present evidence was taken bodily from the suit 
against the Burroughs Company (175 F. R., 792), which, in 
the judgment of the Court of Appeals for the Seventh 
Circuit, it was not materially different from Felt’s first 
effort. Furthermore, this evidence is understood to 
be the same, on Felt’s part, as in the suit against his 
compairy upon the Hiett patent (101 F. R., 305), in de¬ 
ciding which Judge Kohlsaat said, after quoting from 
the opinion in the first of the above cases, to the effect 
that Felt abandoned the invention : “If any doubt remained 
upon that point then, none now exists, in view of the present 
record ” (161 F. R., 360, bottom). Therefore, upon the de¬ 
fense of abandonment, we cite the rule of comity and urge 
that, unless there is clear (reasonable) doubt as to the correct¬ 
ness of the conclusions reached in the previous litigations, the 
same conclusions should control the decision here. 
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To overrule precedents which have become recognized 
rules of property and the basis of contract relations, unsettles 
titles, disturbs business transactions, and introduces an ele¬ 


ment of uncertainty into the administration of justice from 
which the public suffer great inconvenience” {Basket vs. 


Maxey, 134, Ind., 182 ; 33 X. E., 358 ; 10 L. It. A., 370). 


Abandonment. 

(a) Our adversaries suggest that the burden of proof that 
the invention was abandoned, before the application was filed, 
is upon the defendant, by reason of the wording of Section 
4886 of the Revised Statutes which provides that “ any person 
who has invented or discovered any new or useful art, machine, 
manufacture, or composition of matter * * * unless the 

same is proved to have been abandoned, may, upon payment 
of the fees required by law and other due proceedings had, 
obtain a patent therefor ” (See App’t’s brief, page 44, near 
bottom). But, in this proposition they overlook the fact that 
the defendant shows complete anticipation of the patent by 
the Hopkins, Hiett and Pike patents, issued in 1894 and 1897. 

Under well settled authority, the burden was shifted to 
the complainant to prove Felt’s right to an invention by the 
same measure of proof that is required to prove a prior use— 
that is, it has to prove its case beyond reasonable doubt. 

In Smith d- Griyys ( o. rs. Sprayue, 123 U. S., 249, 264, it 
was ruled that were a prior use for more than two years by 
the patentee is set up in defense, and where this defense is 
met only by an allegation that the prior use was not a public 
use in the sense of the statute, proof on the part of the pat¬ 
entee must be “ full, unequivocal am/ con vinciny." 

See, also, 

Westinyhouse Co. vs. Stanley Co ., 133 Fed. Rep., 
167, 174 (C. C. A., 1st). 

Westinyhouse Co. vs. Insurance Co., 129 F. R., 216. 

Westing house Co. vs. Catskitl Co., 121 F. R., 831. 

Westinyhouse Co. vs. Electric Co., 108 F. R., 222. 

W heaton vs. Kendall, 85 F. Ii., 666. 

Brooks vs. Sacks, 81 F. II., 403. 

Simmons vs. Stand an l Oil Co., 62 F. R., 930. 

Curtis vs. The Railway Co., 56 F. R., 596, 600. 

Ca verly vs. Deere, 52 F. R., 760. 

Thayer vs. Hart, 20 F R., 693. 
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The production of the 1890 model, with the delay of 
8 years before filing, raised the presumption of abandon¬ 
ment, and placed on defendant the burden of disproving it 
(Smith and Griggs Co. vs. Sprague , 123 U. 8., 249, 204, bottom). 
Appellant has attempted to carry the burden, but the facts 
are all within its control, and, as in the case just cited, every 
fair presumption raised on the face of the record must be 
taken against the party offering the proof. 

(b) Complainant argues further (App’t’s brief, pp. 98, et 
seq.) that the grant of the Pike and Hiett patents (and 
perhaps Hopkins as well) created no intervening rights in 
their respective owners (i. e., rights in others to assert and 
perpetuate the monopol}), for the reason that none of 
these patents claimed the broad subject matter of claims 
1, 2 and 4. If that be admitted, arguendo , a far more serious 
obstacle confronts complainant, for it is the law that one who 
discloses an improvement in a patent and fails to claim it, 
abandons it to the public (see McClain vs. Ort mayer, 141 U. 8., 
419, 423, bottom ; Mahn vs. Ilarwood , 112 U. S., 354, 360-3(31; 
Underwood vs. Gerber , 149 U. S., 224, 230)—that is, the free 
right to use the invention by anyone becomes vested in the 
public; and it is that right, primarily, that intervened during 
Felt’s eight years of delay. 

The doctrine of “intervening rights” is by no means con¬ 
fined to those who have actually claimed and patented the im¬ 
provement during the inaction of the claimant. In the case of 
reissues, wherein the doctrine has received its fullest develop¬ 
ment, it has been applied for the benefit of the public at large. 
Thus, in the leading case of Miller vs. Brass Co., 104 U. 8., 
350, the court said, at p. 355: 

“ Every independent inventor , every mechanic , every 
citizen, is affected by such delay, and by the issue of a 
new patent with a broader and more comprehensive claim. 
The granting of a reissue for such a purpose, after an 
unreasonable delay, is clearly an abuse of the power to 
grant reissues, and may justly be declared illegal and 
void. It will not do for the patentee to wait until other 
inventors have produced new forms of improvement, and 
then, with the new light thus acquired, under pretence of 
inadvertence and mistake, apply for such an enlarge¬ 
ment of his claim as to make it embrace these new 
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forms. Such a process of expansion carried on inde¬ 
finitely, without regard to lapse of time, would operate 
most unjustly against the public, and is totally un¬ 
authorized by the law. In such a case, even he who 
has rights, and sleeps upon them, justly loses them.” 

See also Thomsm-Houston Co. vs. Western Electric Co., 158 
Fed. Ilep., 813, 817 (C. C. A., 2nd). 

The position of the public, as to dedication by Hiett’s fail¬ 
ure to claim is much strengthened by the fact, mentioned by 
Judge Kohls a at, that Iliett originally claimed the same sub¬ 
ject matter as claims 1, 2, and 4 of Felt patent in suit, that 
such claims were rejected and canceled. 

161 F. R., at p. 366. 

(cj A third obvious fallacy of the appellant’s argument is 
that Felt’s alleged poverty, occupation with other matters and 
iilness subsequent to 1890, are to be accepted as partial excuses 
for the delay of eight years in tiling the application for patent 
(Applt.'s Brief, pp. 22, et seq.). For it was not Felt that 
owned the invention after it was made, but the Felt and Tar¬ 
rant Manufacturing Company, which was incorporated in Jan- 
uarv, 1889 (p. 989, Q. 3), and was started off free from debt, all 
the obligations of the pre-existing copartnership having been 
assumed by the partners (p. 991, Q. 10). In the year 1891, 
Felt testifies, the incorporators assumed all of its indebted¬ 
ness, and increased its capital stock to $800,000, of which 
$400,000 was then issued, and, so far as appears, fully paid up 
(p. 994, Q. 19 ; p. 1023, x-Q. 89); and that company owned 
and ran the business until 1902, when the Comptograph Com¬ 
pany was organized to take over the Comptograph—or print¬ 
ing adding machine business—leaving the original company to 
continue with the Comptometer, the adding machine that did 
not print (p. 1026, x Qs. 105-7). 

r lhe Felt k Tarrant Company paid all the patent expenses 
(p. 1059, x-Qs. 213-16), and all the inventions , including the 
patent 628, 776*, now under investigation, were the property of 
that company (p. 1061, x-Q. 217). 

It appears that the Felt k Tarrant Company was backed 
by a man of means, named Robert Tarrant (p. 1003, Qs. 47-8), 
and that Tarrant, after the 1890 model came back from Wash¬ 
ington, told Felt that he “ musn t do anything more with it and 
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that what time and money we have must he devoted entirely to 
the machines we then had on the market, namely, the Comp¬ 
tometer and the Coraptograph (Q. 47 ; See, also, p. 1044). 
According to complainant’s witness De Berard, Tarrant ob¬ 
jected to its being developed and pushed,’ and lie further says 
that his attitude in that regard was positive (p. 122G, Qs. 18, 

19 ). 

On the face of the complainant’s proofs, therefore, Felt s 
physical and financial condition and state of mind were wholly 
immaterial after the 1800 model was completed. The question 
was, what was the attitude of the company. Felt testifies over 
and over again that Tarrant was in control of the company, 
and both he and De Berard swear positively that Tarrant s 
firm instructions were to drop the enterprise— to abandon it. 

So far as appears, this attitude persisted until the company 
was spurred to action by notice of the issuance of the Hiett 
patent in the Spring of 1897 (p. 1093, x-Qs. 343-4). In one 
of the earliest patent cases that came before the T nited States 
Supreme Court, it was decided that an invention once aban¬ 
doned to the public cannot afterwards be monopolized. The 
court said : 


“ It has not been, and indeed cannot be denied, 
that an inventor may abandon his invention, and sur¬ 
render or dedicate it to the public. This inchoate 
right, thus once gone, cannot afterwards be resumed at 
his pleasure ; for, where gifts are once made to the 
public in this way, they become absolute * r * The 
question, which generally arises at trials is a question 
of fact, rather than of law ; whether the acts or ac¬ 
quiescence of the party furnish in the given case satis¬ 
factory proof of an abandonment or dedication of the 
invention to the public. But when all the facts are 
given, there does not seem to be any reason why the 
Court may not state the legal conclusion deducible 
from them.” 

Pennock vs. Dialogue, 2 Pet., 1, 15 (1829). 


d. Another point entirely overlooked by the appellant’s 
argument is, that it is not shown in any part of the 
record that Tarrant, or Felt, or any of the others inter¬ 
ested in the Tarrant Company regarded the wide-carriage 
improvement as patentable until after the Hiett patent came 
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to their attention True, some effort is made by Felt to say 
that he always regarded the wide carriage machine as the 
“ coming type of machine ” (ltec., p. 1009, bottom) ; but that 
is not even an assertion that Felt himself regarded it as em¬ 
bodying a patentable invention. Certainly no claim can be 
made that Tarrant, backer of the companv and from whom 
they all took orders, had any such regard for it, for Felt 
steals that Tarrant “ treated the subject with contempt ” 
(p. 981, Q. 47). If ice were to concede, at its face value , the 
cu guinea t of hardship and the like, that is advanced to show 
felts inability to patent this device while he ivas patenting 
others, the foregoing points would completely dispose of the 
complainant's main contention. 

Felt’s Story. 


But, if the case be approached from appellant’s standpoint, 
and as if Felt and not the company had always been the party 
in interest, and had shown persistent, or any, belief that the 
machine was patentable, or efforts to patent it, it will never¬ 
theless be clear, upon analysis of the evidence and with due 
regard to the settled law, that the defense of abandonment of 
invention is fully established. 

The “ 1890 model,” Felt says, was constructed in 1889, 
and the early part of 1890 (Bee., p. 990, Q. 20) and was taken 
by him to the Census Office at Washington on February 0, 
1890, with a view to procuring an order for machines like it 
(pages 997-8). Felt left it at the Census Office for a few days 
and says that for “ several weeks or perhaps months after that 
visit ’ he had hopes of receiving an order from the Census 
Office “ but not many months ” (Q. 36). Just before going'to 
Washington, on January 12, 1890, he caused or permitted an 
article illustrating and lauding the machine to appear in the 
Chicago Tribune for January 12, 1890 (p. 1000). He also had 
some pamphlets and circulars printed, about 1891 or 1892 (pp. 
1091—2), which refer to the machine in a very general way, 
in connection with the other machines of the company 
(pp. 1190-7). None of the circulars was mailed and they were 
doubtless burned up (p. 1089, x-Q. 333), but a few of the 
pamphlets were mailed (p. 1088, x-Q. 330). He did nothing 
to create a market for the machines {id.). On two or three oc¬ 
casions only, Felt, or those acting under him, made reference 
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lo machines of this sort in their dealings with the trade. On 
March 20, 1804 (Rec., p. 1120), in writing to a prospective 
customer, Felt says: 

“ Mr. McMullen inquired especially as to a machine 
for tilling out the sheets on which you list and add the 
purchase checks. We can make such a machine for 
8750.” 


But, instead of offering to do so, his letter proceeds to direct 
the customer’s mind to other machines by saying “our regular 
Comptograph would do the work on strips, two columns on 
each strip. The strips could be pasted together to make 
a sheet. We see no occasion for listing them except that 
when working the old way they cannot be added unless listed,” 
etc. So that the sole supposed advantage of the wide carriage 
machine—of printing in a plurality of columns was asserted 
by Felt himself to be an attribute of the previous “ narrow 
roll ” machine. 

A little later in the same year, there is some correspondence 
with agents named Grosman and De Berard (Vol. I, pp. 1177 
to 1184), the result of which was, as explained in Felt’s testi¬ 
mony, that the 1890 model was sent for a few days to a 
savings bank in Providence or Boston (1176, top) and then re¬ 
turned. The correspondence in question shows (p. 1178) that 
the savings bank desired one of the regular Comptographs 
provided it would carry a sheet as wide as a letter sheet (that is, 
if provided with a wide carriage). In reply to this letter Felt did 
not refer to the fact that he had such a machine, but said (p. 
1179) “ if they will order one and specify exactly what they 
want * * * we will make the machine for them ”—after 

which he proceeds to make a proposal for building a machine 
to do special work, and ends up by saying (p. 1180, bottom) 
“ We are willing to contract to make a machine uuder the above 
specifications,” etc. Then there appears to be a hiatus in the 
correspondence, after which, a letter by De Berard, who, 
referring doubtless to some mention of the “ 1890 model,” says, 
“ what shape is your tabulating machine in ? Is it so that I 
could work it ? * * * ” (p. 1182). “ It seems to me that 
if I could handle the one you have, no matter how it looks, 
perhaps I could get an order out of them.” To this Felt re¬ 
joined, on October 9, 1894 (p. 1183), “It looks rather scrubby 
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but works quite well, except it does not print the answers. I 
enclose a sample of its work. As far as I have used it the ad¬ 
ditions have been accurate but 1 would not bet on them.” 

In this letter of November 3rd (1183-4) Felt apparentlv 
has transmitted, or was about to transmit the machine, that is, 
the 1890 model, and he describes it thus (p. 1184) : 

“ Of course you will explain that this is just an old 
rusty and rough model for use in the shop and never in¬ 
tended as a finished machine 

Nothing came of this negotiation with the bank (p. 1176, 
x-Qs. 537-8). 

The only other time that correspondence is shown with 
reference to the wide carriage machine w r as in the year 
preceding, that is, in 1893 (p. 1122), where Felt xvrites to 
Dean, of the Union National Bank at Pittsburg, Pa., 
saying : 


Mr. J. M. Russell of your city requests us to send 
a circular of our tabulating machine, and we enclose 
one herewith. II e have not pushed this machine any ; 
but have made one complete which works to perfection 
in all respects. " * * Should you order one of 

these machines we can assure you it will fullv meet 
your expectations,” etc. 

Mr. Felt’s statement in writing Mr. Dean of the model as 
being complete and ^working to a perfection in all respects, is 
quite inconsistent xvith his statements in the correspondence 
to De Berard referred to above, but the discrepancy is prob¬ 
ably explained by the fact that he was about to submit the 
machine to De Berard and through him to the Provident 
Bank, whom he desired to prepare for its appearance and con¬ 
dition, whereas no such offer was made to Dean. 


On this evidence of our adversaries, it is plain that the re¬ 
quirements of the trade were not met, or to be met, by the 1890 
model; and it is equally plain that Felt was doing nothing to 
meet them, and did nothing prior to May , 1898 (p. 1045 x-O 
162). 
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The complainant proves another incident in the history of 
the machine, and that is the addition to it of a device that will 
automatically ring a bell whenever the printing approaches the 
bottom of the sheet (Felt, p. 1007, Q. 63). This work was done 
by a man by the name of Zielim somewhere between February 
and April, 1897 (p. 1191, Q. 18). This was just about the time 
that the Hiett patent issued (April 20, 1897) and the coinci¬ 
dence may be significant as a reason for the resurrection of 
the model, especially in view of the fact that belt admits that 
he procured a copy of the Hiett patent just after its issue (p. 

1093, x-Qs. 343-4). 

The alarm device was only temporarily on the machine. It 
is not now on the model and was not when the patent in suit 
was applied for (p. 1029, x-Q. 151; p. 1064, top). It is de¬ 
scribed but not claimed in the patent in suit (p. 1040, x Q. 
155). Other than this, no work of any kind whatever was 
done on the 1890 model from February 14th, 1890, until the 
present time (p. 1063, top). Moreover, up to the time of 
tiling the application for the patent, on May 31, 1898, 
nothing was done toward building any other wide cairiage 
machines (p. 1045, x-Q. 162). Felt’s impression is that he 
made another wide paper machine just about the time 
the patent in suit was applied for (p. 1045, top); but 
he did not complete any that was in satisfactory shape until 
at least the middle of 1900 (p. 1046, x-Q. 166), and did not sell 

any until December 21, 1900 (x-Q. 164). 

That is, the first benefit that the public got from Felt's alleged 

invention was practically eleven years after he says he com¬ 
pleted it, and more than three years after he knew that Hiett 
had independently contrived the same improvement ; and more 
than six years after the issue of the Hopkins patent. 

In this interval of delay and inaction on Felt s part, Pike 
had also come into the field and had been granted the patent 
595,864, on December 21, 1897, on an application filed in July 
of that year (Vol. HI., p. 1729). Pike assigned his invention, 
as appears upon the face of the patent, to the American Arith¬ 
mometer Company, the predecessor of the Burroughs Adding 
Machine Company, and the pioneer in the building of adding 
machines. The Burroughs Company began to build the wide- 
carriage machines in early 1897 (Vol. I., p. 549). One of the 
first that it made was sent to its attorney, Mr. Rector, wdio 
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used it as a basis for making the drawings and specifications 
for the Pike patent (Vol. I., pp. 439, 441, et seq.). Another 
was sold to the St. Louis Trust Co. in February, 1807 (p. 504, 
Q 21), and remained in actual service tor ten years (p. 647, Qs. 
10-2/). 4hese two, and several others, were made by hand, 

before special tools and dies were gotten up (p. 540, Qs. 20-31). 
The Burroughs Company, having once adopted the wide-car- 
riage improvement, proceeded vigorously to put it into gen¬ 
eral use, as is shown by the depositions of Wenger (p. 407) ; 

^ veth (p. 522); E. G. Langhorne (p. 546) and J. T. Lang- 
home (p. 580 ). 


In addition to the first half dozen machines made by hand 
work m the Spring of 1807, that company got up a special set 
of tools, dies, Ac., and on the completion of these 
began to turn out the wide-carriage machines designated 
“ St ~ yle ^°- 3 ” in quantities (p. 547, Qs. 11, et seq.). 
As is shown by the table on pages 536-7, that com¬ 
pany had made and sold 2500 of them by May 
10, 1800,—that is, before the issuance of the Felt patent. It 
had invested about $5,000 before the end of 1897 in a special 
set of tools for making them (page 571, x-Qs. 146-7) and by 
the beginning of 1800 was turning them out at the rate of fifty 
a month (Q. 148). From that day to this, so far as the record 
shows, the Burroughs Company, the Pike Company and the 
I nheisal ( ompauy have continued the manufacture and sale 
of the wide carriage machine ; and, as shown by the litiga¬ 
tions above referred to, such manufacture lias been free from 


any restraint of the pretended monopoly of the Felt patent in 
suit oi of the Hiett or Pike patents upon the same improve¬ 
ment. Likewise, the public has been benefitted by the ab¬ 
sence of the monopoly, having all the advantages that flow 
from the open and keen competition between the five manu- 
faituieis now shown to be making wide carriage adding 
machines (i. e., the complainant and defendant in this suit 
and the Burroughs, Pike and Universal Companies). These 
vested rights ot the public have, as outlined above, grown 
up upon the repeated judicial denial of any monopoly to the 
wide carriage improvement in Felt, Hiett or Pike, because of 
the fact, established to the satisfaction of all the courts that 
have passed upon the matter, that Felt’s acts amounted to an 
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abandonment of the invention—that is, a dedication of it to 
the public. 

Appellant’s brief (p. 42) seeks to dispose of the Burroughs 
Wide Carriage machines by saying that but i( a few imperfect 
broad frame Pike machines ’ were made by hand and (p. 43) 
that all of them were destroyed and hence that every pre¬ 
sumption is against their existence. But, by the testimony of 
operatives in the St. Louis Trust Co., by the evidence of the 
books and of the correspondence, the existence and successful 
use of the very first of them (and later ones also) is proved, as 
well as the making of tools for the production of large quanti¬ 
ties of the same sort, machine-made, as distinguished from the 
first, hand-made ones. 

Felt’s Abandonment is Clear. 

In the foregoing we have stated fairly, we believe, all the 
established facts adduced by Felt tending to show the develop¬ 
ment, use and assertion of right with respect to the wide car¬ 
riage improvement ; together with the main facts showing the 
rise and investment of others’ interests. In addition, howevei, 
Felt testifies at great length in an attempt to excuse his delay 
and inaction. His assertion is that he was without means 
to patent the invention and that the Felt & 1 arrant 
Company with which he was then connected also lacked 
means to develop new machines. While Felt does not 
state fairly his financial condition during the period of inac¬ 
tivity other than his income from the Felt A Tarrant Com¬ 
pany, he does say that his salary from his concern ranged 
from $18 per week in 1891 to $30 a week in 1898 (page 993, 
Q. 15) and that in addition that company made advances to 
him from time to time (Q. 18). On Felt s own statement, 
therefore, he was not poverty-stricken, or unable to apply for 
a patent. If too poor and sick to patent this, how can he 
explain the making, as well as patenting of at least six other 
adding-machine inventions in the interval for which the excuse 
is offered (Rec., p. 1061) ? 

If the eight years of inaction is to be excused on the 
ground of lack of funds, it would seem to be of the utmost 
importance that complainant should have developed the facts 
regarding Tarrant’s financial situation and his attitude toward 
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the improvement, particularly since Felt swears that no one 
besides Tarraut was putting money into the business (p. 1003, 
Q. 48). But, although Tarrant was available as a witness at 


the time Felt s testimony was taken (pp. 1022, x-Qs.84-86), and 
also six months later, when DeBerard was examined (p. 1224, 
Q. 9), and was interested in the complainant company, he was 
not called to corroborate Felt. Therefore, we are left for an 
understanding of Tarrant’s intention with reference 
to the 1890 model to Felt’s testimony (p. 1003, Q. 47) 
that 1 arrant told him he “ mustn't do anything more with 
it and that what time and money we had must be devoted 
entirely to tlie machines we then had on the market.” During 
the long period of inaction with reference to the 1890 
model, the company took out other patents for Felt on adding 
machines, six in all (p. 1012), the mechanisms of which Felt 
describes in detail. He claims ip. 1042, x-Q. 161): 


hat I did from 1890 up to the time I filed that 
application in the way of invention nearly all pertains 
to a wide paper machine just as much as it does to the 
roll paper machine which 1 was then manufacturing and 
selling.” 


This statement is an effort to make it appear that during 
all this period he was developing and perfecting the wide 
carriage machine. But it is a sword that cuts both ways, for 
it is in efleet an admission that in any one of these six’patents 
taken out in the interval, Felt might have illustrated, de¬ 
scribed and claimed the wide roll as applied to any of them. 
The wide roll was a mere addition to an instrument that was 
complete and operative in itself. The wide roll manifestly 
could be removed from the 1890 model and still leave it fully 
operative, as Felt himself admits (p. 1152, x-Q. 480). So, it 
would seem to have been the natural thing, to illustrate and 
claim this addition, in one or the other of the intervening ap¬ 
plications, if it was intended to patent it, or if deemed to be 
a patentable invention ; and the question of additional ex¬ 
pense seems to be negligible ; at any rate, no attempt is made 
to explain the failure to include this feature in vne of the earlier 
applications on the scoi'e of additional expense. 

No one but Felt and DeBerard are called to testify to 
the financial condition of the company; that although others 
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were available for that purpose at the time his testimony’ was 
taken (p. 1011, Qs. 74-6) ; and neither of these pretends to 
give evidence from the books or to account for their absence ; 
it is all secondary, and, in the circumstances, should not be 
regarded as more than opinion evidence on this most impor¬ 
tant point of complainant’s case. The failure to produce com¬ 
petent evidence cannot be an oversight on complainant’s part, 
for the result of the previous litigations certainly de¬ 
manded the production of all available evidence to support 
its case. 

Felt says that he tried to get money from other people 
“ to put into the business for the purpose of putting this ma¬ 
chine on the market ” (p. 1023, Q. 49). This may mean sim¬ 
ply that he tried to get others to invest in the then losing 
business of the Felt & Tarrant Company, or that he was solic¬ 
iting monev specially with a view to exploiting the 1890 
model. There is no presumption that he meant the latter ? 
and that alone is material to appellant’s case. Whichever 
view be taken, it is nevertheless true that none of these 
persons was called to corroborate him. 

It seems clear, therefore, that Felt does not by any means 
prove that either he or any of those associated with him in 
business was financially unable to exploit the machine or to 
take out the patent ; consequently, the delay cannot be said 
to have been due even to the impossibility of raising the $539 
that the soliciting of the patent in suit is said to have cost 
(p. 1009, Q. 67). Even the sum named, it should be borne in 
mind, is no just criterion of the amount necessarily involved, 
both because the patent iu suit covers a number of other de¬ 
vices besides the wide carriage, to-wit, the automatic column 
shifting mechanism (Vol. VI., p. 1774 ; spec.’n, p. 2, lines 95 
et seq.), the automatic mechanism for re-rolling the paper to 
bring the top line to the printing point when shifting to a new 
column (specification, p. 3, lines 43, et seq.) and the alarm 
bell for signalling the approach of the bottom of the sheet 
(specification, p. 2, lines 65, et seq.) ; and also because it is 
neither a necessary inference nor a matter of common experi¬ 
ence that the addition of the wide carriage device to any of 
the long list of Felt’s patents that is given on page 1061 of the 
record would have added materially to the actual cost of tak¬ 
ing them out. 
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Even though we were to take at its face value Felt’s state¬ 
ment regarding the financial situation, it would offer no ex¬ 
cuse whatever for delay after the 1st of February 1897 
for, as appears on page 9(59, last line, between that 
.ate an d February 1st in the following year the in¬ 
debtedness of the company to Tarrant was reduced by $3 000 
and Felt says that in 1898 the company was making 

2 ’?■ * evertlieless , although Felt knew the issue 

° the Hiett patent soon after it came out on April 20th 1897 
there was a delay in filing the application for the patent in’ 
suit ot thirteen months (May 31st, 1898). Felt endeavors to 
bridge over this delay by testifying in a general way to the 
effect that it took several mouths for Mr. Curtis to make the 
drawings (p. 1084, x-Qs. 5107-9). On this very material point 
however, he did not examine Mr. Curtis, .although he is a 
draftsman in the complainant’s attorney’s office (p. 1083, x-Q. 
301). Moreover, as a fair commentary on the length of’ time' 
necessary to make drawings of that sort, we call attention to 
the fact that the excellent drawings of the model that appear 
m the five sheets between pages 1178-9 of the record (and 
which are much more full and detailed than the patent draw¬ 
ings) took but seventeen days to produce and photolithoqravh 
(p. 1109, bottom ; p. 112(5, lte-d. Q. 420). 

We have therefore substantially a year of unexplained 
delay after FeH was aware of the issuance of the lliett patent dis- 
closmg the invention that he now attempts to monopolize when 
regardless of the attempted excuses for his previous inaction 

of seven years, he was under the most stringent rule of dili¬ 
gence with reference to asserting any claim of monopoly if 
lie pretended to have one. J ’ 

l nder the familiar authorities which we shall cite in a sub¬ 
sequent portion of this brief, that single year would, under the 
circumstances, be ample to defeat Felt’s claim to a patent 

Appellant attempts to excuse the delay after issuance of 
the Hiett and Pike patents, upon the ground that, while both 
admittedly disclosed the wide-carriage, the former did not 
claim it at all, and the latter only in a limited way ; 
and the assertion is made, arguendo, that this was due to 
knowledge by those patentees of Felt’s published descrip¬ 
tion in the “Chicago Tribune ” in 1890 (Appt.’s Brief, p. 40 
near bottom ; p. 105, middle) ; but that is mere argument’ 
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ami would involve the admission that the publication was 
sufficient to disclose the invention, and so being more than 
two years before application filed, a complete bar to the patent 
(R. S., § 4920, Par. Third). 

Moreover, the argument is highly disingenuous, because it 
disregards the fact that Ihett did make claim to the improve¬ 
ment and, on rejection by the potent office, canceled his claims. 
Judge Kohlsaat called attention to this, saying (Universal 
Co. vs. Comptograph Co., 1G1 F. R., at p. 366): “It appears 
from the file wrapper and contents of the lliett original patent 
that the application, as originally presented, contained in 
claims 59 to 62 thereof, both inclusive, substantially the same 
subject-matter as that of said claims so added to the Hiett (re¬ 
issue) patent. It further appears from said file wrapper 
that said claims 59 to 62 were all rejected by the examiner 

and were canceled by Hiett. ’ 

Aside from the plea of financial stringency, which we have 
shown to be insufficient upon the evidence, the history of the 
1890 model shows abundantly that Felt and those associated 
with him never considered it as anything but an undeveloped 
experiment and that it was completely neglected and aban¬ 
doned. Felt says that immediately after the model was 
brought back from Washington it was left lying around 
Robert Tarrant’s office, in no fixed place (p. 1068, x-Qs. 232-5). 
Then it was put on a shelf in a cupboard and left there for 
about a year: 

“ It used to get very dusty when it was there, and 
later when we succeeded in inducing Mr. Tarrant to let 
us use the drafting room lor assembling machines, it 
was taken in that room and kept there for a while, and 
then World’s Fair year, or just at the conclusion of the 
World’s Fair at Chicago in 1893 we got from Mr. 
Tarrant a separate room to do the testing in, and it was 
kept in that room thereafter, part of the time, setting 
on an old safe at the right of the door, and part of the 
time in a glass case (Q. 236). 

In cross questions 250 to 265 he is asked particularly as to 
what was dime with the model during these years, but he is 
unable to recall the name of any one to whom he showed it. 
He remembers that it was taken down some times to show’ to 
people and “ the thing that impresses me most now is that it 
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was very dirty ” (x-Q. 254). He thinks that it remained in the 
drafting room practically during the entire year 1894 either on 
the safe or in a show case that had been used at the World’s 
Fair I.x-Q. 269). The show case was on top of a cupboard, so 
that the model could not be seen without being taken down 
(p. 1977, x-Q. 274). He thinks lie showed it to Mr. Oscar W. 
Bond, an attorney, at about that time (p. 1078), and although 
Bond is a well-known patent solicitor at Chicago, where the 
testimony was being taken, lie was not called as a witness (p. 
10<9, top). It was kept in a show case or in a cupboard in 
the same room during the year 1895 (x-Q. 286). Felt thinks 
tljat was a 13011 1 that time that Ziehm put the bell on it (x-Qs. 
286-7), but, as shown above, Ziehm did not do that until two 
}eai> latei (p. 1191, Q. 18). He cannot remember anyone to 
whom he showed the model in 1896 (x-Q. 295), thinks that it 
was kept in the same room during 1897 (x-Q. 296) and then 
was put in a “ stock cupboard up stairs—tlnU is, on the first 
floor (x-Q. 297) and that it remained there until Curtis 
started the drawing for the patent in suit (x-Q. 298), which 
may have been as late as February, 1898 (x-Q. 308) ; after the 
application for the patent was filed, the machine was returned 
to the stock cupboard (p. 1085, x-Q. 311/ and remained there 
until taken to a safety vault about the year 1900 (x-Q. 316) 

where it has been since, except when produced to be offered in 
evidence (p. 1086, x-Q. 320). 

In this recital Felt overlooked the fact that in the year 
1894 the model had been sent to Boston (p. 1176) to show to 
the Pio\ident Sa\ings Bank there, but he neither received 

an order nor received any explanation of what transpired 
there. 

against the complainant s present claim that during 
this peiiod the machine was regarded as a commercial device, 
iulh opeiaiive, we have Felts contemporaneous statement in 
his letter to his agent De Berard, directing him to explain to 
the bank authorities “ that this is just an old, rusty and rough 
model for use in the shop and never intended as a finished 
machine (p. 1184), and (p. 1183, top) “that it does not print 
the answers that is, it was both experimental and incom¬ 
plete. As has been explained, Felt did not call a single witness 
either in or outside his company to support him in his story, 
except only Ziehm on the point that the alarm bell was put on 
the machine and De Berard, that it went to Washington, and 



53 


Abandonment of 628,170. Felt's Story. 

that Tarrant was the financial backer of the company. 
Aside from Ziehm’s testimony, the only other evidence to 
corroborate his story is the production of the circulars 
and pamphlets that refer to the models generally and 
which are in part reproduced at pages 1196 to 1200 of the 
record. As to these, Felt is forced to admit (p. 1088, x-Q. 

329) : . . . , 

“ I n the first place, I do not consider the printing of 
the pamphlet and circular as what could be called an 
attempt to secure a mar let for aide paper machines, 
and the pamphlet and circular had passed out ot my 
mind until one night about ten days ago, when I got 
to searching through a drawer containing a lot ot old 
printed matter of the Felt k Tarrant Manufacturing 
Company, to see if I could find another copy of the 
prospectus.” 

He further testifies (x-Q. 330) : 

“ 1 did not do anything which would in the natural 
sense ‘ create a marketamount to a real endeavor to 
create a market during that time , unless it was the 
attempt to get an order from the Census Bureau, which, 
if procured, would have been of such a size and im¬ 
portance as to be of tremendous value as an advertising 
proposition and an argument to enlist capital and 
encourage Mr. Tarrant. A few of the pamphlets 
which I just referred to were mailed, with the object of 

obtaining orders for comptometers and comptograplis, 

and the paragraph referred to, inserted in that pamph¬ 
let, about the wide paper machine, was put in m the 
hopes that some one would inquire about it but as no 
one ever did none of the circulars were mailed. I have 
no doubt that some cf the times when I showed this 
1890 model I did so with the hope that the one I 
showed it to would evince sufficient interest in it so 
that I could afford to turn from an attempt to sell the 
roll-paper comptograph or comptometer and make an 
effort to get an order to make a wide paper machine; 
but not having any wide paper machines to put on trial, 
I could not afford to bring it forward prominently m 
that connection, and perhaps thereby spoil my chance 
of selling either a roll-paper comptograph or compto¬ 
meter.” 

Felt even has to admit in answer to x-Q. 331, that if he 
had received orders for the machine, lie might not have been 
able to fill them. The circulars were kept in stock for a while 

and then burned up (x-Q. 333). 
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The printed matter, life the model, teas set aside and 
abandoned. 

All this goes to show that, whatever might have been 
belt s personal expectation, in the year 1800, of selling ma . 
chines to the Census Department, and whatever his inten¬ 
tion or hope at the time he printed the circulars in 1891 or 

, he <1lo H )efl tlle wide carriage machine entirely under 
the pressure, as he says, of his financial backer Tarrant, never 
ad\ erted to it again except once in 1893 and again in 1894 
when, under pressure of his agents at Pittsburgh and Boston, 
who reported that particular banks desired an adding machine 
that would print columns on a sheet of paper, he reverted to 
the 1890 model ; not for the purpose of selling machines like 
it, iow ever, but in order to induce the prospective customer to 
give an order for a machine that voald print totals (see p. 
1182, middle),—which the 1890 would not (p. 1183, line 4). 
During all these years his attention was on the narrow roll 
machines. The patents that he was taking out illustrated that 
alone, although, as he says, nearly all of his development 
might have been used with the wide paper machine just as 
well as with the narrow (p. 1042, x-Q. 1(11) and although the 
additional expense in illustrating and claiming the wide 
carriage in any of the six patents applied for between the 
Spring of 1890 and May, 1898 (p. 1061), might, without sub- 
stantial increase of expense (so far as the evidence shows), 
have been made to include that feature. 

Note well, in this connection, that when he came to apply 
for the patent in suit, lie did not illustrate it in connection even 
with any of these intervening improvements, but upon the 
machine of his patent No. 441,233 which had been applied 
for on September 28, 1889, at the very time he was making 
1890 model (p. 1141, x-Q. 475 ; p. 1112, re-d. Q. 387). That 
is to say, vd.de belt asserts as a justification for his delay that 
he teas developing his addinj machine so as to make the wide 
carnage feature better commercially, he is forced to admit that 
that feature works just as well upon the adding machine that he 
had in the year IHhO as upon any that he developed subsequently. 
Isot only this, but under the leading of his own counsel lie testifies 
that when lie came to apply for the patent, he included the 
best mode of applying the device which lie had in view at the 
date of the application (p. 1111, Ke-d. Q. 386). Thus again we 
reach the inevitable conclusion that the wide carriage was a 
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mere supplement or addition to an adding machine, that it did 
not require any development of the adding machine to insure 
its proper operation, that it might have been applied t<> ma¬ 
chines existing in 18 ( .K) or at any other time thereafter, that it 
might have been patented during any part of the interval, and 
that, as a matter of fact, whatever Felt did with the wide car¬ 
riage was done, set aside, and abandoned in the year 1890. 

One thing more : As against Felt’s present claim that he 
always regarded the wide carriage device as a great achieve- 
ment and as “ the coming type of adding listing machine 
(p. 1000, Q. 71) we find that his company in the year 1893 
made an exhibit of its devices at the World’s Fair in Chicago 
(p. 1074, x-Q. 260). Naturally, one would expect that if the 
1890 model then had the regard that Felt now claims for it, it 
would have been prominently featured in the exhibit , but it 
was not exhibited (x-Q. 262). 

This omission is most significant as showing Felt’s attitude 


toward it at that time. Equally as much so as his letter in the 
next year when he referred to it as “‘just an old lusty and 
rough model for use in the shop and never intended as a 
finished machine ” (p. 1184) ; but without attempting to ex¬ 
plain away the terms of this letter, he vouchsafed an excuse 
for the omission to exhibit at the M orld s Fair. Being asked 
by his counsel on the re-direct to explain fully ^hy the ma¬ 
chine was not exhibited (p. 1161, He-d. Q. 381), he savs. 

“ Because we were there to get orders for machines, 
such as we had in stock and could theiefoie put on 
trial; as we had no machines we could let an\ one have 
on trial, like the 1800 model, we couldn’t afford to ex¬ 
hibit it as it would overshadow what we had ou tlie 
market and we couldu t get orders of anv kind then. 


This explanation —nunc pro tunc —is wholly inconsistent 
with contemporaneous evidence such as the lettei to Eaton, 
written in March, 1894, where belt says (Bee., p. 1120) . 


“ We can make such a machine for $750. * * * 

Our regular comptograph would do the work on strips 
two columns on each strip, lhe strips could be pasted 
together to make a sheet. We see no occasion for 
listing them except that when working the old way they 
cannot be added until listed, but with a machine they 
can be added direct from the purchase checks, theie¬ 
foie when a machine is used there is no occasion fo? 
listing them at all .” 
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So while Felt testifies from recollection that he did not ex¬ 
hibit at the W orld’s Fair because he was afraid the 1890 model 
would put his regular machines in the shade, he replies to an 
intending customer, who asks for a machine intended for just 
that purpose, that his regular machines, comptograph and 
comptometer, will do the woik equally well, and that there is 
no occasion for a listing machine. 

That Ft it and his attorneys did not regard the 1890 Model 
as a completed invention, hut as a mere experiment, or model, 
tending to show conception of the invention at that date, is 
further shown, most clearly, by their attitude when making 
application for the patent in suit. 

When rejected upon the Pike patent (Rec., p. 797) Felt was 
confronted with this dilemma: If he should rely upon the 
model as a completion of the invention in the year 1890 he 
would be met by further rejection on the ground of abandon- 
ment , if he should rely upon it as a mere experimental 
machine, lie would he defeated in any contest with Pike, 
because he could not show diligence between 1890, its date,' 
and the time that Pike entered the held, perfected his inven¬ 
tion and applied for his patent. In either event, lie had no 
chance in any contest in the Patent Office, under the long settled 
law, as exemplified by the decision of the Court of Appeals of the 
District of Columbia in Mason vs. Hepburn , 13 App. D. C., 86. 
This decision was handed down at that very time (June 7, 
1898—the rejection in question dated July 27," 1898), and was 
a vigorous application of the doctrine that had been settled 

by repeated decisions of the Patent Office and the Courts for 

manv vears. 

%* * 

To avoid an interference that would involve certain defeat, 
Felt decided to conceal the date of making the model and its’ 
subsequent history, but filed affidavits identifying the ma¬ 
chine, asserting generally that it was made “ many months” * 
prior to the dates when Pike and Hiett applied for their 


*Tlie appellant’s brief argues extensively upon evidence not in this 
record (appt.’s brief, pp. 00-63) that there was abundant reason for sup¬ 
pressing the actual date of the model in this affidavit; but also asserts (p. 61. 
hue 7) that “ there mas no reason for secrecy as to his date.” This we cite as 

an example of their capacity to occupy inconsistent positions upon every 
point in Felt’s history. J 
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patents (Tlec., p. 800, line 3), and swore that the machine “ was 
only used experimentally for the purpose of demonstrating the 
success and practicability of the invention (id., lines 8, 9). 
If the Court will refer to the affidavit it will find that over 
and over again, in every reference to the machine and its 
work, he designated it as “ experimental in character. Simul¬ 
taneously with the filing of this affidavit, Felt s attorneys 
amended his claims so that they were not “ laid to the same 
subject matter as any claim in either of those patents (Pike 
or Hiett), although “ probably broad enough to cover Pike s 
construction, and also the construction set foith in Hiett s 
patent ” (ltec., p. 803). 

That is, Felt deliberate^ avoided getting into interfer¬ 
ence—knowing that he would meet certain defeat in the Patent 
Office in a contest with Pike or Hiett—bv drawing his claims 
in different terms from theirs, though to the same subject 
matter; and, with equal deliberation, concealed the actual 
facts as to the 1890 model, particularly its date ; and in pur¬ 
suance of this course, out of abundant caution, he character¬ 
ized the model as “ experimental.” In this latter respect 
alone, was he entirely consistent, not only with the actual 
character of the machine, but with his comment upon it in 
the 1894 correspondence with De P>erard, his agent (ltec., pp. 
1183-4). 

It was only after the adverse decision in the Universal case 
(140 F. It., 981), that we find our adversaries claiming that the 
1890 model was a complete and perfect machine. Thus, in the 
briefs in that case, the complainant’s position was, that in 1890 
Felt’s invention was only iuchoate, or embryotic ; for, it is 
said (page 71 of Complt’s. brief, Circuit Court, Universal 

case) : 

“ The subject-matter of claims 1, ‘2 and 4, sued upon, 
is only a part of the completed machine, as is suffic¬ 
iently evident from the remaining claims of the patent 
itself and also from an inspection of the drawings and 
specification of the patent. That the defendants do 
not technically infringe upon any of the other claims 
does not hinder it from being true that to change the 
1S9U model from an imperfect and incomplete to a per¬ 
fect and complete tabulating computator required the 
additional features not contained in said 1890 Model. 
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And again, at page 86 , answering the 
tion that Felt s invention was placed “ on 
more than two years prior to his applicati 


defendant’s couten- 
sale at Washington 
on : 


This allegation is not borne out by the proofs. In 
TSPO Mr. Felt did not haven machine that mas in /it 
condition to put upon the market, as we have already 
seen. He had only the experimental model , which he 
took to the Census Office to test. He did not offer to 
sell this model—obviously he could not afford to, as it 
was the only machine of the kind that he had. 80 this 
experimental machine was not put on sale, and as there 
vas no other machine in existence until years there¬ 
after, there was nothing put on sale. What Mr. Felt 
did was merely to take his experimental machine ex¬ 
pressly designed for Census work, to the Census Bureau 
for test , and if the machine should prove satisfactory, 
he pioposea to build one which the Census Bureau 
could buy. But the machine was not satisfactory to the 
Snpei intendeni of the Census, and that ended the matter .” 

And again, at page 87 : 


Such a tentative offer to build at some time in the 
utuie machines that nobody was then manufacturing, 
that had never been tested, that were not yet certainly 
completed as to details of design, of which there was in 
existence no certain and complete sample beyond the im¬ 
perfect experimental model, and for which no prepara¬ 
tion for manufacture had even been started, is obviously 
not a putting on sale of anything, still less the putting 
on sale meant by the Statute.” 

In Felt s testimony in the present case, on the other hand, 
every effort is made to have it appear that the 1890 model was 
a complete, operative and practical machine. Not once, we 
believe, does he use the word “experimental .” On the con¬ 
trary he now swears (Kec., p. 999 , Q. 38) : 

It was an entirely practical, operative and useful 
machine in every particular." 

We are persuaded that this statement is incorrect ; that 
I elt s affidavit in the Patent Office, and his attorneys’ briefs 
in the Universal case were correct and accurate in character¬ 
izing the model as “ experimental,” “ imperfect” and “ incom¬ 
plete.” 
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Felt’s Abandonment as a Matter of Law. 

Under the defense for abandoment of invention, however, it 
is immaterial whether the 1890 model was experimental in 
character or practical and complete in every particular. 
Whatever Felt did was wholly done 1890. He rested with 
that, put the machine and improvement aside, devoted his 
time, energy and money and those of his company and its 
backers to other machines and developed and patented them, 
and thus abandoned, this one. His financial backer instructed 
him not to “ do anything more with it (Rec., p. 1003, Q. 47)* 
As a matter of fact, what better evidence of intention to dis¬ 
card could there be than this? It matters not that, years 
later, when his interest is aroused by the creation of adverse 
rights, he believes that he “ never had any thought of aban¬ 
doning this device, but always regarded it as the corning type 
of adding listing machine” (Rec., p. 1009, bot.). Even 
that statement, if literally true, is not inconsistent with 
the inevitable legal conclusion that he abandoned all effort 
to patent the invention. We say “ inevitable because, as shown 
above, it appears that in the interval he patented every other 
adding machine improvement he devised except this; and he 
might have included this in any one of the six patents that he 
took out in the meantime. There is not a line of evidence to 
support the contention that Felt ever asserted, prior to 1898, that 
he considered the wide carriage device to be an invention, or 
patentable. 

See Thomson-Houston Co. vs. Lorain Co., 117 F. R., 
249, 253, bottom. 

Also, Mr. Justice Brewer in Smith Davis Co. vs. 
Mellon, 58 Fed. Rep., 705, 708 (C. C. A., 8th.). 

Appellant’s brief (pp. 73-7(5) argues, in substance, that 
Felt’s present declaration that he never intended to abandon 
the invention must prevail in the absence of affirmative proof 
of a contrary statement by him. But it is elementary law 
that intent may be presumed from the established facts against 
sworn denial. Familiar examples of this are, intent to com¬ 
mit crime (77. S. vs. Breese, 173 Fed. Rep., 402), or to perpe¬ 
trate unfair competition or other lraud ( Wolf Bros. vs. Ham¬ 
ilton Co., 200 Fed. Rep., (ill, 616 ; C. C. A., 8th). These are 
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applications of the doctrine that a man 
sinned to have intended the natural 
sequences of his acts. 


is conclusively 
and ordinary 


p re- 
con- 


Whatever Felt’s state of mind, ami whether the 1890 
model was complete and practical, or experimental, the inven¬ 
tion, if any, was abandoned in the eye of the law. 

This is the view adopted by the Court of Appeals at 
Chicago in the Universal case (146 F. 11., 981), where, after 

summarizing the facts that we have outlined, the Court savs 
(p. 984): 


All this leads up merely to the proposition upon 
" iich tins case turns. I he claims sued upon, as already 
stated, are generic. Felt seeks to monopolize, in his 
patent, the right to use a lateral movement to bring 
about the placing of the figures in parallel columns! 
Assuming that this concept of the patentee was com- 
plete when the patent was exhibited to the census office 
m 18J0, so as to lie practicable and operative, the 
machine was sufficiently completed to obtain a patent 
(it the feature were patentable at all) upon the broad 
eatuie claimed. The accessories subsequently developed 
whled nothing either to the concept o» to the operativeness 
of the mechanism embodying the concept. What fob 
lowed, if anything, mas not development or evolution, hut 
improvement merely. And an inventor , having grasped 
an idea , and put it m mechanical form , may not wait to 
secure a monopoly upon the broad thought until every- 
>mg in the nature of mere accessory improvement that 
makes it commercially better has been run out and per¬ 
fected. To so hold would put it in the power of a 
jmteuter to hold back his improvement from the world in¬ 
definitely , obtaining m the end a patent that would ex¬ 
cludeeverything relating to the art , although the whole 
worjl had contributed to the perfecting commercially , of 
his conception. 

i - i ^ iJ . e °* *' vo ^dugs i 11 fids case seems to us plain : 
Fit her the mechanism of 1890, upon which these broad 
claims are based, was a mere experiment, inoperative 
and impracticable, ami as such supplanted by the 
iiiett patent coming some six years later ; or else, for 
the purposes of the broad claims allowed, the mech¬ 
anism of 1890 was operative and practical, and there¬ 
fore abandoned or lost through the eight years of in- 
action that followed. And either view compels us to 

reverse the decree of the Circuit Court appealed 
lrom. r 
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The court below took the same view of the case (Rec., 
Yol. 1, p. 3) and the appellant’s brief repeatedly asserts that 
the lower court was in error as to the law of abandonment 
(appellant’s brief, p. 47 and passim). At page 69 the appel¬ 
lant’s brief attempts to state the law governing the case at bar, 
and it starts out with the proposition (p. 69) that abandon¬ 
ment cannot be predicated upon delay alone, no matter how 
many years may have elapsed between reduction to practice 
and the filing of the application. We know of no such rule in 
Patent Law, or elsewhere. As in the common walks of life, 
so in the decisions of the courts, met e delay (i.e., delay without 
sufficient excuse) is the best possible evidence of abandonment 
and is universally accepted as conclusive upon that point. No 
case in the books of which we are aware overrules a defense 
of abandonment predicated upon delay alone, unless there is 
adequate excuse for it. 

The course of the present litigation is the best possible 
example of this proposition and of the complainant’s accept¬ 
ance of it. In the decision against the patent in the Universal 
suit just quoted from, Felt’s delay was held to be fatal, 
because insufficiently excused ; the sole effort of the com¬ 
plainant in the present case is to show that, taught by the 
decision in the first case, it is now prepared to offer excuse for 
the eight years of inaction. This proposition is fully stated 
at page 53 of appellant’s brief. 

From the date of the decision in Bates vs. Coe, 98 l. S., 
31-46, it has been settled law that : 

“ Inventors may, if they can, keep their inventions 
secret ; and if they do for any length of time, they do 
not forfeit their right to apply for a patent, unless 
another in the meantime has made the invention, and 
secured by patent the exclusive right to make, use, and 
vend the patented improvement.” 

That is, delay will be excused if the device is kept in the 
inventor’s bosom and no one else has devised the same thing. 

The very hypothesis advanced by the Supreme Court to 
establish abandonment is relied upon by our adversaries to 
negative it—that is, they say Felt did not keep the invention 
secret, but disclosed it to the public: and they admit that, 
while Felt was inactive, other inventors (Hopkins, Hiett 
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and Pike) made the same improvement and disclosed it in 
their respective patents. The Supreme Court decision rules 
that Felt’s right was forfeited. 

Moreover, the absence of broad claims, such as are here in 
issue, m these earlier patents, gave the public the right to 
believe that none could throttle the adding machine art by 
monopolizing either kind of a wide carriage upon the addin" 
machine. The Hopkins patent has run its course of seventeen 
years and reached its expiration more than two years ago. 
The Hiett patent will expire on the 20th of next April, and it* 
has been judicially declared, as we have seen (supra, p. 33) 
that the public was entitled to free use of the expedient, 
despite any assertion of right on Hiett’s part. But Felt’s 
patent, if valid, would withdraw the device from the public 

domain until July, 1910 —?(J year# from the date of his “ 1890 
model.” 

The law applicable to the state of facts here presented was 
stated more than fifty years ago by the Supreme Court in the 
old case of Rend all vs. Windsor , 21 How., 322, and has never 
been departed from. The Supreme Court says (pp. 327-329) : 

" Tt is undeniably true, that the limited and tem¬ 
porary monopoly granted to inventors was never de¬ 
signed tor their exclusive profit or advantage; the 
benefit to the public or community at large was another 
and doubtless the primary object in granting and secur¬ 
ing that monopoly. This was at once the equivalent 
gn en by the public for benefits bestowed by the genius 
iiud meditations and skill of individuals, and the in¬ 
centive to turther efforts for the same important 
objects. I he true policy and ends of the patent 
laws enacted under this Government are disclosed 
in that article of the Constitution, the source of 
all these laws, viz : ‘ to promote the pro¬ 

gress oi science and the useful arts,’ contemplating 
and necessarily implying their extension, and increasing 
adaptation to the uses of society. ( Vide Constitution 
oi the tinted States, art. 1, sec. 8, clause 9). By cor¬ 
rect induction from these truths, it follows, that the in¬ 
vent,,r who designedly, and with the view of applying it 
indefinitely and exclusively for his own profit, withholds 
his invention from the public, comes not within the policy 
or objects of the Constitution or acts of Congress, lie 
does not promote, and, if aided in his design, would im¬ 
pede, the progress of science and the useful arts And 
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with a very bad grace could he appeal for favor or pro¬ 
tection to that society which, if he had not injured, lie 
certainly had neither benefited nor intended to benefit. 
Hence, if, during such a concealment, an invention sim¬ 
ilar to or identical with his own should be made and 
patented, or brought into use without a patent, the 
latter could not be inhibited nor restricted, upon proof 
of its identity with a machine previously invented and 
withheld and concealed by the inventor from the public. 
The rights and interests, whether of the public or of 
individuals, can never be made to yield to schemes of 
selfishness or cupidity ; moreover, that which is once 
given to or is invested in the public, cannot be recalled 
nor taken from them. * 

“ It is the unquestionable right of every inventor to 
confer gratuitously the benefits of his ingenuity upon 
the public, and this he may do either by express decla¬ 
ration or by conduct equally significant with language— 
such, for instance, as an acquiescence with full knowl¬ 
edge in the use of his invention by others ; or he may 
forfeit his rights as an inventor by a wilful or negligent 
postponement of his claims , or by an attempt to with¬ 
hold the benefit of his improvement from the public 
until a similar or the same improvement should have 
been made and introduced by others.” 

Appellant’s assertion (brief, p. 109) that “ the decision of 
the court below was based on a misapprehension of the law 
is remarkable, in view of the fact that it was based upon cita¬ 
tions from Bates vs. Coe, Kendall vs. Windsor, from both of 
which we have quoted. Its citation of the decision of this 
court in Bechmann vs. Wood, 15 App., D. C., 484, 501, was 
merely a very apt illustration of the extent of application of 
that doctrine. 

That doctrine, fundamentally, is that there must be ade¬ 
quate excuse for delay in the assertion of any right. In the 
Patent Law it may be sickness, poverty, the absence of inter¬ 
vening rights (i. e., undisputed domination of the invention, as 
when the invention is kept a secret) or the like. All of these 
circumstances are absent from the present case. It does not 
advance the appellant’s proposition to cite, as is done on 
pages 70-71 of its brief, cases to the effect that, where a 
statute prescribes a period of time within which no action 
need be taken, no detriment can come to the inventor from 
delaying for the statutory period. 
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The force of appellant’s argument, that, unless there is a 
statute defining the period of permissible delay, inaction for 
an indefinite period will not bar the assertion of monopoly, is 
at once broken upon consideration of the law as to reissued 
patents. The statute authorizing reissue doe. s> not limit the 
tnne within which application for reissue must be filed, but 
says : 

Section 4916. \\ lienever any patent is inoperative, 
or invalid, by reason ot a defective or insufficient speci¬ 
fication, or by reason of the patentee claiming as his 
own invention more than he had a right to claim as new, 
it the error has arisen by inadvertence, accident or mis¬ 
take, and without any fraudulent or deceptive intention, 
the Commissioner shall, on the surrender of such pat¬ 
ent and the payment of the duty required by law, cause 
a new patent for the same invention, and in accordance 
with the corrected specification, to be issued to the 
patentee,’ etc. 

Yet the Courts have held that delay in applying for the re¬ 
issue offer the grant of the original (not after discovery of the 
defect), is iatal. I his is the doctrine of Atiller vs. Brass Co., 104 
U. S., 350,355 [ supra, p. 39, bottom), and, as stated by the Court, 
it is in substance simply another application in the patent law 
of the rule applied in Kendall vs. Windsor, to wit, that he who 
delays in the assertion of a statutory monopoly prejudices the 
rights of all the public, including those who devise the same or 
similar improvements, and therefore, since he does not pro¬ 
mote, but retards, the progress of science and the useful arts, 
cannot invoke the law in aid of his deferred assertion of 
monopoly. 

The Supreme Court has rigidly held to the rule of Miller 
vs. Brass Co., declaring by successive decisions that the rule is 
not qualified hg any question of the presence or absence of individual 
rights accruing between the date of the original and that of the 
reissue application (White vs. Dunbar, 119 U. S., 52) ; and 
that the period of delay, to be fatal, may be very short ( Leggett 
is. Standard Oil Co., 149 U. S., 292 ; Dunham vs. Dennison Co., 
154 l . S., 110); in one case not exceeding ninety-seven days 
(Coon vs. Wilson, 113 U. S., 277). 

See, also, 

Hartshorn vs. Barrel Co., 119 U. S., 674. 

Farmers Co. vs. Com Planter Co., 12s IT. S., 506. 

Huber vs. Nelson Co., 148 U. S., 270, 283. 
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Equally aside from the crux of this case is a citation of 
authorities to show that illness or poverty will be accepted as 
an excuse (Appellant’s Brief, pp. 80, 94). Felt, in the first 
place, did not own his invention, but the Felt & Tarrant Com¬ 
pany did. By the direction and instruction of Tarrant, who 
controlled it and furnished the money for its activities, the 
improvement was deliberately set aside. Moreover, Felt had 
health enough, and his backers had money enough, to develop 
and patent six other adding machine inventions in the period 
of delay. So that the cases cited by our adversaries are pecu¬ 
liarly inapposite to the present controversy. 

Perhaps a consideration of the case of apparently chief 
reliance by our adversaries, will illustrate clearly the difference 
between controlling excuse for, and inexcusable, delay. The 
case is, McBerty vs. Cook, 16 App. D. C., 133 (App’t’s brief, 
pp. 76-78). There Cook had given an option to acquire the 
invention to the Central Co. It dallied with it for three years, 
and then declined to purchase or push it, whereupon he pro¬ 
ceeded to file his application. Cook’s delay was during the 
period of dalliance by a stranger, whom he was endeavoring to 
interest in the invention, and the inventor was not responsible 
for it, since, as shown in the part of the opinion quoted by 
our adversaries, he fulfilled all of its requirements as to fur¬ 
nishing information, etc. But in the present case, the delay 
was due to the settled purpose of the Felt Company, the owner, 
and Tarrant, who controlled it, to abandon it (supra, p. 40). 

Repeated comment is made in the appellant’s brief upon 
the fact that the court below, in citing Beckmann vs. Wood, 15 
App. D. C., 484, relied upon an authority not cited in the de¬ 
fendant’s brief below (App. Brief, p. 111). It is true that our 
brief did not cite that case to the court below, but it did cite 
and rely upon other cases decided by this court making a 
varietv of applications of the rule of Kendall vs. Windsor, such 
as Mason vs. Hepburn, 13 App. D. C., 86 ; Appeal of Mower, 15 
App. D. C., 114 ; Thomson vs. Weston, 19 App. D. C., 373 ; 
Matthes vs. Burt, 24 App. D. C., 265. Moreover, the lower 
court, in referring to Beckman?) vs. "Wood (Rec., p. 4), cited it 
simply as applying the same principle that was laid down in 
Kendall vs. Windsor and Bates vs. Coe. 

The appellant’s brief is unfair in its repeated assertion 
(e. g., p. 110, line 7), that the Court below concluded “ that 
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Bee It M ann vs. Wood controlled the case at bar.” All that was 
said was (Fee., p. 4) : “ The .same principle [that is, of Kendall 
vs. Windsor ami Bates vs. Coe.} is recognized bp the Court of 
Appeals of this District in Bechmann vs. Wood ’’—followed by 
a quotation from it. 

Abandonment of an invention may be constructive , that is, 
under the Statute (lb S., see. 4886,*4920), the inventor may 
have put his invention into public use or on sale for more 
than two years prior to tlie date of his application for pat¬ 
ent; and in that case no intention, expectation oi desire to mo¬ 
nopolize will avail him, for the statute operates as a complete 
bar. Or the abandonment may be actual, that is, the inventor’s 
conduct may be inconsistent with any subsequent assertion of 
monopoly, and this may occur even within the two years’ 
period. 

This was clearly stated by the Supreme Court in Elizabeth 
vs. Pavement Co., 97 U. S., 134, as follows : 


“ abandonment of an invention to the public 
may be evinced by the conduct of the inventor at any 
time, even within the two years named in the law.” 


It does not avail the complainant to say that the adding 
ami printing parts of the mechanism were not at that time 
wholly complete and that Felt expected to improve them ; for 
the improvement at issue is not on the adding mechanism, as 
explained abo\e, but upon a mere adjunct to it, and mani¬ 
festly that adjunct must have worked as well in 1890 at the 
< ensus office or in 1894 at Iloston as it did on the day when he 
applied for the patent in suit; for nothing whatever was done 


to that, as shown above, llius the facts bring the case pecu¬ 
liarly to the situation disclosed in Thomson-Houston Co. vs. 
Lorain bled Co., 117 F. It., 252, where the Court of Appeals 
foi the Second Circuit overthrew, because of prior public use 
by the inventor, a patent for a carbon commutator brush, upon 
proof of the use by the inventor, more than two years before ap¬ 
plication filed, ot that device upon a little electric car form¬ 
ing part of a telpherage system, which system as a whole was 


put up as an experiment and not for practical utility or com¬ 
mercial purposes. The Court nevertheless declared the patent 
to be void, because the use of the carbon commutator brush 
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which formed the subject matter of the patent was no part of 
the experiment, but its capacity had already been fully demon¬ 
strated and required no further experiment. 

Upon a state of facts closely similar to those at bar, the 
Supreme Court in 1876 invalidated the Fruit Jar patent of 
Mason (94 IT. S., 92, at p. 96), and laid special emphasis upon 
the fact that during the eight or nine years that intervened be¬ 
tween the conception of Mason’s invention and his application 
for a patent other inventors came in and put the public in 
possession of the invention, after which there was still a delay 
amounting to more than a year before Mason filed his applica¬ 
tion. So, in the present case, Hiett and Pike came into the 
art, applied for their patents and their assigns built machines 
under them, and in the case of the Burroughs Company, in¬ 
vested huge sums of money in the tools and other equipment 
necessary for that manufacturing business (Rec., p. 571, etseq.). 
Apparently, if any one was entitled to a monopoly of the in¬ 
vention at bar it was Hiett, because he, an independent inven¬ 
tor, conceived the invention and was diligent to reduce it to 
practice during the period of Felt’s complete inactivity. But 
Hiett failed in his effort to monopolize in the direct con¬ 
test with Felt, upon the ground that Felt’s work in 1890 and 
his inactivity thereafter constituted an abandonment to the 
public (161 F. R., 365). 

Extensive citation of authorities seems to be unnecessary, 
in view of the fact that the doctrine applicable here has been 
so frequently discussed and applied by the courts, but the fol¬ 
lowing cases amply demonstrate the firmness with which the 
courts adhere to the rule whose application we invoke : 

Eastman vs. Mayor , 134 F. R., 844, 851 (C. C. A. 

2nd C.). 

Consolidated Company vs. 11 right , 94 U. S., 92. 

Planing Machine Co. vs. Keith , 101 L'. 8., 479. 

Western Electric Co. vs. Speiry, 58 F. R., 186 (C. 
C. A., 7th C.). 

Dreckmann vs. Prune , 37 App. D. C., 399, 406-8. 

Richards vs. Burkholder , 29 App. D. C., 485. 


And cases cited on page 65, siipi'a. 

It is true, that most of the cases in this court have arisen 
out of an interference between two applicants in the Patent 
Office, wherein the delay of the defeated party was in reducing 
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his invention to practice. Such was the case of Bec/imann vs. 

MSoud, lo App. 1). C., 484, 501, cited by the lower court and 
criticised by our adversaries. Hut, as clearly stated in the de¬ 
cision below, that case merely involved a recognition or appli¬ 
cation of the well settled principle of Kendall vs. Windsor. 

Our adversaries seem to make a special plea against the 
application of the doctrine in this case, based upon Felt’s 
alleged poverty (e. </., appellant’s brief, p. 22). We have called 
attention to the fact that the only evidence on this subject is 
a statement by Felt himself as to his income from the Felt & 
larrant Mfg. Co., and that it does not appear that he did not 
have other resources (llec., p. 993). At any rate he could and 
did boirow from that company to meet his personal require¬ 
ments (p. 993, Q. 18). Hut it does appear that in the eight and 
a half years of laches, between 1890 and 1898, Felt applied for 
and received at least six other patents (p. 1012). In 11. S 
Bide ik Cartridge Co. vs. Whitney Co., 118 U. S., 22, 24, the 
Court, in like circumstances, overruled the assertion that 
poverty excused the delay and held the invention to have been 
abandoned. 


linally, on this branch of the case, we call attention to the 
fact that the improvement in controversy was not one that re¬ 
quired or justified long experimentation or test, or that would 
ha\e required much outlay to attach to existing machines. 
Even in the specification for the patent, it is shown that the 
carriage itself “ may be made much like the paper carriage of 
typewriters” (Yol. III., p. 1774, Spec., p. 2, line 16). Our 
adversaries argue that it would have required a large expendi¬ 
ture of money to build the special tools and machinery neces¬ 
sary to make these carriages in quantity. That this is a mere 
argument and not applicable to the conditions that actually 
existed, is shown, first by the fact that both the Hurroughs 
Company (Rec., p. 549) and the complainant (p. 1048, x-Q. 
170) made the first of these machines by hand, which involved 
no such preliminary expenditure. Secondly, its fallacy is 
shown by Felt s apparent readiness at all times to deliver such 
machines for from $500 to $750 a piece (p. 1120; letter to 
Eaton, p. 1181, top, p. 1199, bottom). Moreover, Doughty, 
factory manager of the Burroughs Company and of 
long experience and special skill in the very business, 
of getting up special tools for manufacturing adding 
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machines, disposes of defendant’s argument as to pro¬ 
hibitive initial cost, by testifying that “ a real good set of 
tools could be made for this purpose for about §3,000 ” fp. 647, 
Q. 38)—a sum modest, indeed, even to a concern as small as 
complainant. True, our adversaries assert strenuously that 
it was a difficult and intricate task to adapt the wide caiiiage 
to the Comptograph because it had to be located in the 
middle of the mechanism. But Felt had accomplished that in 
1890 as fully as he ever did. Besides, that was not due to 
any complexity of the invention, but to the complication of 
the particular type of machine to which he applied it ; and 
should not be availed of as against the older type of machine 
in favor of which he was forced to abandon his own im¬ 
practical type. (See Magrane, p. 306). 

This phase of the case was given special consideration 
by the Court in deciding Eastman vs. The Mayor, 134 led. 
Rep., 844, where the Court of Appeals for the Second Circuit, 
in leaching the conclusion that the invention there involved 
was abandoned, said (p. 859) : 

“ The Knibbs invention, though one of unusual 
merit, was an exceedingly simple one. All agree upon 
this proposition. One of complainant s counsel says 

of it: . 

“ ‘ The device is undoubtedly a very simple one, 

but does not, on that account, any less exhibit 
invention of a high order.’ 

“ Another counsel says : 

“ ’ Mr. Knibbs’ perfected invention resulted 
simply in a hole in the partition between the supply 
and discharge chambers of a pump. Nothing can 
be more easily understood than this.’ 

“ And yet it is contended that it required over two 
f/ears and nine months of experimentation to demonstrate 
its utility. Invention, in so far as it relates to machines, 
may, for the purposes of illustration, be divided into 
two general classes : First, where the invention is the 
result of a happy creative thought ; and, second,^vliere 
it is developed by arduous and patient toil. To the 
first class belong'the safety lamp and the driven well ; 
to the second the ‘ linotype ’ aud the typewriter. The 
moment the idea of surrounding the lamp with wire 
gauze occurred to Davy and its practicability was demon¬ 
strated by a simple test, the invention stood revealed. 
Mergenthaler, on the other hand, was not rewarded so 
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rmicli for the inspiration ami originality of his idea as 
for the ingenuity and skill with which he built up his 
iiitricate and marvelous machine. The invention of 
Knibbs belongs to the first class. Undoubtedly his 
conception showed tiie genius of the inventor as dis- 
tinguished from that of the mechanic. It did not how- 

ever ’ (l fon 9 of laborious experiments to 

prore its efficacy. As soon as the two sections of the 
pump were connected by a hole on the inside or a tube 
™ t l 1 e ] °V t ^ 1< e 1 aiJl1 satisfactory tests demonstrated that 
the old difficulties were thus obviated, the invention 
was m a condition for patenting. That the application 
for the patent could have been made before the delivery 
of the Osgood, in January, 1862 , is not disputed. Indeed 
the patent as granted describes and shows the apparatus 
as originally placed on the /Cade without, so far as we 
art- able to see , the slightest change either in the details of 
the mechantsm or the principles of its operation:' 

Manifestly, the Court in the case cited, distinguished the 
simplicity of the invention from the complexity of the ma¬ 
chine to which it was applied ; and the same situation obtains 
in the case at bar. 


Concealment of Invention. 


The appellant s brief (pp. 94 to 98) makes a special plea 
that there was no concealment of the invention by Felt, in a 
legal sense, calling attention to the fact that Felt inspired 
the Chicago Tribune published in 1890, sending prospectuses 
alluding to the machine, or rather to the work that could be 
done by machines of that sort, and to the fact that instead of 
destioying the 1890 model he kept it on or in a cupboard in 
bis factory ; but similar facts have been specifically held not 
to negative concealment or suppression. The term is not used 
with a meaning of secreting or hiding a model, but in the 
sense of failure to disclose it, by a patent, or to make prac- 
tical commercial use of it. 


See Consolidated Fruit Jar Co. vs. Wright , 94 IT. S. 92* 
Jfason vs. Hepburn, 13 App. IX C., 86, and other cases cited 
on page 65 above. In Mason vs. Hepburn the decision of 
this court showed that Mason made the gun clip, the subject 
of the interference, in the shop where he was employed, 
applied it to a gun there, tested it in the shooting gallery of 
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the company and exhibited it toother employees. Afterwards, 
the gun was put in the model room, was not manufactured, 
and no application for a patent was filed. The court said : 

“ The public did not, and was not intended to, re¬ 
ceive any benefit from that during the seven years that 
intervened betweeu the construction and date of appli¬ 
cation for the patent.” 

So, in the present case, it is clearly shown that Felt’s com¬ 
pany deliberately, and by the instructions of Mr. Tarrant, the 
backer, withheld this invention from the public, or, as Felt 
says (Rec., p. 1003) : 

“ He said I mustn’t do anything more with it and 
that what time and money we had must be devoted en¬ 
tirely to the machines we then had on the market, 
namely, the Comptometer and the Comtograph. * * * 
He treated the subject with contempt and wouldn’t 
talk about it.” 


So, with reference to patent 028,176, it is submitted, first, 
that the subject matter, so far as original with Felt, was 
abandoned by him and dedicated to the public ; second, that 
it was not patentable in view of the prior art of typewriters 
and adding machines as it existed prior to 1890, unless as to 
the one detail of “ mechanism for shifting the carriage ” in 
claim 4 (which defendant does not use) ; and, third, that what¬ 
ever view be taken of the first and second defenses, the de¬ 
fendant has not appropriated the terms or the substance of 
claims 2 and 4. 


Patent 661,121. 

As stated at the commencement of the brief, the issues in 
regard to this patent are limited by the charge of the bill to 
claims 37, 38, 39 and 40 (ltec., p. 39). The supposed improve¬ 
ment of these claims resides in making the hammers, which 
co-operate with the type segments of the printing mechanism, 
in two parts, hinged together by a pivot, in applying the actu¬ 
ating power to the rear member and in putting a stop in the 
path of movement of such rear member so as to arrest it 
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before the striking part reaches the paper, the result being 
that the latter completes its motion by inertia. The descrip¬ 
tion of the specification is (Vol. III., p. 1808; Spec’u., p. 5, 
line 57) : 

“The hammers ate different from those of the patent 
[?’. t\, Felt’s earlier patent No. 568,021], each being now 
made with the head H 14a separate from the rest or 
main body of the hammer. My object in this feature is 
to soften the blow against the type and allow the ham¬ 
mer to drop back a little from the paper immediately 
after stiking, the head being actuated by the spring 
H 141 ’and being hinged to the same shaft A 14 which 
supports the body portion of the hammers and being 
also adapted to bear upon the body at H 14c , and thus 
to give the body the impulse or motion necessary to 
carry it against the type, but being itself arrested by 
a stop rod H 14 extending transversely of the series of 
hammers, before the hammer reaches the paper.” 


Of the claims, No. 40 is the broadest in terms, and it reads 
as follows : 

“40. In a machine for printing numbers, 
a printing hammer made in two parts and hinged to¬ 
gether, 

one part receiving the actuating power and imparting 
it to the other 

and being itself arrested before the making of the im¬ 
pression, substantially as specified.” 

Manifestly, this claim is not for a combination of mechan- 
ical elements, since there is but one element specified , namely, a 
printing hammer in two parts hinged together ; the rest of the 
claim is simply a description of the functions performed by 
one of the parts, namely, “ one part receiving the actuating 
power and imparting it to the other and being itself arrested 
before the making of the impression.” 

The claim is open to the objection that it is invalid as being 
for a mere function of a piece of mechanism, under the decision 
of Westinyhouse Co. vs. Boyden Co., 170 U. S., 537. 
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Moreover, so far as the substance of the claim goes, it leads 
perfectly upon the old Remington typewriter, which is made 
an exhibit in the case (Rec., p. 433), this typewriter having 
been made about the year 188b (Rec., p. 435, Par. 5j. As will 
be observed, the keys of that machine (either number or 
letter keys), operate a printing hammer made in two parts 
which are hinged together. If the key be depressed very 
slowly it will be noticed that the part receiving the actuat¬ 
ing power and imparting it to the other has such lange of 
movement that it comes to rest before the outer part that 
bears the type actually strikes the printing platen. The ar¬ 
rangement, and its purpose and result, are therefore the same 
as specified in the claim ; the Remington tv pew liter is a ma¬ 
chine for printing numbers (and letters as well) and each of 
its printing hammers is made in two parts hinged together, 
one part receiving the actuating power and imparting it to the 
other, and being itself arrested before the making of the im¬ 
pression. The claim is thus completely anticipated. 

The same expedient—of having a two-part hammer with 
the parts hinged together, one part receiving the actuating 
power and imparting it to the other and being arrested beloie 
the outer part strikes—was common in various arts. thus, it 
has long been used in bells or gongs, and Mr. McFarland pro¬ 
duces a number of pateuts showing various applications in 
that art (Rec., pp. 24*2-243). He also specifies the expedient 
as having been well known in gun locks (p. 243. See also 
Magrane, p. 329, middle), and to these may also be added the 
hammers of piano-actions, whose construction is a matter of 
common knowledge of which the Court would doubtless take 
judicial notice without specific evidence on the point. 

See Brown vs. Piper, 91 U. S., 37. 

Rickards vs. Elevator Co.. 158 U. S., 299. 


In addition, as Mr. Magrane points out, Mr. Felt himself 
had, in a prior patent, applied the same expedient in the add¬ 
ing machine art in his patent No. 441,233 (see Rec., p. 330 ; 
Yol. II., p. 1475). True, in Felt's earlier patent he had a 
different specific embodiment from that in the patent sued 
upon, but the device was for the same purpose and operated 
in substantially the same way to produce the same re¬ 
sult. The earlier expedient is at least as full an embodi- 
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ment of the claims as is defendant's—or for that matter, as 
the specific device of the patent in suit. That is, in the earlier 
patent (Figs. 2 and 9) his hammer P, being hinged at 32, was 
provided with a rod or wire 4b engaging with a hook on the 
hammer marked 45. This wire projected through a narrow 
opening in what oue of the witnesses terms a comb 47 (there 
being <i number of small openings, one for each hammer wire 
in <i plate of metal fashioned like a comb) j the wiie 45 was 
provided with a stop 48 on one side of the comb, and on the 
other attached to a spring 44, which applied power to the 
hammer ; the stop and comb were so adjusted that before the 
hammer P actually struck the paper the stop 48 would en¬ 
gage with the teeth of the comb and so “arrest” the rod or 
wire 45 before the hammer made its impression. The specifi¬ 
cation of the earlier patent, after describing the device, savs 
(Yol. II., p. 1478 ; Spec’ll, p. 3). 

* * “ each straight piece of wire is provided 

a knot 48 or other suitable stop to engage the toothed 
guide-bar 47 and reliece the hammer from the tension o f 
the spring ffjast before the hammer reaches the end of 
ds stroke , thereby allowing the hammer to yield slightly 
after delivering its blow, and thus prevent" it from ob¬ 
structing the subsequent movements of the tvpe-bead 
and ribbon.” 

Claims 37, 38 aud 39 are drawn to the same improvement 
as claim 40, which we have just discussed, but specify it prin¬ 
cipally by elements and not so much by function. Thus claim 
37 reads : 


ihe calculating machine, having type and hammers 
for impressing the paper against the type, said ham¬ 
mers having hinged heads made separate from the 
bodies, actuating springs attached to the heads, and 
means for arresting the heads before the hammers can 
make the impressions, substantially as specified.” 


38 and 39 differ from 3/ only in the form of the language 
used, and are for the same serios of elements specified in sub¬ 
stantially the same way. 

The same prior art applies to all three of these in the same 
way as to claim 40, and we commend to the attention of the 
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Court Mr. Magrane’s analysis (pp. 320-330); also liis further 
testimony on cross-examination (pp. 342-344 and 347, x-Q. 52). 

But, although these claims seem to he clearly met upon 
the prior art, it is plain that the defendant has not appropri¬ 
ated what they purport to claim. 

The defendant’s printing-couple is quite different from any¬ 
thing disclosed in Felt’s patent. Felt’s idea, running through 
his whole series of patents, was to use the hammers to strike 
the paper against the type. In the defendant’s machine (see 
cuts, pp. 180-187, Yol. I) the type are not cut on the face of 
swinging segments, as is the case with Felt, but comprise in¬ 
dividual plungers loosely mounted in a frame. They are 
impelled against the paper , as is the case with the typewriter. 
The type bars 601 are mounted in an upright frame OOOc* and 
the paper is upon a roll or platen 003. Just behind each 
series of type bars 001 is a reciprocating anvil 020, mounted 
upon a stud engaging in a slot so as to reciprocate iorward 
when struck a blow and then to be retracted by a spring 021. 
Back of the anvil 020 is a hammer 010 which is pivoted so as 
to reciprocate backward and forward. Attached to the heel of 
this hammer is a link 010 which operatively connects the 
hammer with an operating spriug 015. Into the link projects 
a stop 617, the parts being so positioned that when the spring 
pressure is applied to the hammer the pin 017 reaches the 
upper end of the slot before the hammer strikes the anvil, so 
that the impelling power is arrested and the hammer completes 
its movement by inertia. This arrangement, as Mr. Magrane 
clearly shows (p. 330), is substantially the same as that in 
Felt’s prior patent 441,233, which was issued November 2«>, 
1890, and has long since expired. Therefore, we have a situ¬ 
ation where, if the claims be stretched to read upon the de¬ 
fendant’s device, they are invalid ; but where, by their terms, 
it is plain that they were not intended to read as our adver¬ 
saries now contend. 

Thus, with reference to claim 37 we find that it specifies 
hammers for impressing the paper against the type ; in de¬ 
fendant’s device the hammers do not impress the paper against 
the type, but hit a plunger which thrust forward the type bars 
against the paper. The claim uses the words “ hammers having 
hinged heads separate fiom the bodies’ ; in the defendants 
device there is no hinged head in the sense of the patent, but 
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a link 616 engaging with a pin or stop 617 just as the wire 45 
in Felt's prior patent is provided with a stop 48 for engaging 
with the com!) 45. Again, claim 87 specifies “ meaus for arrest¬ 
ing the heads before the hammers can make the impressions ” ; 
in the defendant’s device the hammers do not make the im¬ 
pressions, nor do they contact with the paper at all but with 
the anvil 620. which in turn contacts with the type bar 601, 
which contacts with the paper. 

Claims 88 and 80, being mere variants of claim 87, need 
not be separately analyzed, for what we have said with refer¬ 
ence to claim 87 applies equally well to them in substance if 
not in words. Mr. Magrane’s evidence is found at page 341, 
Q. 5. 


Claim 40—the tunctional claim—does not read upon the 
defendant’s device, for its one element “ a printing hammer 
made in two parts and hinged together” does not apply to the 
defendant’s expedient at all, since, as explained above, the 
hammer 610 is not made in two parts hinged together in the 
sense of the claim, nor is it a printing hammer in the sense of 
the elai m. Ho wever, so far as it resembles the expedient of 
the Felt patent in suit, defendant’s hammer bears still stronger 
resemblance to the device of his former patent No. 441,233. 

As in the case of the first patent in suit (No, 568,021), de¬ 
fendant did not call any witness in rebuttal, but rested its 
case upon the deposition of Felt, taken in the pr im a, facie proofs 
(pp. 137-146). Felt’s testimony amounts merely to an attempted 
reading of the claims upon the defendant’s device, without 
taking into consideration the structural characteristics of the 


patent as imposing limitations upon the claims, or the funda¬ 
mental differences in functions and arrangements of the sev¬ 
eral parts of the defendant’s device, or — what is probably of 
even greater importance—without taking into consideration 
the. prior art and its effect upon the validity and scope of the 
claims at issue. 


We have therefore, on the one side, simply the opinion of 
Mr. Felt, the inventor of the patent in suit and vitally inter¬ 
ested in its outcome, testifying in effect that, to the extent to 
which the language of the claims may be read upon the defend¬ 


ant s device, a case of infringement is made out, without regard 
to the differences in structure and function of the defendant’s 
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printing mechanism from that of the patent in suit ; and with¬ 
out taking into consideration the effect of the prior art upon 
the language of the claims. Moreover, where the language of 
the claims does not fit the defendant’s device, we find that Mr. 
Felt readily supplies the hiatus by appealing to the ultimate 
purpose attained ; i. e., Felt’s theory is, that because the de¬ 
fendant’s hammer completes its stroke by its own momentum 
after the stoppage of the impressed power, therefore tlieie is 
equivalency in respect of those parts of the claims that are not 
directlv applicable. On the other hand, we have the testimony 
of Magrane and McFarland, based upon the showing of the 
prior art and its necessary effect upon the terms of the claims 
and with the prior art in mind ; and they show clearly that 
there is neither infringement of, nor validity in, the claims. 
As a matter of evidence, the complainant s case must fall, be¬ 
cause it had not carried the burden of proving infiingement, or 
of overcoming the prior art. 

It is plain upon the whole record that the claims discussed 
are invalid in view of the prior art, or else limited to specific 
devices set forth in the patent, which defendant does not use. 
On this proposition we rely as peculiarly applicable to the facts 

at bar upon the following cases : 

McCarty vs. Lehigh Valley Ry . Co., 160 U. 8., 110, 
118, il9. 

Pope Co. vs. Gorrnully Co., 141 U. S., 23b, 240-24 -j. 

Gordon vs. Warder , 150 IT. 8., 4/, 52, bottom. 

Westing house Co. vs. Boyden Co., 170 U. S., 53/, 
562. 

As in the case of the first patent in suit (No. 568,021), ap¬ 
pellant does not attempt to point out any specific error of the 
Court below, or demonstrate that it was in error in holding 
that the weight of evidence is with defendant as to invalidity 
and non-infringement, but rests its argument upon the bare 
statement of what it sought to prove by evidence in chief 
there being no rebuttal (App t s Brief, pp. 136-8). 

We submit with reference to this patent that the claims at 
issue have no novelty over the prior art, save possibly with 
respect to the specific form of the means employed ; that the 
defendant has not appropriated those means, but has devel¬ 
oped its own expedients for accomplishing au old and well 
known result—breaking the impelling force of the hammer be- 
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fore the moment of impact so that the blow is delivered by 
dying momentum, so to speak. There is therefore no infringe¬ 
ment of this patent, unless the claims be read so broadly as to 
be invalid in view of the prior art. 


Conclusion. 

While there is little in the record that even tends to show 
the extent of use of any of the alleged inventions that are the 
subject of this controversy, except the wide carriage (No. 
628,176)—and that principally by adverse interests—it would 
not avail complainant to prove their great commercial success, 
because the lack of invention has been demonstrated. 

McClain vs. Ortmayer, 141 U. S., 419, 427. 

Adams vs. Bellaire Co., 141 IT. S., 539, 542. 

Drake Co. vs. Brownell Co., 123 Fed. Rep., 86. 

It is submitted that the decree below was right, and should 
be affirmed with the costs of this court. 

J. B. Hayward, 

Drury W. Cooper, 

Of Counsel. 
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IN THE 


COURT OF APPEALS, DISTRICT OF GOLUMRIA 


No. 2583 


COMPTOGRAPH CO., 


V8. 


Appellant. 


ADDER MACHINE CO., 

Appellee. 


Appeal from the 
Supreme Court of the 
District of Columbia. 


MOTION FOR RE ARGUMENT. 


May it please the Court: 

Now conics Comptograph Company, the appellant 
in the above entitled cause, and moves this court to 
grant a reargument or rehearing of this cause and to 
suspend the issuance of a mandate, pursuant to the 
opinion of this court handed down February 2, 1914, 
pending the decision of this court on this motion. 
The grounds of this motion are the following: 

The conclusion of the opinion of this court as to 
the validity of Patent 628,176, issued to Mr. Felt, is 
predicated upon and permeated with two matters of 
fact erroneously assumed in the opinion to be estab¬ 
lished or conceded. 




First. That the invention upon which that patent 

issued belonged to the Felt and Tarrant Manufactur- 
ing Company. 

Second, mat the hostile attitude of Robert Tar¬ 
rant toward the invention was or was conceded to he 
the attitude of the company. 

Hither of these assumptions being without war¬ 
rant, the opinion falls because it deals with a hypo¬ 
thetical case and not with the case at bar. 

The first proposition is legally unfounded, but is 
comparatively of slight importance, since the record 
is clear that both the company and Felt stood in 
active, unceasing opposition to Tarrant with refer¬ 
ence to the tabulator invention. We did not admit 
or concede the contrary to be the fact. We admitted 
only the inability of Felt and the company to spend 
Tarrant s money without his consent. 

In all the litigation over the Felt Patent (>28,176 
covering the Tabulator or wide frame machine it 
had been considered by all the parties, until appellee 
filed its brief in this court, that the invention be¬ 
longed to Felt and not to tin* Felt and Tarrant Man¬ 
ufacturing ( ompany. The case was argued upon 
that theory in the court below. Appellee’s brief there 
contained no intimation that it contended that the 
invention belonged to the company. Nor was it con¬ 
tended by appellee in the court below that the com¬ 
pany was chargeable with the hostility of Tarrant to 
the invention. I n verification of these statements we 
hand to the clerk a copy <>f appellee’s brief in the 
Supreme Court. When we wrote our brief in this 
com t we had no warning that appellee would change 
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its position and contend either that the invention be¬ 
longed to the company or that the acts of Tarrant 
were the acts of the company. We first learned of 
this change of position when we read appellee’s 
brief in this court. The only adequate oppor¬ 
tunity we had to answer the contentions was in the 
reply brief. That brief the court declined to allow 
us to file. The allowance of time for the oral argu¬ 
ment, though generous, was too short to cover the 
whole case thoroughly, and these propositions evi¬ 
dently were not sufficiently discussed on the oral ar- 
gument to make it plain that the legal and equitable 
title to the invention was in Felt, that the company 
had only a shop license, and that even if the com¬ 
pany owned tin* invention outright, it was not bound 
by Tarrant’s hostility to the invention. We treated 
these matters in the reply brief, as follows (pp. 27- 
29): 

“As to responsibility of Felt & Tarrant Com¬ 
pany for Tarrant's acts. 

To give the impression that the Felt & Tar¬ 
rant Company was financially well to do, counsel 
say (Brief, p. 40) that so far as the record 
shows #400,000 of the capital of the company 
was paid up. The record shows affirmatively 
that it didn’t have a penny in cash (Kec., 1059 
and 1000), that its stock was paid up by pat¬ 
ents, tools, and adding machines (Kec., 1023, 
XQ. 89), and that it was rich only in expectation 
and in debts to Tarrant, ( liec., 991-992.) 

Having conjured riches into the treasury of 
the company by reference to the amount of its 
nominal capital, counsel assert that the inven¬ 
tion belonged to the company and not to Felt. 
The only testimony on the point is that the pat¬ 
ents were assumed to be the property of the 



company and that the 1 SIM) machine was built at 
its expense (Roc., 10bl-10b2), and the patent 
wJnui taken out was paid for hv and assigned 
to the company. But notwithstanding these 
tacts the invention belonged to Felt at least until 
the patent was either assigned to or paid for bv 
the company. 

llapgood v. II nr iff , 119 [\ S., 22b. 

Ibit whether the invention was legally Felt’s 
or belonged to the company is of no moment. 
The company was as poverty stricken and help¬ 
less as Felt. Both were absolutely dependent 
upon the whim of Tarrant. He lent or did not 
lend as it pleased him, and in the case of the 
kS!)() machine, he chose, after the first venture, 
not to lend. Appellee’s brief is full of efforts* 
to saddle upon the company the burden of Tar¬ 
rant s opposition to the development of the ma¬ 
chine. But Tarrant was not the company. He 
was only a minority stockholder. Even had lie 
owned all tin* stock that fact would not have 
made him the company, nor would it have made 
either liable for the acts of the other. 

I oilman I alacr ( ar ( o. v. 31 issouri Pacific 
Company, 115 U. S., 59b. 

Fietsam v. Hay , 122 Ill., 295. 

In the former case it was held that the Mis¬ 
soni i i acific did not m tin* legal sense control 
the St. Louis, Iron Mountain and Southern Com¬ 
pany, though the Missouri Pacific owned ‘all or 
nearly all, its stock.’ 

In the Illinois case the court said at na o o 
295: ’ 1 

*It will be kept in mind that the corporate 
body, for tin* purposes of ownership, and 
indeed, for most purposes, has a distinct 
identity from that of tin* individual corpo¬ 
rators. The latter may be wealthy when at 
the same time tin* former is insolvent, and 
n< c insa. 1 he corporation has no right 



to appropriate, sell or otherwise dispose of 
the property or eff ects of a corporator 
It is therefore obviously nothing less than 
preposterous to charge Felt or the Felt & Tar¬ 
rant Company with Tarrant’s hostility towards 
the 1890 machine, merely because Tarrant was a 
minority stockholder and was the only man who 
would lend to the company or to Felt any money 
for any purpose, and because he as an individual 
would make no loan to push the 1890 invention. 

When the testimony in this case was taken the 
Burroughs Company had succeeded in getting 
its president, its general manager, its counsel 
and one of its employes into four of the nine po¬ 
sitions on this defendant’s hoard of directors. 
(Bee., 888.) The situation disclosed by this rec¬ 
ord suggests the pertinent query, (with refer¬ 
ence to ownership bv the Burroughs Company 
of nearly half the defendant’s stock (Hee., 888)) 
whether the astute counsel for defendant con¬ 
clude that the defendant is chargeable with the 
acts of the Burroughs Company, or whether they 
reserve this unwarranted inference for the re¬ 
lation created by the minority stockholding of 
Tarrant in the Felt and Tarrant Company.” 

For verification by the court of the fact that the 
foregoing was actually our position when this case 
was heard, we hand copies of our unfiled reply brief 
to the clerk. 

Clearly, nothing was further from our minds than 
conceding that the company’s attitude was that of 
Tarrant. 

Our surprise, therefore, was great to find this 
court in its opinion treating the invention as the 
property of the company and then saying that lai- 
rant’s attitude concededly was the attitude of the 
corporation.” 
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llu ‘ lM,|t * Tan ' ant Company was organized Jan- 
muy i'rtli, 1889 (Rec., 990). The tabulator was in¬ 
vented late in 188!) or early in 1890 (Rec., 10(ii>), 
otter the company was organized, and Felt’s as- 
s<nnptinn that the patents on inventions made after 
the organization of the company belonged to the 
<•'•".pa.iv was a mistake of his legal rights, for inven 
turns made fcy a stockholder, officer and employe of a 
company during the period of his employment and 
embodied in models and machines at company ex¬ 
pense, and on the company’s time, do not thereby 
become the property of the company. The only 
right so acquired by the company is a shop license. 

Hap good v. Hewitt, supra. 

It appears from the decision of the Supreme Court 
in that case (11!) V. S., 226), that Hewitt, a skilled 
inventor, was employed as superintendent of Hap- 
good and Company, a corporation engaged in the 
manufacture of plows. At the time of his employ¬ 
ment it was agreed that lie should give the company 
the benefit of his experience in devising plows. He 
became a stockholder, acquiring one share more than 
the president, and was elected vice-president. As 
superintendent his duties required him to have 
charge of the manufacturing department, subject to 
the direction of the president, and to devise improve¬ 
ments in the plows manufactured. While so en¬ 
gaged, and while he was superintendent, stockholder 
and vice-president, and at the suggestion of the pres¬ 
ident, lie invented a new plow. The model was made 
during his regular working hours. He used mate¬ 
rials of the corporation and used its paid employes 



in the manual work. The company not only paid his 
salary while the work was going on, but paid for the 
drawings, models, castings and all other things used 
in the construction of the device. During the whole 
time of construction it was “ understood by all par¬ 
ties engaged therein, and by those at whose Instance 
its const ruction teas commenced'’ that it was being 
devised and constructed for the benefit of the cor¬ 
poration. So long as Hewitt was connected with the 
company he made no claim of property in the device 
or invention, or that he was entitled to a patent as 
against the corporation. When he left the company’s 
employ, several months after the completion of the 
invention, he took out a patent on the plow. In the 
litigation that followed it was held in the foregoing- 
case that the invention belonged to Hewitt and not 
to the corporation, and that the latter had only an 
unassignable shop license. 

Certainly the Hewitt case offers a most complete 
parallel (even to the understanding of the parties) 
on the question of the ownership of Felt’s 1890 in¬ 
vention. 

Xo presumption of a contract to assign inventions 
or patents to an employer arises because an em¬ 
ploye has commonly and in numerous instances as¬ 
signed his inventions to his employer, when the prac¬ 
tice results from loyalty or a failure to consider 
strict legal rights. 

Pressed Steel Car Co. v. Hansen, 128 Fed., 

444. 

It has been held repeatedly that even a partner 
acquires no right, legal or equitable, in an invention 
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inailc by a co-partner, by reason merely of tbc rela¬ 
tion, although the invention relates to an improve¬ 
ment in machinery to facilitate the business earrie.l 
on by the firm, and although the partner making the 
invention uses co-partnership means in bis experi¬ 
ments and is also bound by the co-partnership arti¬ 
cles to devote his whole time and attention to the 
firm business. This doctrine the Court of Appeals of 
Xew 5 ork, in Barr v. Dr La Veranc, 102 X. Y., 410 
says is consonant with reason and supported by the’ 
following authorities: 

Slemmer’s Appeal, 58 Pa. St., 155, 1(4. 
Belcher v. Whiitemore, 134 Mass., 330. 

1 he gift by Felt to the company in 189!) of Patent 

028,17(1 could not relate back beyond the date of the 
assignment 

Let us examine the situation, however, on the as- 
sumption that the company legally owned the inven¬ 
tion, and was not limited to a mere shop right. 

The Company Not Chargeable With Tarrant’s Hos- 

tile Attitude. 

Obviously Tarrant did not, as minoritv stock¬ 
holder, control the corporation. He did not have the 
voting power. Pelt was majority stockholder, presi¬ 
dent. general manager, foreman, factory superin¬ 
tendent and salesman. (Rec., 1020.) It was not the 

I arrant and Felt Company but the Felt and Tarrant 
( ompany. 

There is, of course, a sense in which it may be 
•said and in which we did say in our original brief, 
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that Tarrant dominated both the company and Felt. 
Since lie held the purse strings of his own purse 
(neither Felt nor the company had a purse), he had 
the power to limit their activities. But their desires, 
opinions, impulses and intentions were no more con¬ 
trolled bv him than are those of a migratory bird by 
a broken wing. As well say of the crippled bird 
that it abandons and deliberately sets aside its mi¬ 
gration southward in the fall, as that Felt or the 
company deliberately spurned, condemned, set aside 
or abandoned the 1890 invention. There is in our 
judgment no basis for making a distinction between 
Felt’s attitude and the real, as distinguished from 
the apparent, because compelled, attitude of the com¬ 
pany. What he did as president and majority stock¬ 
holder of the company it did. What either failed to 
do resulted from an extraneous condition, namely, 
the prejudices of Tarrant, the minority stockholder, 
who, according to the turn of fortune, happened to 
be the company’s ba*nker. 

That the application was filed as soon as the com¬ 
pany secured its financial freedom is proved. (Ree., 
1011, XQ. 73.) 

The record shows that the company had not a 
penny of its own; that Tarrant allowed the com¬ 
pany the use of quarters in his factory and lent it 
thousands of dollars but kept his hand on the dis¬ 
bursements, paying all hills with his personal check, 
and that he would furnish no money for the wide 
frame machine. 

The foregoing sentence contains in a nutshell the 
sole basis for the conclusion that the company cast 
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the invention aside or abandoned it, and, obviously, 
it is no basis at all. 

I 1h‘ record shows beyond dispute that Felt and 

. .mpanv, in the face of Tarrant’s opposition and 

Mom, liied hard to introduce the invention, tried 
for a series of years to obtain money from outside 
sources, advertised the machine, worked upon it, and 
did everythin# that either a man or a company with¬ 
out money could do to keep the invention alive, and 
that at the first opportunity and as soon as Tarrant, 
in his capacity as money lender, relented, prepared 
ami filed the application. 

That Charles Dickinson and other capitalists re¬ 
fused funds to develop the machine was not for lack 
of effort on the part of either Felt or the company. 

I hat Felt, assuming the patent would belong to the 
company, did not conceive the idea of applying for 
a patent for his own benefit, or try to secure funds 
to take out the patent for his own benefit, is neither 
surprising nor a matter of moment. He himself 
was practically penniless, and being president of the 
Felt and Tarrant Company would have had not the 
remotest chance of securing funds except for the 
company. The law does not require a man to do 
that which would manifestly be futile. 

The company is not chargeable with the refusal of 
tail ant to lend it money for the specific purpose of 
developing and patenting the wide carriage machine, 
when it neither sought nor acquiesced in it. Had 
Felt or the company done nothing in the matter after 
laiiant s opinion was voiced, the inference of ac¬ 
quiescence might be justified. But the testimony 

w 
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shows that after the failure of the Washington trip 
and after Tarrant had taken his stand, the company, 
through Felt, who was president of the company and 
had a majority of the stock, did the following things 
(aside from putting the sheet end warning device on 
tin* machine) which not only negatived acquiescence 
by the company or by Felt in Tarrant’s position, 
but showed affinnativelv that he did not control its 
objects, aims and purposes, but only its means of 
carrying them out. 

1. It printed and distributed hundreds of copies of 

a prospectus, describing the wide frame ma¬ 
chine as a valuable asset of the company. This 
was an effort to secure capital and continued 
for years. (Fee., 1003-1005.) For the same 
purpose Felt showed the machine to numerous 
people. (Rec., 1003.) 

2. It printed and distributed several hundreds of 

pamphlets describing the wide frame machine 
and offering to build and sell machines like the 
1890 machine. (Rec., 1087-1091.) 

3. It sent circulars and letters relating to the ma¬ 

chine to Boston, Montreal and Pittsburg in the 
effort to secure orders for the machine. (Rec., 
1088, 1119, 1120, 1122, 1179, 1181.) 

4. To the same end it sent the machine itself to 

Boston in 1894. (Rec., 1125.) 

5. It preserved the machine and photographs of 

the machine till the patent was applied for. 
(Rec., 1113.) 

(I. In the winter of 1894 and 1895 Felt inquired of 
his patent solicitors, who were the solicitors 
of the company, whether he was losing any 
rights bv the delav and was told “no.” (Rec., 
1007.) 

These things are all ignored in the conclusion of 



tlio opinion that the invention was deliberately cast 
aside by the company. They were evidently over- 
looked when this court, speaking of Tarrant, said: 
“His attitude conccdcdly was the attitude of the cor¬ 
poration." We concede that the statement is true, 
if at all, only in the sense that any person or cor¬ 
poration must adopt a course irresistibly imposed 
upon him or it from the outside. We are compelled 
to cut our coat to fit our cloth. 

There is, we believe, no justification for the con¬ 
clusion that the attitude of the company towards the 
broad Irame machine is shown to have been*one of 
contempt, because it took out six other patents be¬ 
tween 1890 and 1898. That again resulted from lack 
oi funds only. Tarrant, as the record shows, was 
willing to furnish funds for the other patents (Rec., 
l M l->), and was unwilling to advance any money for 
the patenting of the 1890 machine. Patent (>28,17(1 
cost |539. Appellee suggested that it might not have 
cost $539 to include the 1890 machine in one of the 
intei\cuing patents. 5 on can’t add throe quarts to 
one quart without making a gallon. Neither Felt 
nor the company could have incorporated the sub¬ 
stance of an application that cost $539 in any of the 
minor applications without greatly increasing the 
cost nor without the permission of Tarrant that 
could not lx* secured. 

There is nothin# in the record to show that the 
company concurred with Tarrant in his views of tin* 
machine. It did everythin# it could do, without 
spending Tarrant's money, to show it valued the in¬ 
vention. It no more abandoned or treated with con- 
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t( j mpt the interest it had in the invention, or wilfully 
postponed the application, than the hungry wait, 
looking through the restaurant window, abandons, 
wilfully post pones or treats with contempt the feast 
spread out before his eyes,—beyond the glass. 

Kvery presumption and intendment the courts all 
hold is against abandonment. It is never presumed 
hut, as tlie statute plainly says, must be proved. 

The Addition of the Sheet End Warning Device. 

The court says it is not satisfied that the sheet end 

warning device was put on the 181)0 machine before 

the issuance of the Hiett patent. The only testi- 

monv in the record is to that effect. Felt did not 
•/ 

pretend to state the time accurately, but he did tes¬ 
tify with positiveness that it was put on during prep¬ 
aration or pendency of the application tor patent on 
the ribbon warning device which gave Felt the idea 
of the sheet end warning device. The patent on the 
ribbon device was issued before the Hiett patent. 
(Rec., 1008 and 1001).) The court, we believe, over¬ 
looked altogether Felt’s positive statement that at 
the time he put the sheet end device on the 1890 ma¬ 
chine he had not heard of the Hiett patent and be¬ 
lieved himself the only occupant of the held. (Rec., 
1009.) There is no escape from the conclusion that 
the device was either put on before Felt heard of the 
Hiett patent or that Felt deliberately perjured him¬ 
self, for the time relation between the date of af¬ 
fixing the device to the 1890 machine and the first 
knowledge that came to Felt of the Hiett patent 
would be indelibly fixed in his memory. If he had 



done that work on his machine after lie knew of the 
entry of Hiett on the field he could not forget it. 
And this is indisputably true, that notwithstanding 
all the minutely circumstantial evidence given by 
Felt, he has never been discredited or impeached as 
to a single statement. He sometimes understated bis 
case, as when he said at first that none of the cir¬ 
culars was mailed. He never overstated it. 

T In* rihhon warning device was plainly suggestive 
of the sheet out warning device. There was nothing 
in the Hiett patent to suggest it. If Felt had been 
aroused by the impractical machine shown in the 
Hiett patent, which did not claim the broad frame, be 
would have rushed to the patent office with an appli¬ 
cation, instead of attaching to the machine an added 
feature. It seems therefore that there is nothing to 
justify the inference that Felt was not telling the 
whole truth when lie testified that he put the sheet 
end warning device on the 1890 machine before he 
heard of the Hiett patent. 


The Decision of the Court of Appeals, Seventh 

Circuit. 

In our brief (pp. 107 and 108) we cited authorities 
to show that as the decision of the Court of Appeals 
in the 1 niversal Adding Machine case was made on 
a wholly different state of facts from that here pre¬ 
sented, the decision is not even persuasive here. Your 
Honors say it is not clear what additional testimony 
was introduced in the case at bar. We stated in our 
original brief that on the question of abandonment 
the record in the Universal case showed that the in- 
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volition was made in 1890, that the trip to 'Washing¬ 
ton was made and failed, the publication of the Trib¬ 
une article and the issuance of the six intervening 


patents and that it shott ed no more on the question 
of abandonment, and we stated that the record in 
that case contained none of the great amount of 
testimonv offered in this case to explain the eight 
years’ delay and to prove that there was no aban¬ 
donment. We stated that the decision of the Court 
of Appeals in the Universal case was predicated 
upon an inference from a total lack of proof as to 
what took place in the eight year interval, except the 
making and patenting of other inventions, and conse¬ 
quently that the decision was without bearing in a 
case where that evidence was supplied. ()bviousl\ 
the extent of what was proved in the Universal case 


was not a matter at issue or subject to testimony in 
the case at bar, and this court was obliged to deter¬ 


mine the matter dehors the record by examining the 
opinion in the Universal case, and the ambiguous 
statement of the same court in the Burroughs case, 
to determine how far the tacts in this record were 
there proved. In corroboration ot our statement as 


to the extent of the testimony on which the opinion 
in the Universal case was founded, we are handing 
to the clerk of the court with this petition a copy of 


the record in that case. 


The testimony of Air. Felt is to lie found in that 
record, beginning at page 291 and ending at page 
;uu His testimony as to the change in the machine 
made bv the attachment of the sheet end warning de- 

w 

vice, not giving any designation of the name or tunc- 
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1,0,1 of 111,1 device or 1 Ik> (Into of tho work, appears 
on pages 295 and 29(5, 

\\ e i ospeettully roipiost that a reargmnent ho 
gianted in this ease, to tho end that it may he eon- 
sidcred, as to Patent <528,17(5 on the facts proved, and 
not on tlie erroneous theory that tho company was 
concededhj the owner of the invention and that the 

attitude of the company was eonecdcdly the hostile 
attitude of Tarrant. 


Respectfully submitted, 

4 Monday, Evarts, Adcock & Clarke, 
Garnett & Garnett, 

Counsel for Appellant. 

H. X. Low, 

Solicitor for Appellant . 

John AV. Monday, 

Henry Loye Clarke, 

Eugene H. Garnett, 

Of Counsel for Appellant. 
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